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Abstract

Copyright regulation has become increasingly transnational, if not global,
in its approach. All aspects of copyright law have been impacted by ef-
forts among nations to coordinate and harmonise their copyright regimes.
As the United Kingdom coordinates its intellectual property regime with
that of the European Union and globally, domestic judges must grapple
with an increasing number of treaties, directives, and regulatory inputs
which colour every step in the process of copyright enforcement.

This research examines the expressions of how that coordination
ought to, and does, impact domestic law. More specifically, this is a
thesis about the Internationalisation and Europeanisation of remedies
and procedures in UK copyright litigation.

This thesis approaches this topic in three parts:

Part One sets out the relevant framework of copyright regulation
and protection in the United Kingdom from first principles (Chapter
One). It explores the foundational instruments, the interaction between
those instruments, and the overarching obligations stemming from those
instruments which bear general application. This part identifies the in-
herent complexity and difficulties in properly applying these layered ob-
ligations (Chapter Two).

Part Two takes the layered obligations and interactions from Part
One and investigates how those interactions are in fact applied across
the full spectrum of remedies, sanctions, and procedures. This is con-
sidered from the perspective of monetary remedies (such as damages)
(Chapter Three), tangible and injunctive relief (Chapter Four), and
criminal and declaratory outcomes (Chapter Five). Part Two concludes
by looking at the degree of Europeanisation and Internationalisation of



procedural obligations in copyright proceedings (Chapter Six).

Part Three then reflects on the philosophy of such enforcement and
its stated intended purposes (Chapter Seven) in light of the analysis
undertaken in the previous chapters. The Part then argues that, based
on the UK’s experiences, the field of copyright remedies and procedure is,
on an EU level, ripe for further harmonisation and reform to address sys-
temic failures in properly applying transnational obligations. The Part
makes a series of recommendations on improving outcomes, taking into
account the purposes of copyright regulation by proposing the develop-
ment of a harmonising EU regulation as the most viable course.
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Introduction

Copyright infringement is rife[and has long been so | Infringements are met with lit-
igation and evolving legal responses across countless iterations of domestic, European
Union (EU), and international law. Each iteration seeks to reconsider and thereby
recalibrate the balance that copyright is said to maintain between the competing
interests of creators, their privies, and the consuming public. Whether by way of
term or subject matter of protection, transnational equal-treatment of rights, or
adaptations when technology has disrupted previous approaches to protection or
dissemination, the law has repeatedly responded to attempt to address these chal-
lenges.

A necessary by-product of this evolution has been an ongoing series of changes
to the way copyright is enforced. What started as a system of statutory penalties
under the Statute of Annd’| has evolved to the current regime: a system of property
rightsﬁ enforceable globallyﬂ protecting types of works not conceived of in 1710ﬁ
A multitude of remedies may be granted, including against intermediary businesses

selling access to technologies that enable instant, global communication and copying

Intellectual Property Office, Online copyright infringement tracker (March 2017) (7th Wave) (IPO
2017/01) (https:/ /assets. publishing. service . gov . uk / government / uploads / system / uploads /
attachment_data/file/628704/OCI_-tracker- 7th-wave.pdf).

See eg Catherine Seville, The internationalisation of copyright law : books, buccaneers, and the
black flag in the nineteenth century (Cambridge University Press 2006).

An Act for the Encouragement of Learning, by Vesting the Copies of Printed Books in the Authors
or Purchasers of such Copies, during the Times therein mentioned (Statute of Anne, ¢19) 1710.

Copyright, Designs and Patents Act 1988, s 1(1).
Pursuant to national treatment rules obligating member states under various international treaties.

Eg sound recordings, films, broadcasts: [CDPA} s 1(1)(c).

v


https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment_data/file/628704/OCI_-tracker-7th-wave.pdf
https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment_data/file/628704/OCI_-tracker-7th-wave.pdf
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of protected works[]
This thesis explores and evaluates present transnational and domestic responses

to copyright infringement. To that end, this is a thesis about copyright enforcement.

Use of terms

This thesis examines the twin aspects of legal remedies and procedures involved in
copyright enforcement.

The term remedies is used in Blackstone’s sense: a right infringed by a wrong,
being subject to an action for which the outcome is a remedyﬁ This is the same
meaning of ‘remedy’ as that given by Lord Nicholls in Attorney General v Blake
(Blake).ﬂ This is discussed further in Chapter Three. That which is identified as
procedure or procedural in this thesis is anything that is ancillary to the grant of
such a remedy: whether by way of standing to bring a claim, evidence, document-
ary requirements, or otherwise. It should be noted that interim and administrative
(customs) orders are dealt with as forms of remedies, whereas in some taxonomies
of relief they would otherwise be excluded ||

Throughout this thesis, the terms ‘copyright regulation’ or ‘scheme of regulation’
will be used. Unless context otherwise requires, these terms are meant to encompass
the entirety of copyright’s regulation: the domestic, EU, and international rules,

judicial or panel rulings, remedies available under statute, common law or equity,

CDPA! s 97A.
C.f. Peter Birks, ‘Rights, wrongs, and remedies’ (2000) 20(1) Oxford Journal of Legal Studies 1.
Attorney General v Blake and Another [2000] UKHL 45, [2001] 1 AC 268, 278.

Rafal Zakrzewski, ‘The Classification of Judicial Remedies’ [2003] Lloyd’s Maritime and Commer-
cial Law Quarterly 477, 480.



and relevant procedural rules.
Where the terms ‘United Kingdom’, ‘UK’, ‘Britain’, or ‘England’ are used in the
context of a law or laws, save as context requires, the use is a reference to the laws

of England and Wales.

Scope of Research and Methodology

The purpose of this research is to identify, in the transnational context: what is sup-
posed to be happening, what is happening, and what ought to happen in the field of
copyright enforcement. This purpose is achieved in three steps. First, by identifying
what the UK does and is obliged to do in respect of remedies and procedure. Second,
by considering which aspects of such an enforcement response (by way of remedies
and procedure) finds parallel expression in transnational (EU or international) rules.
Third, by assessing whether such alignment is being appreciated, referred to, and/or
properly applied.

What this thesis does not substantively consider is the merit of copyright’s ex-
istence, subsistence, duration, application, or like issues which have been the focus
of much copyright scholarship in recent years. It instead assumes such rights exist
and have been infringed as a starting point. Much has been written about the extent
and purpose of copyright, whether it is ‘over-strength’, and/or otherwise inconsist-
ent with the flourishing of culture. Whilst such debates have undoubted intellectual,
policy, and/or scholarly interest, they are of limited assistance to tribunals tasked
with giving effect to the law as it stands, which is a primary focus of this research.

This thesis is doctrinal and formalist in its methodological approach. The tribunals

and courts referred to in this thesis all apply subsisting law from their legal systems

vi
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and regulatory regimes to resolve the matters before them. Those tribunals and
courts do not define copyright policy — legislatures do. Courts and tribunals do
not, as a rule ‘create’ law in this field per seE Therefore, understanding the law
which those tribunals and courts are called upon to apply is relevantm A doctrinal
analysis such as this provides a ‘systematic exposition of the rules ... analyses the
relationship between rules, explains areas of difficulty and, perhaps, predicts future
developments’ﬂ In doing so, it collates a body of law, assesses it, and then considers

next steps.

Overview of the Thesis

In undertaking this examination of copyright enforcement, the chapters which fol-
low are grouped into three major Parts. Each Part considers both remedies and

procedures. These Parts address three overarching questions:

e Part I: what is the framework of copyright enforcement regulation supposed

to be?
e Part II: how is copyright, in fact, being enforced?

e Part III: how should copyright be enforced in light of Parts I and II7

Though the UK Supreme Court (by Lord Neuberger PSC) identified that in a common law system
‘... law is in some areas made ... in virtually all areas developed, by judges’: Willers v Joyce (No
2) [2016] UKSC 44, (2016) 3 WLR 534 [4].

This understanding creates the ‘objective reality’ for assessment: Terry Huchinson and Nigel
Duncan, ‘Defining and describing what we do: Doctrinal legal research’ (2012) 17 Deakin Law
Review 83, 110.

Huchinson and Duncan (n 101 commenting on the Pearce Committee review into Australian
law schools.

Vil



Within Part One, Chapter One considers the transnational frameworks and
sources of copyright regulation. It then explores how those transnational sources
are required to be applied in domestic law and practice. Having established that
framework, Chapter Two considers the contexts, objectives, and purposes of these
different component sources — those aspects being necessary to construing those
sources. The chapter then proceeds to examine the generic operative obligations
over enforcement; for example, that a given remedy be ‘effective’ or ‘dissuasive’.
It looks to these generic obligations having regard to the scope of legislative and
judicial discretion that is impacted by the presence of such obligations.

Part Two (Chapters Three to Six) considers specific remedies, sanctions, and
procedures. It analyses the primary source materials which create or apply each
form of remedial outcome: from money remedies (Chapter Three), to injunctions
(Chapter Four), and criminal sanctions (Chapter Five). It does this by looking at
each step of the regulatory framework: from any international obligation requiring a
remedy, to any adoption/implementation at the EU level of the requirement, down
to domestic applications and interpretations of that remedy. Chapter Six then looks
expressly at procedures for enforcement, even though procedure has been tradition-
ally considered a part of the domestic domain. This Part identifies that not only
is domestic enforcement necessarily subject to transnational obligations and EU
regulation, but that such obligations are unevenly appreciated, acknowledged, and
applied in domestic decision-making.

Within Part Three, Chapter Seven considers the transnational impact upon ex-
pressions of the purposes of copyright protection and enforcement, having regard to
what enforcement is meant to achieve. It reflects on how the research in the previous

chapters supports such purposes. Chapter Eight argues it is appropriate for reasons

viil
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of consistency, harmonisation, and advancing the rule of law, that remedies are fully

harmonised by EU directive and/or regulation.

A note about ACTA

The Anti-Counterfeiting Trade Agreement (ACTA) was signed by the United King-
dom and the European Commission on 26 January 2012. The European Commission
referred ACTA to the Court of Justice of the European Union (CJEU) on 11 May
2012. However, adoption of ACTA was rejected by the European Parliament on 4
July 2012. Following this rejection, the position in the UK, according to the Intel-
lectual Property Office, was thatﬂ

In light of the European Parliament’s decision not to give consent to

ACTA, we will be considering our position on ratification of ACTA in

the UK. The UK has supported the aims of the treaty which are to

provide a coordinated international framework to improve the global

enforcement of intellectual property rights and we remain committed to

supporting these aims.

Further the IPO maintained that ACTA required no change in the domestic law
of the United Kingdom{™|

Importantly, ACTA will not create new intellectual property rights, laws,
or criminal offences in the UK or EU. It simply establishes efficient and
broadly common rules for how intellectual property right-holders can

enforce their rights in practice.

Kris Camponi, Email from Kris Camponi, Senior Policy Advisor, Intellectual Property Office (cor-
respondence with the author) .

Intellectual Property Office, ‘TPO Page on ACTA’ (IPO Website Archive, 2012) (http://webarchive.
nationalarchives.gov.uk/20140603093549/http://www.ipo.gov.uk /pro-crime-acta.htm).

1X


http://webarchive.nationalarchives.gov.uk/20140603093549/http://www.ipo.gov.uk/pro-crime-acta.htm
http://webarchive.nationalarchives.gov.uk/20140603093549/http://www.ipo.gov.uk/pro-crime-acta.htm
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Since the EU’s rejection of ACTA, there has been no legislative action taken by
the UK in respect of it. Following the implementation of the Treaty of Lisbonm it
is reasonable to question if the UK, in the context of its EU obligations, could take
any step to independently implement it. Where the EU has legislated over such an
area, the CJEU indicated that Member States are ‘incompetent’ to regulate if doing
so would compromise EU legislation[l| Where it has not, the UK (and the EU) is
obligated not to act to defeat the object and purpose of the treatym However, that
does not undermine the British Parliament’s sovereign power to legislate — only to
indicate that should it so legislate, it may be in conflict with its EU obligations.ﬂ

It is unclear what steps (if any) will be taken by the UK to separately ratify
its signature of ACTA or to what extent, given ACTA’s rejection in the European
Parliament, the UK Government will proceed. At the time of writing, the UK has
not expressed its intention to decline becoming a full member of ACTA, though the
treaty itself does not appear to be receiving any attention. However, given that the
UK is a signatory, and given ACTA’s extensive application to enforcement measures
and the (albeit largely diminished) potential for future adoption, its provisions are
considered in this thesis. This is also because, while it is increasingly likely that no
steps will be taken in respect of ACTA, some of its relevant terms are beginning
to appear in other treaties in identical terms. For example, the EU-Singapore Free

Trade Agreement, includes art 11.44(2) P% which mirrors ACTA art 9(1) on consider-

Treaty of Lisbon Amending the Treaty on European Union and the Treaty Establishing the
European Community [2007] OJ C306/1 (Treaty of Lisbon).

Case C-277/10 (EU:C:2012:65) Luksan v van der Let (CJEU, 2013) [64].

Vienna Convention on the Law of Treaties 1969 (1969) 1155 UNTS 331 (Vienna Convention) art 18.
British American Tobacco v The Secretary of State for Health [2016] EWCA Civ 1182 [150]-[168].
Free Trade Agreement between the European Union and the Republic of Singapore [2013], 11.44(2).
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ations impacting damages: a point not missed by some commentatorsEr] ACTA has
not been ratified by the UK, and so expressions in this thesis about its provisions
are of reduced weight insofar as they represent binding obligations upon the UK to
provide certain enforcement measures. The UK (and EU) is simply bound by the
Vienna Convention not to frustrate ACTA, unless and until more formal action is
takenEI] Of course, should Brexit take effect as a full separation from the EU system,
the UK may reconsider its approach regarding ACTA.

That being said, as the IPO identified, little would need to legislatively change.
Without EU obligations, the UK would be able to join its non-EU trading partners,

such as Japan, in adopting ACTA. Whether it will however, is a matter to be seen.

A note about Brexit

In an advisory referendum held on 23 June 2016, those who exercised their suffrage

in the United Kingdom voted to leave the European Union. However:

e First: this thesis reflects the present law. Despite the fact that art 50 of the
Treaty on European Union was triggered on 29 March 2017 pursuant to the
European Union (Notification of Withdrawal) Act 2017, unless altered by some
means, the relevant negotiating period will run until March 2019, leaving these

provisions in place during that period.

e Second: a full model for leaving the EU has yet to be negotiated, endorsed,

Glynn Moody, ‘European Commission: ACTA Is Dead, Long Live ACTA? ( Techdirt, US, 23 Oc-
tober 2013) (https://www.techdirt.com /articles /20131022 /07350824965 / eu- acta-is- dead-long-
live-acta.shtml).

Vienna Convention, art 18.

X1
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or acted upon by the UK Government or Parliament. Presently, the European
Union (Withdrawal) Act 2018 proposes certain features (including importation

of EU law on the date of departure for continuity).@

e Third: it is possible that the UK will remain in the single market by some
means, whether by separate agreement, or by joining the European Economic
Area (EEA) with European Free-Trade Agreement (EFTA) membership or
even a second referendum leading the revocation of the UK’s art 50 notice.
Therefore, the potential remains for the UK to be bound (or at least, be highly

persuaded by) the EU approach in directives and/or CJEU judgments.

e Fourth: the approach that the UK has taken to copyright enforcement may be
used as a case study of implementation of Internationalised and/or European-

ised rules, and as such, the recommendations do not shift.

e Fifth: similarly, a more general assessment of the interaction and coherence
of international and EU law in the field of copyright enforcement remains

relevant.

Effective law

This thesis reflects the law as at 5 September 2018. Unless otherwise stated, this

was the date of last access of the websites referred to in this thesis.

See generally: Secretary of State for Exiting the European Union, Legislating for the United King-
dom’s withdrawal from the European Union (Cmd 9446, HM Stationery Office 2017); European
Union (Withdrawal) Act 2018.
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... without effective means of enforcing intellectual
property rights, innovation and creativity are dis-
couraged and investment diminished... the means
of enforcing intellectual property rights are of para-
mount importance for the success of the internal

market.

— Recital 3, Directive 2004/48/EC
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1.1 Overview

1.1 Overview

A discussion of legal rights and their enforcement requires an understanding of the
framework within which such rights exist and their enforcement takes place. This is
particularly true when the framework is complicated by multiple layers of applicable
law. The scheme of copyright regulation in the UK is determined at three levels:
international, European Union (EU), and domestic. At each level there are separate
components which contribute to the overall scheme of regulation: there are primary
documents (treaties, directives, regulations, or acts) which are then interpreted by
judicial or quasi-judicial bodies. Those interpretations are generally published as
judgments or decisions and impact the regulatory scheme. Those judgments are, and
can be, made by different bodies, for example, the International Court of Justice
(ICJ), the World Trade Organisation (WTQO) Dispute Resolution Panel/Appellate
Body, the Court of Justice of the European Union (CJEU), or the domestic court
system. Each level then has instruments which bear upon the scheme of copyright
regulation including executive action, interpretive memos, and travaux preparatoire.

Dealing with each level in turn, it is convenient to work from the ‘bottom’ up;
that is, domestic law first. Domestic legislative acts take direct effect as works of the
sovereign UK Parliament (Parliament). Domestic court decisions are made binding
pursuant to the Senior Courts Act 1981 (SCA 1981), and the Constitutional Reform

Act 2005, among others.ﬂ Cases are subject to usual judicial principles of comity,

See eg Civil Jurisdiction and Judgments Act 1982.
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precedent, and so forth, while the legislation is otherwise subject to rules of statutory
Construction.ﬂ The role of the EU and international bodies in the scheme of copyright
regulation is less easily stated and ought to be set out. These sources require some
detail, as their intricacy will ground, in part, later consideration of the present
scheme. Indeed, this chapter is foundational in identifying the overload of obligations

a judicial officer has in construing and interpreting the law.

1.2 The European Union

To consider the impact of EU law on England and Wales, seven matters will be

addressed:
e first, the UK’s obligations vis-a-vis the core treaties of the EU;

e second, the competence of the EU to regulate copyright under those core treat-

ies;
e third, fundamental rights under EU law;
e fourth, the method(s) by which EU law takes effect in domestic law;
e fifth, the proper methodology for interpreting EU law;
e sixth, the principles of effectiveness and national procedural autonomy; and
e seventh, the principles of applying a single, autonomous, and uniform meaning.

Each will be dealt with in turn.

See eg Interpretation Act 1978; Oliver Jones, Bennion on Statutory Interpretation (6th edn, Lex-
isNexis 2013).
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1.2.1 Foundational treaties

First, despite the result of the Brexit Referendum and subsequent notification of
Withdrawalﬁ the United Kingdom remains (at the time of writing) a member of the
European Union, having joined what was then the European Economic Community
(EEC) in 1973. The UK is subject to the Treaty on European Unionﬁ (TEU) and
the Treaty on Functioning of European Unionﬂ (TFEU), having ratified the Treaty
of Lisbon (Lisbon)ﬁ The legislative and rule-making powers of the EU, which the
UK is required to observe, are provided for under the TEU and the TFEU.
The TEU provides (at art 4(3)):

... The Member States shall take any appropriate measure, general or

particular, to ensure fulfillment of the obligations arising out of the Treat-

ies or resulting from the acts of the institutions of the Union. ..

The TFEU provides (at art 288):
To exercise the Union’s competences, the institutions shall adopt regu-
lations, directives, decisions, recommendations and opinions.
A regulation shall ... be binding in its entirety and directly applicable ...

A directive shall be binding, as to the result to be achieved ... but shall

leave to the national authorities the choice of form and methods.

Conducted per: European Union Referendum Act 2015 and judicially considered in R (Miller) &
Ors v Secretary of State for Exiting the European Union [2017] UKSC 5.

Consolidated Version of the Treaty on European Union [2010] OJ C83/13 (TEU).

Consolidated version of the Treaty on the Functioning of the European Union [2008] OJ C326/1
(TFEU).

Treaty of Lisbon Amending the Treaty on European Union and the Treaty Establishing the
European Community [2007] OJ C306/1 (Treaty of Lisbon).
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Regulations and directives form the majority of what will be discussed in the
following chapters. Those forms of legislation must be supported under a head of
power granted to the EU by Member States under the Treaties. This is the second

topic to be addressed.

1.2.2 Competences and constraints

In the EU, heads of power are specifically expressed in terms of ‘competencies’m The
use of these heads of power is limited by the principles of conferral, subsidiarity, and
proportionalityﬁ Competencies may be exclusive to the EU, shared between the
EU and Member States, or may be of a supported Competenceﬂ Prior to Lisbon,
intellectual property (IP) instruments expressed themselves, particularly in recitals,
as aiding or otherwise being passed in relation to furthering the establishment and
smooth functioning of the internal market (art 114 TFEU). This is a core aim of
the EU[ and is a shared competence between the EU and its Member States[]

Following Lisbon, the competence of the EU in the field of intellectual property
is expressed more directly in art 118 of the TFEU. It provides:

In the context of the establishment and functioning of the internal mar-

ket, the Furopean Parliament and the Council, acting in accordance

with the ordinary legislative procedure, shall establish measures for the

Art 5(2) [TEUL
Art 5(1) [TEUL
Art 2 [TFEUL

Art 114\ TFEU; Directive 2004/48 /EC on the enforcement of intellectual property rights [2004] OJ
L157/45 (IPRED) rec 1, 3, 8, 9, 10, 15; Directive 2001/29/EC on the harmonisation of certain
aspects of copyright and related rights in the information society [2001] OJ L167/10 (InfoSoc) rec
1,2,3,6,7, 16, 21, 31, 32, 37, 33.

Art 4(2)(a) TFEU.
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creation of European intellectual property rights to provide uniform pro-
tection of intellectual property rights throughout the Union and for the
setting up of centralised Union-wide authorisation, coordination and su-

pervision arrangements.

While there is no ‘copyright’ competence directly, there is an ‘intellectual prop-
erty in the internal market’ power which, though of uncertain breadthB can be
relied upon for future regulation in the field of copyright. Such future regulation
may still rely on art 114 (jointly or in the alternative). Should it do so, it would
be subject to the CJEU’s ‘preference’ for a single head of power. This preference
applies when there is a ‘predominant purpose’ to a measure or, where there are
two heads, the measure must ‘simultaneously pursue. .. several objectives which are
inseparably linked without one being secondary and indirect’ﬂ

The EU’s powers in IP are not limited to art 118. The TFEU also empowers
the EU regarding IP in the context of the common commercial policy (an exclusive
competence).@ Further, Ramalho argues that arts 53 and 62 (regulation of the self-
employed) of the TFEU could also ground some regulation of copyright. Ramalho
further notes that such competencies would not provide an autonomous legal basis
for EU copyright legislation and internal market needs would continue to provide

the more appropriate foundationE This is aside from the CJEU’s jurisdictional and

Ana Ramalho, ‘Conceptualising the European Union’s Competence in Copyright - What can the
EU do?’ (2014) 45(2) International Review of Intellectual Property and Competition Law 178, 179.
See further: Ana Ramalho, ‘Section 5: Intellectual Property’ in F Amtenbrink and others (eds),
Law of the European Union (Kapteyn VerLoren 2016).

Opinion C-2/00 (EU:C:2001:664) Opinion pursuant to Art 300 EC (Cartagena Protocol) [2001]
ECR 1-9713, para 23.

Art 207 \TFEU; Art 3(1)(e) [TEUL
Ramalho, ‘Conceptualising the European Union’s Competence in Copyright - What can the EU

do? (n[f2).
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procedural powerm
Therefore the EU has a broad, express, but limited, competence in the field of
intellectual property. That competence is undefined in the TFEU, and so meaning

is to be found by identifying contextually relevant support in other documentsm

1.2.3 Fundamental rights

Third, in the EU, the protection of copyright is at the level of a fundamental rightE
Art 6 of the TEU embeds human rights instruments as matters of EU law. The
Charter of Fundamental Rights (CFR) and the European Convention for the Pro-
tection of Human Rights and Fundamental Freedoms (ECHR) take special signific-
ance, with the CFR ‘hav(ing) the same legal value’ as the TEU and TFEU [ while
the ECHR’s fundamental rights are to ‘constitute general principles of the Union’s
law’ﬂ The ECHR is to be acceded to by the Union (a process which, at the date of

writing, was ongoing)E though has faced set-backs by the CJEU declaring that the

Art 262 [TFEU; Art 53 of Protocol 3 to TEU and TFEU.
Ramalho, ‘Conceptualising the European Union’s Competence in Copyright - What can the EU

do?’ (n .

As to which, see generally: Justine Pila, ‘Intellectual Property as a Case Study in Europeanization:
Methodological Themes and Context’ in Justine Pila and Ansgar Ohly (eds), The Europeanization
of Intellectual Property Law: Towards a FEuropean Legal Methodology (Oxford University Press
2013).

Art 6(1) TEU; Convention for the Protection of Human Rights and Fundamental Freedoms (opened
for signature 4 November 1950, entered into force 3 September 1953) 213 UNTS 221, as amended
by Protocol No 14bis to the Convention for the Protection of Human Rights and Fundamental
Freedoms (opened for signature 27 May 2009, entered into force 1 September 2009) CETS No 204.

Art 6(3) ITEU; Protocol 8 |[TEUL

Rafat Manko, Furopean Parliament Briefing: EU accession to the European Convention on Human
Rights (ECHR) (PE 607.298, European Parliamentary Research Service ) (http://www.europarl.
europa.eu/RegData/etudes/BRIE/2017/607298 /EPRS_BRI(2017)607298 _EN.pdf).


http://www.europarl.europa.eu/RegData/etudes/BRIE/2017/607298/EPRS_BRI(2017)607298_EN.pdf
http://www.europarl.europa.eu/RegData/etudes/BRIE/2017/607298/EPRS_BRI(2017)607298_EN.pdf
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accession agreement proposed was incompatible with art 6(2) of the TEU.E These
instruments impact intellectual property in two primary ways. One, under the CFR,

the express right to property is provided for, and the protection of IP is required:

Article 17
Right to property

1. Everyone has the right to own, use, dispose of and bequeath his or her
lawfully acquired possessions. ... The use of property may be regulated

by law in so far as is necessary for the general interest.

2. Intellectual property shall be protected.

Two, the ECHR provides for a similar right to the ‘peaceful enjoyment of posses-
sions’ﬁ The European Court of Human Rights (ECtHR) has recognised IP as a
form of such possessions@ Despite the term ‘intellectual property’ being undefined
in the Treatiesﬂ it is uncontroversial that such a term is inclusive of copyright:

for example, see the definitions in IPREDE and TRIP@ (which is binding upon

Opinion 0-2/13 (EU:C:2014:2454) On the accession of the EU to the ECHR [2014] ECR I-00000.
ECHR (n art 1. prot 1.

See eg Victor Dima v Romania App no 58472/00 (ECtHR, 2005); Aral, Tekin & Aral v Turkey
App no 24563/94 (ECtHR, 1998) citing AD v Netherlands App no 21962/93 (ECtHR, 1994). In
AD, the Court was, at best, implying an acceptance of the concept of IP as an art 1, protocol 1
right, whereas the decisions in Dima and Aral are more explicit. See further: Laurence R Helfer,
‘The New Innovation Frontier? Intellectual Property and the European Court of Human Rights’
(2008) 49 Harvard International Law Journal 1; Christophe Geiger, Lecture: Intellectual Property
in fron of the European Court of Human Rights (European Intellectual Property Institutes Network
(EIPIN) XVII Congress - Universidad de Alicante, 2016).

Pila, ‘Intellectual Property as a Case Study in Europeanization: Methodological Themes and Con-
text’ (n|18) 15-16.

IPRED), art 1 in the context of other provisions: eg recitals 16, 19, 23; arts 2(2), 5(b), 9(1)(a).

Art 1(2) of Agreement on Trade-Related Aspects of Intellectual Property Rights which refers to
Copyright and Related Rights, Trademarks, Geographical Indications, Industrial Designs, Patents,
Integrated Circuit Topographies, Undisclosed Information, Control of Anti-Competitive Practices
in Licences.
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the European Union)m Although this property aspect of the ECHR has previously
been considered among the ‘weakest’ rightsﬁ its extension to intellectual property
will be discussed further in this Part.

The UK acceded to the ECHR in March 1951. The ECHR has primary effect in
the UK through the Human Rights Act 1998 (HRA 1998). The UK gives effect
to Protocol 1, art 1 of the ECHR by s 1(1)(b) of the HRA 1998. It provides for
a strong duty on domestic courts to interpret legislation in a way compatible with
ECHR rightsﬂ but does not preclude an application to the Strasbourg Court. That
being said, the HRA 1998 limits the scope of such property rights in relation to
cases — such as website-blocking cases — where other rights, such as freedom of
expression, may be engaged.ﬂ

Therefore, while the protection of copyright is treated as a fundamental right,
it is also constrained by other fundamental rights, such as human dignityﬂ free-
dom of expressionﬂ and privacy /personal dataﬁ Copyright is further constrained
by general principles of EU law, such as subsidiarity and proportionalityﬁ whereby

European law cannot exceed ‘what is necessary to achieve the objectives of the Treat-

Decision 94/800/EC Council Decision on TRIPs (Council of the European Commission, 1994).
Helfer (n ) 2.
Human Rights Act 1998, s 3(1).

HRA 1998, s 12. See eg Ashby Donald and Ors v France App no 36769/08 (ECtHR, 2013); Neij
and Sunde Komisoppi v Sweden (The Pirate Bay) App no 40397/12 (ECtHR, 2013); Akdeniz v
Turkey App no 20877/10 (ECtHR, 2014).

Charter of Fundamental Rights of the European Union [2012] OJ C326/391, art 1; ECHR (n
prot 13.

Art 11 CFR (n [32); ECHR (n ) art 10.

Arts 7, 8 CFR (n}32); ECHR (n | arts 8, 9.

Justine Pila and Ansgar Ohly, The FEuropeanization of Intellectual Property Law: Towards a
European Legal Methodology (Oxford University Press 2013) 17-18.
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ies’ whether in effect or otherwise.@ Ultimately, copyright is to be well protected,

but balanced and limited.

1.2.4 Transposition and domestic effect

Fourth, the EU regime has been explicitly integrated in the domestic context. EU law
is principally given effect in UK domestic law through the European Communities
Act 1972 (ECA 1972). The ECA 1972 provides that agreements may be declared
by Her Majesty in Council as an ‘EU Treaty’ "] Such a declared EU Treaty is then
domestic law ‘without further enactment’P¥ Each of the TEU and TFEU is an EU
Treaty for the purposes of the ECA 1972, together with other central treatiesﬁ
Legislative instruments emanating from the EU are given domestic effect via the
ECA 1972 in one of two primary ways: direct implementation or transposition. The
direct implementation process ensures that any compulsory instrument or measure
made at an EU level — such as an EU regulation — is immediately implemented in
domestic law; for example, EU regulations issued pursuant to art 288 of the TFEU
take immediate effect as ‘rights, powers, liabilities, obligations and restrictions ...
created or arising under the [defined] [EU] Treaties [i.e. the TFEU] ... [and are

thus] given legal effect’ [1]

Art 5(4) [TEU,

European Communities Act 1972, s 1(3) (ECA 1972). A draft of such an order must have also
have passed both Houses of Parliament.

ECA 1972, s 2(1).

ECA 1972, s 1(2), Part I Schedule I. This includes inter alia the Treaty establishing the European
Economic Community (signed at Rome, 25 March 1957) and Treaty relating to the accession of
the United Kingdom to the European Economic Community and to the European Atomic Energy
Community (signed at Brussels, 22 January 1972) [1972] OJ L73/4.

ECA 1972, s 2(1).

10
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The transposition provisions of the ECA 1972 enable EU instruments to be
brought into domestic law by secondary legislation. Secondary legislation includes
regulations (or orders, rules, or schemes) which may amend legislationﬂ This sec-
ondary legislation is drawn up by a relevant department, or minister, pursuant to s
2(2) of the ECA 1972 and is laid before both Houses of Parliament. However, this
process does not afford usual parliamentary scrutiny and is not the same as the pro-
cess of an Act@ So complicated are the changes often required when transposing EU
directives into UK law that the work has been likened, in an IP case, to ‘a sculptor
crafting a cat out of a dog’[P] It should be noted that neither of these approaches
hinders the capacity of the UK Parliament to pass direct, primary legislation to
comply with EU obligations.

Whilst the entire ECA 1972 and EU directive transposition system has been
criticised as being ‘untidy, confusing ... risky’, ‘dangerous’, and an ‘erosion of the
constitution of the United Kingdom’, it is the primary method by which EU direct-
ives become domestic lawﬁ [t was not always thus. When s 2(2) was first passed, it
was not intended to be as widely used as it is presentlyﬁ Rather, it was originally
intended for ‘consequential amendments of small, minor and insignificant kind’@

Instead, it is now considered a sui generis provision of wider effect[”] and has been

ECA 1972, ss 2(2),2(4).

Oakley v Animal [2005] EWHC 210 (Ch) [26]-]27] (Prescott QC). The decision of Prescott QC
was later overturned by the Court of Appeal: Oakley v Animal [2005] EWCA Civ 1191.

Oakley (HC) (n}42) [39] (Prescott QC).

Oakley (HC) (n}42) [40], [102] (Prescott QC).

Martin Howe, ‘Oakley v Animal Ltd: designs create a constitutional mess’ [2006] EIPR 192, 194.
HC Deb 13 June 1972, vol 838, 1313 (Sir Geoffrey Howe, Solicitor General).

Oakley (CA) (n [19] (Waller LJ). The Court of Appeal decision has been again approved of
by the Supreme Court in The United States of America v Nolan [2015] UKSC 63, [2016] AC 463
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subject to detailed recent consideration in the Miller Brexit litigation@

1.2.5 Interpretation

When considering EU law’s domestic impact, the Court of Justice of the Furopean
Union (CJEU) is the superior and final court of the European Union[*’| The CJEU’s
judgments have direct effect in the UK as final decisions on points of EU lawﬂ
The CJEU’s decisions are supreme over conflicting domestic authority within EU
areas of competenceﬂ with some limitations.@ Where it is unclear as to how an
EU legislative document ought to be interpreted, UK courts may — or, in some
circumstances, must — request a decision from the CJEU, which would then be
binding upon the domestic Courtﬁ Such a referral is required unless the domestic
court ‘reaches the conclusion that the answer is “so obvious as to leave no scope
for any reasonable doubt as to the manner in which the question raised is to be
resolved”’ ]

When the CJEU considers EU law, it applies a number of interpretive maxims.

[53]-[75] (Lord Mance).

R (Miller) & Ors v Secretary of State for Exiting the European Union (n .
Arts 17(1), 19(3) ITEUL

ECA 1972, ss 3(1), 3(2).

Case C—6/64 (EU:C:1964:34) Flaminio Costa v ENEL [1964] ECR 1-585, p 593; Opinion 2/13
(n [22) [173]; Case C-28/12 (EU:C:2015:282) European Commission v Council of the European
Union ( CJEU), para 80.

‘The British Parliament ... (b)eing sovereign, it cannot abandon its sovereignty...”: Thoburn v
Sunderland City Council [2002] EWHC 195 (Admin), [2003] QB 151 (Thoburn) [57]-[59] (Laws
LJ).

Art 267 [TFEU,

R v Secretary of State for Transport (HS2) [2014] UKSC 3 [127] (Lord Sumption JSC) citing
Case C-283/81 (EU:C:1982:335) Srl CILFIT and Lanificio di Gavardo SpA v Ministry of Health
(ECJ, 1982). Re-approved in PMS International Group Plc v Magmatic Ltd [2016] UKSC 12, [2016]
Bus LR 371 [28] (Lord Neuberger).
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In the Sociedad General de Autores y Editores de Espand’| (SGAE) decision these

maxims were summarised:

According to settled case law, in interpreting a provision of Community
law it is necessary to consider not only its wording, but also the context
in which it occurs and the objectives pursued by the rules of which it is

part. ..

Tracing the origins of the case law cited in SGAEPY leads back to two cases.
First, in C-337/82 St Nikolaus Brennerei und Likérfabrik v Hauptzollamt Krefeldﬂ

the Court stated:

In view of the problems raised by the interpretation of Article 46 of the
Treaty, it is necessary in order to determine the scope of that provision,

to consider its wording, its context and its aims.

Second, in C-292/82 Merck v Hauptzollamt Hamburg—Jonasﬂ it was stated:

... However, as the Court has emphasized in previous decisions, in in-
terpreting a provision of community law it is necessary to consider not
only its wording but also the context in which it occurs and the objects

of the rules of which it is a part.

In essence, this aspect of interpretation has not shifted for some thirty years. As

was summarised by Arnold J in SAS{Y

Case C-306/05 (EU:C:2006:764) Sociedad General de Autores y Editores de Espana v Rafael
Hoteles SA [2006] ECR I-11519 [34].

Case C-156/98 (EU:C:2000:467) Germany v Commission of the FEuropean Communities [2000]
ECR I-6857 [50]; Case C-53/05 (EU:C:2006:448) Commission of the European Communities v
Portugal [2006] ECR 1-6215 [20].

Case C-337/82 (EU:C:1984:69) St Nikolaus Brennerei und Likorfabrik v Hauptzollamt Krefeld
[1984] ECR I-1051 [10].

Case C-292/82 (EU:C:1983:335) Merck v Hauptzollamt Hamburg-Jonas [1983] ECR 3781 [12].

SAS Institute Inc v World Programming Ltd [2010] EWHC 1829 (Ch), [2011] RPC 1 (SAS (HC))
[166] (Arnold J).
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As is well known, in applying this rule the ECJ routinely refers to the
recitals of the measure as well as its operative provisions and frequently
refers to pre-legislative materials such as the Explanatory Memoranda

which accompany the Commission’s legislative proposals.

And this remains the position: R v Secretary of State for Transport (HS2 )m
Furthermore, EU law must be construed in line with the EU’s international oblig-
ations. As expressed in SGAFE, when interpreting the Information Society Directive
(art 3(1)) in line with the WIPO Copyright Directive (WCT) (art 8), the CJEU
noted at [35]:
Moreover, Community legislation must, so far as possible, be interpreted
in a manner that is consistent with international law, in particular where

its provisions are intended specifically to give effect to an international

agreement concluded by the Community

This has been applied domestically in FCB v Tixdaqﬂ citing Hermes Interna-
tional v FHT Marketing[? and in the EUJ|

Finally, in contemplating the proper interpretation of EU law, it is important
to remember that unless there is express reference to national law, the strong pre-
sumption in any directive is that the words used have an autonomous, uniform
EU-based meaning. It is largely by this process that harmonisation is realised. This

is addressed below.

HS2 (n .

England and Wales Cricket Board & Anor v Tizdag Ltd & Anor [2016] EWHC 575 (Ch) [57].

Case C-53/96 (EU:C:1998:292) Hermeés International v FHT Marketing Choice BV [1998] ECR
1-3603 (Hermes) [28].

Case C-265/16 (EU:C:2017:913) VCAST Ltd v RTI SpA (CJEU, 2017).
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1.2.6 Effectiveness and national procedural autonomy

There are overarching EU principles of effectiveness and national procedural autonomy.
The enforcement of private EU law rights is a shared competence between Member
States and the EU: practical aspects will take place in Member States, but always
subject to the CJEU’s powers, particularly regarding the interpretation of the un-
derlying rights. This ‘decentralised’ enforcement leaves it ‘up to the national judge
to ensure that the individual rights are provided effective judicial protection’.@

Giving effect to EU law is a core tenet of the Treaties, both under the TEU:

Article 19 ... Member States shall provide remedies sufficient to ensure

effective legal protection in the fields covered by Union law.

and the CFR:

Article 47
Right to an effective remedy and to a fair trial

Everyone whose rights and freedoms guaranteed by the law of the Union
are violated has the right to an effective remedy before a tribunal in

compliance with the conditions laid down in this Article.

In general, Member States are afforded ‘national procedural autonomy’ﬁ it is a
matter for Member States to decide the procedures and methods by which EU law
rights are to be enforced. However, such ‘autonomy’ is constrained by the principles

of effective judicial protection, equivalence, effectiveness, and full effect@ These

Johanna Engstrom, ‘The Europeanization of Remedies and Procedures - The Principle of Effective
Judicial Protection in the Swedish Judicial Habitat’ (2011) 23(2) European Review of Public Law
576.

Though this term is sometimes called a ‘presumption of National Competence’ or National ‘pro-
cedural competence’ by different authors.

Engstrom (n 578.
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principles have evolved over time, but the current approach to EU law rights before
national courts is perhaps best summarised by Craig and de Bﬁrca:ﬂ
. (N)ational courts must strike an appropriate, proportionality-based,
case-by-case balancing between the requirement of effective judicial pro-
tection for EU law rights and the application of legitimate national pro-
cedural and remedial rules. In deciding whether a national rule of prin-
ciple could undermine the exercise of an EU law right, national courts
must weigh the requirements of effectiveness and equivalence in light

of the aim and function of the national rule, bearing in mind also the

importance and objective of the EU right in question.

In the context of copyright enforcement, IPRED and other directives specify
remedies and procedures that must be available. It is incumbent upon Member
States to provide those remedies and procedures, yet this ‘sectoral legislationﬁ
still imports these overarching EU obligations for construction, interpretation, and

autonomous meaning.

1.2.7 Single autonomous meaning

In Directives, particularly those designed to harmonise the law of Member States,
there is a strong presumption that terms and expressions bear a uniform EU mean-
ing. The CJEU has indicated that the presumption is only displaced if the provision

makes ‘express reference to the law of the Member States’ [

Paul Craig and Grainne de Biirca, EU Law: Text, Cases, and Materials (6th edn, Oxford University
Press 2015) 239.

Paul Craig and Grédinne de Birca, EU Law: Text, Cases, and Materials (5th edn, Oxford University
Press 2011) 218.

See: SGAE, below.
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In FAPL v QC Leisure & Ord"| (FAPL (CJEU)), regarding the proper inter-
pretation of ‘communication to the public’ in Art 3 of InfoSoc and the use of the

same expression in 92/100:

... given the requirements of unity of the European Union legal order
and its coherence, the concepts used by that body of directives must
have the same meaning, unless the European Union legislature has, in a

specific legislative context, expressed a different intention.

Further, in SGAF [31]:

... the need for uniform application of Community law and the principle
of equality require that where the provisions of Community law make no
express reference to the law of the Member States for the purpose of de-
termining their meaning and scope, as is the case with Directive 2001 /29,
they must normally be given an autonomous and uniform interpretation

throughout the Community. . .

While in Infopaqﬂ the CJEU considered that ‘... according to settled case-law,
the provisions of a Directive which derogate from a general principle established by
that Directive must be interpreted strictly ...’ Yiadom went on to identify that
the purpose of applying such autonomous meanings is to further the principle of
equality and meet the need for uniform application of rules.m

The SGAE wording[™| has become a standard paragraph in many subsequent

CJEU judgments, although the citations have been updated over time. There are

Case C-403/08 (EU:C:2011:631) Football Association Premier League Ltd and others v QC Leisure
and others [2011] ECR I-9083 (FAPL v QC (CJEU)) [188].

Case C-5/08 (EU:C:2009:465) Infopaq International v Danske Dagblades Forening [2009] ECR I-
6569 [56].

Case C-357/98 (EU:C:2000:604) R v Secretary of State for the Home Department Ex p Yiadom
2000 ECR T 9265 [26).

SGAE (n55) [31].
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numerous examples of EU provisions which do make an express reference to the law
of Member States and thereby fall within the exception. By way of example, the
Landfill Directive, the Cultural Objects Directive, and the Insolvency Regulation all
contain such clauses[™

In short, in harmonising directives particularly, unless there is some reference
to the law of a Member State, it is more likely than not that its words will bear
an autonomous, pan-EU meaning. Such a meaning supports consistency of legal
application across the EU. In harmonising directives, it would be inconsistent if
that the same instrument could be construed differently in each of France, Croatia,
and the United Kingdom, as that would undermine the purpose of attempting to

harmonise rules.

1.3 International treaties

The final level of regulation to be discussed on a bottom-up review is that of inter-
national treaties. Transnational treaties become domestically effective in three ways:
by transposition, executive action, or interpretive obligation. The first method —
transposition — can either come directly by parliamentary action (such as legis-
lation), or via incorporation into EU legislation, which then flows to domestic law

in the manner set out above. The second method — executive action — relates

Council Directive 1999/31/EC of 26 April 1999 on the landfill of waste [1999] OJ L182/1 (Landfill
Directive) art 2(1) ‘the natural or legal person responsible for a landfill in accordance with the
internal legislation of the Member State...”. See further: Directive 2014/60/EU on the return of cul-
tural objects unlawfully removed from the territory of a Member State [2014] OJ L159/1 (Objects
Directive) art 2(1); Directive 2002/22/EC on universal service and users’ rights relating to elec-
tronic communications networks and services [2002] OJ L108/51 (Universal Service Directive) art 3;
and Council Regulation (EC) No 1346/2000 on insolvency proceedings, as updated by 663/2014.
[2000] OJ L160/1 (Insolvency Regulation) and considered in Case C-341/04 (EU:C:2006:281) Re:
Eurofood IFSC [2006] ECR 1-3813 [31], [54].
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to executive government taking into account the obligation in some mannelm in
its decision-making or procedure. The third method — interpretation — has two
strands. The first strand is interpretation as between states. This is normally guided
by the provisions of the Vienna Convention (Vienna). In particular, art 31 of Vienna
requires:

A treaty shall be interpreted in good faith in accordance with the ordin-

ary meaning to be given to the terms of the treaty in their context and

in the light of its object and purpose.

However, save in the Mixed Case situation outlined below, these international
treaties do not take direct effect in UK law. Rather, when their obligations are
transposed, those treaties provide a foundation of interpretation. In The Jade, Lord
Diplock stated{”|

If there be any difference between the language of the statutory provision
and that of the corresponding provision of the Convention, the statutory
language should be construed in the same sense as that of the Conven-
tion if the words of the statute are reasonably capable of bearing that

meaning.

In essence, statutes giving effect to international agreements should be construed in

line with such international conventionsm The obligation in The Jade, however, is

See eg Minister of State for Immigration & Ethnic Affairs v Ah Hin Teoh [1995] HCA 20 (Teoh)
(legitimate expectation) considered in ZH (Tanzania (FC) v Secretary of State for the Home De-
partment [2011] UKSC 4 [26] and again in R (on the application of SG and others (previously
JS and others)) v Secertary of State for Work and Pensions [2015] UKSC 16 [244]-[245]. See
also Geoffrey Care, ‘The Judiciary, the State, and the Refugee: The Evolution of Judicial Pro-
tection in Asylum - A U.K. Perspective’ (2004) 28 Fordham International Law Journal 1421 and
David Dyzenhaus, Murray Hunt, and Michael Taggart, ‘The Principle of Legality in Administrat-
ive Law: Internationalisation as Constitutionalisation’ (2001) 1 Oxford University Commonwealth
Law Journal 5.

Owners of Cargo Lately Laden on Board the MV Erkowit v Owners of the Eschersheim (The
Eschersheim, the Jade and the Erkowit) [1972] 1 WLR 430 (HL) (The Jade) 436.

Salomon v Commissioners of Customs and Ezcise [1967] 2 QB 116 (HC).
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substantially weaker than the obligation in Marleasmg,@ and it is deeply secondary
when compared to the effectively direct obligations upon the United Kingdom under

the EU Treaties and the ECA 1972. As set out by Lord Hoffmann in R v Lyons{™|

27 ... it is firmly established that international treaties do not form part
of English law and that English courts have no jurisdiction to interpret
or apply them... English courts will not (unless the statute expressly so
provides) be bound to give effect to interpretations of the treaty by an
international court, even though the United Kingdom is bound by inter-
national law to do so. Of course there is a strong presumption in favour
of interpreting English law (whether common law or statute) in a way
which does not place the United Kingdom in breach of an international
obligation. ... (but) If Parliament has plainly laid down the law, it is the
duty of the courts to apply it, whether that would involve the Crown in

breach of an international treaty or not.

International law provides obligations which the UK voluntarily enters in to.
That the UK should comply with those obligations is, as Lord Hoffmann says, a
matter for Parliament. Insofar as Parliament has not attempted to detract from those
obligations, courts must do what they can to construe domestic law consistently with

those obligations.

1.3.1 Specific agreements and interpretation

From the international perspective, this thesis will consider twelve treaties which

establish ‘floors” which Member States to those treaties must provide: the Berne

SAS (HC) [164].

R v Lyons (Isidore Jack) [2002] UKHL 44, [2002] 1 AC 976, 27-28 as applied in the High Court art
50 Brexit decision: R (Miller) & Ors v Secretary of State for Exiting the European Union [2016]
EWHC 2768 (Admin).
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Convention Y] the Rome ConventionfT] the Phonograms Convention | the UCC?
the Brussels Convention@ TRIPSE the WCTE WPPT@ the Cybercrime Con-
vention ] BTAPFY] ACTA Yl and the Marrakesh Treatyl] Like domestic law, such
international agreements are subject to ambiguity and disagreement. This includes
disputes regarding the scope of enforcement obligations they require of their Member
States. In considering these specific agreements, it is necessary to note the interna-
tional fora in which one can seek a binding interpretation of those treaties.

First, each of the Berne Convention [’ the Rome Convention™| the UCC ] and
the Cybercrime Convention| expressly imbue the International Court of Justice

(ICJ) with jurisdiction over disputes as to application and interpretation. However,

Berne Convention for the Protection of Literary and Artistic Works 1886 (Paris Act 1979) (Berne).

International Convention for the Protection of Performers, Producers of Phonograms and Broad-
casting Organisations 1961 (Rome Convention).

Convention for the Protection of Producers of Phonograms Against Unauthorized Duplication of
Their Phonograms 866 UNTS 67 (Phonograms Convention).

Universal Copyright Convention as revised on 24 July 1971 943 UNTS 178 (UCC).

Convention Relating to the Distribution of Programme-Carrying Signals Transmitted by Satellite
1974 1144 UNTS 3 (Brussels Convention (Satellites)).

TRIPs (n .

WIPO Copyright Treaty (1997) 36 ILM 65 (WCT).

WIPO Performances and Phonograms Treaty (1997) 36 ILM 76 (WPPT).
COE Convention on Cybercrime 1144 ETS 185 (Cybercrime Convention).
WIPO Beijing Treaty on Audiovisual Performance (BTAP).
Anti-Counterfeiting Trade Agreement (ACTA).

WIPO Marrakesh Treaty to Facilitate Access to Published Works for Persons Who Are Blind,
Visually Impaired or Otherwise Print Disabled [2013] (Marrakesh VIP Treaty).

Bernel 33(1), 33(2) whereby art 33(2) provides for an opt-out by member states.
Rome Convention), art 30.
UCC] art XV.

Cybercrime Convention, art 45 by agreement.
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no state has ever used this process. Given the ICJ’s lack of formal enforcement
processes for its judgments, that is not unexpected.@ The other conventions —
Phonograms, Brussels, the WCT, the WPPT, and BTAP@— do not provide express
dispute provisions. However, signatories to those treaties may be subject to the
compulsory jurisdiction of the ICJ @ or could utilise consent referral processeﬂ to
that body. Again, no state has done this. Similarly, ACTA neither expressly grants
the ICJ with jurisdiction, nor codifies its own full dispute-management processes.
Instead, it establishes its own confidential ‘consultation’ process for disputes between
members. However, given the confidential nature of such consultations, this process
is unlikely to assist in providing guidance to third parties@

Second, the only international agreement to have had any decisions under its
own processes has been TRIPSFEI yet, few judgments of relevance to copyright
enforcement have been issued. Whilst these cases will be referred to in the course of
this thesis, dispute panel judgments have been surprisingly rare: from 1 January 1995
to 1 January 2010, 402 disputes were filed as WTO disputes, of which 27 (6.7%)
related (or referred) to TRIPs, often conjointly with disputes as to infractions of
other WTO agreements. Of those 27, only 9 (33%) went beyond the consultation

process to be heard before a panel. Parties may then appeal a panel decision, of

Helen A Christakos, ‘WTO Panel Report on Section 110(5) of the U.S. Copyright Act’ (2002) 17
Berkeley Technology Law Journal 595.

Though it is yet to come in to force at the date of writing.

Where both parties have accepted the compulsory jurisdiction of the ICJ: Statute of the Interna-
tional Court of Justice, Chapter II.

ICJ Statute, Chapter II.
ACTA| art 38.

Pursuant to the WTO’s Dispute Settlement Understanding (DSU): Annexe 2 to the WTO Agree-
ment; Joost Pauwelyn, ‘The Dog That Barked But Didn’t Bite: 15 Years of Intellectual Property
Disputes at the WTO’ (2010) 1(2) Journal of International Dispute Settlement 389.
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which only 3 (33%) did so by 2010. The number of filed cases under TRIPs has
tended to decrease over time, although the EU has (and/or its Member States have)
been among most frequent defendant(s) named in proceedings.

Following from Paulwelyn’s 2010 figures, up until 5 September 2018, 173 further
WTO complaints had been issued, of which 12 relate to TRIPs:

1. five relate to Australia’s plain packaging lawsm
2. two relate to interception of generic pharmaceuticals within the EU@
3. three relate to disagreements between Qatar and its neighbours{’]

4. two relate to disputes against China (by the US and EU) regarding technology-

transfer and foreign ownership restrictions on intellectual property rightsFEl

One complaint (WT/DS434 (Ukraine)) collapsed. This dispute had a panel composed, but suspen-
ded as of 28 May 2015 at the parties’ request to ‘find a mutually agreed solution’. The panel had
its jurisdiction lapse on 30 May 2016 when its work had not been resumed following this suspen-
sion. The further disputes went to a panel decision. Four were dismissed following a series of panel
reports, published as a single report: WTO, Australia - Certain Measures Concerning Trademarks,
Geographical Indications and Other Plain Packaging Requirements Applicable to Tobacco Products
and Packaging — Report of the Panels (WTO Dispute Resolution Panel Decision) WT/DS435/R
WT/DS441/R WT/DS458/R WT/DS467/R (2018) (Australia Plain Packaging WTO Joint Panel
Decision). The report deals with WT/DS435 (Honduras), WT/DS441 (Dominican Republic),
WT/DS458 (Cuba), and WT/DS467 (Indonesia). The panel report was circulated on 28 June
2018. Honduras (WT/DS435) and the Dominican Republic (WT/DS441) have each appealed. The
report was adopted in relation to the Cuban (WT/DS458), and Indonesian (WT/DS467) disputes
by the WTO Dispute Settlement Body at its meeting on 27 August 2018.

WT/DS408 (India) and WT/DS409 (Brazil): both remain in consultation.

WT/DS526 (UAE) (panel established but not composed), WT/DS527 (Bahrain) (in consulta-
tion), and WT/DS528 (Kingdom of Saudi Arabia) (in consultation): each essentially challenging
the economic blockade on Qatar. In relation to TRIPs, the challenges reference prohibitions and
restrictions on displaying and accessing television content over which Qatari nationals hold copy-
rights.

WT/DS542 (USA v China) regarding technology transfer and the exploitation of patent holder
rights. Similarly, WT/DS549 (EU v China) on contractual rights, exploitation of patent rights,
and national treatment of foreign right-holders.
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Of those, the only cases that have lead to a decision of the dispute body have
been the Australian plain packaging cases, which do not substantively engage with
issues of TRIPs’ enforcement provisions//"

Third, bilateral investment treaty (BIT) arbitrations in relation to IP rights
have been increasingly used. This is a developing avenue for examining interna-
tional IP-related treaty interpretation and enforcement. Philip Morris, the cigarette
manufacturer, has been active in using such BIT Challenges.m It has made two
recent attempts.

In one attempt, Philip Morris attacked tobacco plain packaging laws in Australia.
In 2011, the Australian Federal Parliament passed legislation which requires, in ef-
fect, plain packaging for cigarette packs@ There were three key challenges to that
legislation: domestic, WTO, and investment treaty arbitration, in part challenging
the impact on trade marks. The domestic litigation failed@ The WTO litigation
has failed, but has been appealedm Phillip Morris Asia Ltd also commenced pro-

ceedings against Australiam under the Australia-Hong Kong Bilateral Investment

Australia Plain Packaging WTO Joint Panel Decision|.

The below marks only Bilateral-Investment Treaty challenges. It has also made attempts in other
fora, including the CJEU: Case C-547/14 (EU:C:2016:325) Philip Morris v UK (CJEU) (CJEU,
2016) and domestically, for example: R (on the application of Philip Morris Brands Sarl) v Secretary
of State for Health (Plain Packaging) (HC) [2016] EWHC 1169 (Admin); R (on the application of
Philip Morris Brands Sarl) v Secretary of State for Health (Plain Packaging) (CA) [2016] EWCA
Civ 1182.

Tobacco Plain Packaging Act (Cth) 2011.
JT International v Commonwealth of Australia [2012] HCA 43, (2012) 250 CLR 1.
The disputes cited above.

Philip Morris Asia Ltd, ‘Press Release: Philip Morris Asia Files Lawsuit Against the Australian
Government Over Plain Packaging’ (21 November 2011) (http://www.pmi.com/eng/media_center/
press_releases/documents/20111121 _australia_plain_packaging lawsuit.pdf).
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Treaty@ citing, amongst other reasons, the inhibition on Philip Morris’s trade mark
use as having diminished the value of its Australian investments, and an allegation
that Australia had failed to comply with TRIPS.IEI Those proceedings failed for
want of jurisdiction.@ The proceedings used the UN’s Arbitration Rules, which
require the giving of reasons unless expressly agreed between the parties otherwise.

Second, in 2010, Philip Morris filed a request for arbitration against Uruguay
with the International Centre for Settlement of Investment Disputes (ICSID) un-
der the Switzerland-Uruguay Bilateral Investment Treaty 1988. This related to, in
essence, limits and rules placed upon displays of cigarette branding — thereby, it was
argued, inhibiting the trade marks. Philip Morris cited these deprivations as being
expropriations and/or a failure to provide fair and equitable treatment. In a decision
rendered in July 2016, Philip Morris lost. Though the award is lengthy, the award
largely identified a wide margin of appreciation being granted to legislatures when
making public health ordinances. However, there was substantive consideration of
different international measures, including TRIPs, although the decision considered
its ‘applicability to the present dispute ... questionable’.m

The binding effect of such a private arbitration (beyond the parties to it) is

limited. Interpretive guidance from such decisions is therefore not authoritative,

Agreement between the Government of Hong Kong and the Government of Australia for the
Promotion and Protection of Investments, 1748 UNTS 385 (AU-HK BIT).

Tania Voon and Andrew Mitchell, ‘Time to Quit? Assessing International Investment Claims
against Plain Tobacco Packaging in Australia’ (2011) 14(3) Journal of International Economic
Law 515.

Philip Morris Asia Limited (Hong Kong) v The Commonwealth of Australia Permanent Court of
Arbitration (Case No. 2012-12) (2015) .

Philip Morris Brand Sarl (Switzerland), Philip Morris Products SA (Switzerland) and Abal
Hermanos SA (Uruguay) v Oriental Republic of Uruguay International Centre for Settlement of
Investment Disputes (Case No. ARB/10/7) (2016) , 261-262. However, this was on the basis of
Switzerland not being a TRIPs party.
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even when such decisions or awards and their reasons are made public.m Therefore,
the BIT approach is unlikely to be of longer-term assistance in determining the scope
of global obligations because such awards do not provide binding interpretations of
the law at large, in contrast to traditional court judgments.

Despite there being multiple fora in which IP treaties could be considered, the
international treaties have only been authoritatively interpreted by WTO Panel
decisions, and once in a published decision from a BIT arbitrationm They have
also been tangentially considered by domestic and EU courts, thereby binding those
domestic and EU member states alone (and leaving open the potential for inconsist-
encies between EU interpretations and those of treaty partners).m It is therefore
reasonable to conclude that such domestic and EU interpretation is the most active
interpretation any of these treaties are likely to receive. None of the non-WTO IP
treaties have been construed authoritatively by judicial (or quasi-judicial) authority
outside of EU or national courts in a period of 130 years, whilst the relevant en-
forcement provisions of TRIPs have only been considered in less than a handful of

cases in the past 20 years.

1.3.2 Bilateral and other agreements

Whilst this thesis deals with the overwhelming majority of the UK’s principal copy-

right enforcement obligations, it should be noted that it does not deal with all

Philip Morris v Australia (Arbitration) (n ; Philip Morris v Uruguay (Arbitration) (n .

‘Authoritatively’ in the sense of being interpreted by the appropriate body under the instrument
itself.

From an EU level, see eg Case C—414/11 (EU:C:2013:520) Daiichi Sankyo Co Ltd & Sanofi-Aventis
Deutschland GmbH v Demos Anonimos Viomikhaniki kai Emporiki Etairia Farmakon (CJEU,
2011).

26



119

120

1.4 Mixed cases

possible agreements which impact copyright, as the BIT investment disputes men-
tioned above foreshadowm In particular, this thesis does not deal with bilateral
trade agreements. However, the overwhelming majority of enforcement and protec-
tion obligations are those expressed in the treaties which are being considered, and

which will be focused upon.

1.4 Mixed cases

When considering EU Transposition (above) it was noted that certain foundational
EU documents have been given special status under the domestic ECA 1972. It
did this by defining them as ‘EU Treaties’, thus giving them direct effect. Some
agreements beyond such significant foundational documents have also been declared
‘EU Treaties’. For example, in SAS, Arnold J found that TRIPs and the WCT had
each been declared an ‘EU Treaty’ pursuant to s1(3) of the ECA 1972@ and had an

There are many others, such as: the UK (and other states) may not claim immunity in copyright
cases: (See eg COE European Convention on State Immunity (Basel 16 May 1972) CETS 74, art
8(c) and though as yet not in force: United Nations Convention on Jurisdictional Immunities of
States and Their Property (New York) [2004], art 14). Copyright legislation may not create an
‘unreasonable or discriminatory barrier to access by persons with disabilities to cultural materi-
als’ (see eg United Nations Convention on the Rights of Persons with Disabilities (New York, 13
December 2006) 2515 UNTS 44910, art 30.3). National treatment obligations of protection extend
to stateless persons in that person’s country of habitual residence (see: United Nations Convention
relating to the Status of Stateless Persons (New York, 28 September 1954) 360 UNTS 5158, art 14).
There may be other border protection measures, or restraints on dealing with copyrighted works:
(see United Nations International Convention on the Harmonization of Frontier Controls of Goods
(1 February 1984) 1409 UNTS 23583, Chapter IV and UNESCO Convention on the Means of Pro-
hibiting and Preventing the Illicit Import, Export and Transfer of Ownership of Cultural Property
1970 823 UNTS 11806). European agreements relating to the protection of broadcasts and the pro-
tocols thereto may apply (see eg European Agreement on the Protection of Television Broadcasts
(Strasbourg, 1960) and Additional Protocols (1965, 1974, 1983, 1989) CETS 34 combined with the
COE European Convention Relating to Questions on Copyright Law and Neighbouring Rights in
the Framework of Trans-frontier Broadcasting by Satellite (Strasbourg, 1994) CETS 153.

European Communities (Definition of Treaties)(The Agreement Establishing the World Trade Or-
ganisation) Order 1995, SI 1995/265; and European Communities (Definition of Treaties)(WIPO
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effect pursuant to s2(1) of the ECA 1972. The ramifications of these declarations have
not been fully considered in the academic literature, and have not been considered
in some other decisions[”Y] but are of importance when considering the framework
of intellectual property protection in the UK@

What was previously an obligation to construe certain legislation in line with
international treaties (per The Jade) has become, on one view, an obligation to
give further domestic effect to certain obligations, and arguably, certain cascading
obligations in different treaties. For example, the WCT provides at art 1(4):

Contracting Parties shall comply with Articles 1 to 21 and the Appendix

of the Berne Convention.

Similarly, TRIPs provides at Article 2(1):

In respect of Parts II, IIT and IV of this Agreement, Members shall com-
ply with Articles 1 through 12, and Article 19, of the Paris Convention
(1967).

By declaring the WCT and the TRIPs agreements each as an ‘EU Treaty’, the
UK now faces a series of obligations from those instruments and the cascading
instruments they import. This must, at a minimum, be considered as more strongly
influential than they were prior to such a declaration. Given that a declaration under
the ECA 1972 as an ‘EU Treaty’ is the same way in which the core EU obligations

are imposed on the UK — such as the TEU and TFEU themselves — the effect

Copyright Treaty and WIPO Performances and Phonograms Treaty) Order 2005, ST 2005/3431.

See eg Newspaper Licensing Agency Ltd v Meltwater Holding BV [2010) EWHC 3099 (Ch) [119]
(Proudman J)

The absence of action on this issue is referred to in judgments, see Tizdag (n D [51] (Arnold J).
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which TRIPs and the WCT have domestically, on first principles, would seemingly
be pari passu to such obligations.

In the decision of Pozzoli[”?] Jacob LJ considered that such a scheduling as an ‘EU
Treaty’” would mean (in that case, TRIPs) that it ‘falls to be construed as it would
be construed by the ECJ. That involves a purposive and teleological rather than
literalist approach’FEl Though the point was resolved on different grounds, Pozzoli
indicates how TRIPs needs to be read for the purposes of domestic law. However,
that does not engage with how the scheduling of these international agreements
as EU treaties ought to bear upon domestic law. Is it to be some form of direct
effect? Is it to be a Marleasing-style obligation? Is it to be something in between?
It is submitted that the answer must be something less than express, direct effect
but some equivalent or greater obligation than Marleasz’ngm True divergence and
incompatibility between a TRIPs provision and a domestic act — such as the CDPA
— would raise substantial domestic problems.

Both EU law and international law will have an overlapping influence on the
interpretation of domestic legislation. As a result of the declarations of certain in-
struments as ‘EU Treat(ies)” under the ECA 1972, these ordinary principles are
hybridised. International agreements have either become domestic law or something
close to it, otherwise than by transposition. This means that any interpretation of

points which vary between the ‘imported’ international treaties —- such as the WCT

Pozzoli Spa v BDMO SA & Anor [2007] EWCA Civ 588.
Pozzoli (n|123) [4].

The international instruments themselves are not readily capable of direct application. Yet, the
ECA (with the ST declarations) has an effect. Hence, there is support for such ‘EU Treaty’ level
documents to be given at least the same, but more likely greater, interpretive weight than Direct-
ives.
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and TRIPS — and domestic law (such as the CDPA) would need to be examined

closely.

1.5 Conclusion

England has, by Parliamentary, judicial, and executive action, deeply embedded in
its law a series of obligations to construe laws and rights consistently with EU and
international instruments and action. Those sources have complicated interactions,
whether by The Jade, Marleasing, or hybrid interpretive interplay. These layered
obligations create a framework of copyright regulation which requires substantial
changes in the approach of domestic courts. As will be seen in future chapters, this
change has been applied unevenly. As a result of this framework, when construing

copyright remedies under statute, a court technically must:

1. Construe the CDPA (or other instrument founding a remedy) in line with
prior judgments, subject to rules of precedent and understood by applying
common law reasoning, methodologies, and principles, combined with domestic

statutory interpretation rules;

2. Construe the domestic law in line with EU directives, particularly ‘as to the

result to be achieved’ by that directive, pursuant to Marleasing principles;

3. Construe EU instruments in context and as to the objectives pursued by the

instrument, per SGAFE;

4. Consider CJEU case law in relation to those EU obligations, and how that

ultimately impacts domestic constructions;
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1.5 Conclusion

10.

11.

12.

Construe domestic obligations in line with any other international obligations,
such treaties being understood ‘in their context and in light of its object and
purpose’, and causing domestic instruments to be construed in such a manner

when possible, per The Jade;

Construe EU law in line with international obligations where the EU is a

member of such an international agreement and has legislated;

Consider international body case law, whether by WTO Dispute Panel judg-
ment or, one day, ICJ judgments in relation to IP provisions in such interna-

tional agreements;
Consider any binding arbitral decisions and their interpretation of obligations;

Use the provisions of the Vienna Convention as a guide to interpretation of

the international instruments;

Be cognisant that an overlap of language in such purposes is not an overlap
of meaning, given different ‘objectives’, ‘purposes’, ‘contexts’, or ‘results’ for

each instrument (discussed further in the next chapter);

Be cognisant of mixed and hybridised cases (eg TRIPs), the proper interpretive
handling of which is less certain. These instruments do not fall neatly or fully

under The Jade nor Marleasing rules;

Balance such constructions in light of the strong duty to construe such instru-
ments in line with the HRA 1998, and fundamental rights otherwise provided

and protected by the CFR and ECHR as ‘general principles’ of EU law; and
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13. Consider national procedural autonomy and EU principles of ‘effectiveness’,
when granting remedies for rights which are provided for in EU law instru-

ments.

In summary, the foregoing framework establishes that courts face a heavy in-
terpretive burden in IP cases before they are called upon to apply that law to the
facts. This complicates the application of copyright law. By the time a remedy is
considered, a court has already interpreted the framework in relation to, at least,
provisions relating to the right itself, the requirements to judge infringement, and
the procedural steps involved in adjudicating that infringement. This is not to sug-
gest this is what courts actually do in every case, but it is what is required of them.
That is particularly so when interpretation is required or disputed, or should a new
approach to a remedy be argued, as the law can be unclear@ The next chapter
considers how additional contextual information, generic obligations, and a false

alignment of language contribute to this complexity.

Cartier International AG v British Sky Broadcasting Ltd [2018] UKSC 28.
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The protection and enforcement of intellectual prop-
erty rights should contribute to the promotion of
technological innovation and to the transfer and dis-
semination of technology, to the mutual advantage of
producers and users of technological knowledge and
in a manner conducive to social and economic wel-

fare, and to a balance of rights and obligations.

— TRIPs, Article 7
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2.1 Introduction

Having established the framework of copyright regulation in the previous chapter,
this chapter introduces specific transnational obligations in respect of copyright
enforcement. This will be in three parts. First, the relevant international and EU
instruments will be introduced and their self-expressed rationales, as stated in the
preambles and recitals, explored. Second, this chapter will identify and consider the
specific, but ‘generic’, common obligations relating to enforcement procedures and
remedies that are set out in these instruments; that is, where the obligation is in
an active article or section of the instrument, in contrast to being in a preamble
or recital. In particular, the evolving use of common terms across the transnational
instruments will be considered. Third, this chapter will consider the effect these self-
expressed rationales and generic obligations have on the complexity and codification
of the law pertaining to copyright infringement remedies. Ultimately, this chapter
highlights the complexity and difficulty of applying a proper, layered interpretation
of the law under the framework set out in Chapter One.

This chapter considers the twelve international instruments set out in Chapter
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One, together with eight EU instruments{[| the Satellites Directive ] Database Dir-
ectivel] InfoSoc Directive[l] Customs IP Regulation[’] the Enforcement Directive[]

Rental Directive[]] the Term Directive] and the Software Directive[]

2.2 Contexts, objectives, and purposes

As explained in the Chapter One, the Vienna Convention requires that international
agreements must be construed: ‘in good faith in accordance with the ordinary mean-
ing to be given to the terms of the treaty in their context and in the light of its
object and purpose’, whilst the CJEU explained in S GAEH that ‘... in interpreting
a provision of Community law it is necessary to consider not only its wording, but

also the context in which it occurs and the objectives pursued by the rules of which

At time of writing, the proposed directive on Copyright in the Digital Single Market
(2016/0280(COD)) was in trilogue. It has been subject to repeated and extensive changes, is
not yet law, and is not dealt with here. It is dealt with in Chapter Eight.

Directive 93/83/EEC on the coordination of certain rules concerning copyright and rights re-
lated to copyright applicable to satellite broadcasting and cable retransmission [1993] OJ 1.248/15
(Satellites Directive).

Directive 96/9/EC the legal protection of databases [1996] OJ L77/20 (Database Directive).

Directive 2001/29/EC on the harmonisation of certain aspects of copyright and related rights in
the information society [2001] OJ L167/10 (InfoSoc).

Regulation (EU) No 608/2013 concerning customs enforcement of intellectual property rights [2013]
0OJ L181/15 (Customs IP Regulation).

Directive 2004/48/EC on the enforcement of intellectual property rights [2004] OJ L157/45
(IPRED).

Directive 2006/115/EC on rental right and lending right and on certain rights related to copyright
in the field of intellectual property (codified version) [2006] OJ L376/28 (Rental Directive).

Directive 2006/116/EC on the term of protection of copyright and certain related rights [2006] OJ
L372/12 (Term Directive).

Directive 2009/24/EC on the legal protection of computer programs [2009] OJ L111/16 (Software
Directive).

Case C-306/05 (EU:C:2006:764) Sociedad General de Autores y Editores de Espana v Rafael
Hoteles SA [2006] ECR I-11519.
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it is part’.

Therefore, for both international instruments and EU legislation, understanding
the rationale of an instrument is necessary to understand the agreement E Expressed
rationales also identify transnationally-agreed conceptual bases and norms for the
regulation of copyright enforcement. For convenience, ‘contexts, objectives and pur-
poses’ will be called ‘rationales’ below. That is relevant here as courts are called
upon to make difficult interpretive decisions in line with the obligations expressed

in their proper contexts.

2.2.1 The international agreements

In the past 50 years, international IP agreements have taken a dramatic shift toward
extensive context and rationale self-expression. These instruments increasingly set
out the contracting parties’ agreed rationale. While each international agreement
arises from a different context and seeks to achieve different goals, the earliest in-
struments — such as Berne and Rome — barely express any overarching objectives
or goals in their preambles. In contrast, TRIPs, Marrakesh, and ACTA each adopt
lengthy preambles. In the case of TRIPs and ACTA, the instruments also expressly
identify their objectives. Though it is not the sole reason for this increased use,
the Vienna Convention on the Law of Treaties entered into force on 27 January
1980@ That convention expressly acknowledges the interpretive force of preamble
and rationale recital{™| which has become the norm for construction. Although some

rationale self-expression had occurred in IP agreements prior to the Vienna Conven-

Without reference to the travaux preparatoire.
Vienna Convention on the Law of Treaties 1969 (1969) 1155 UNTS 331 (Vienna Convention).

Vienna Convention, arts 31-33.
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tion, it was only afterward that rationale self-expression has taken greater promin-
ence[t]

Common to each instrument under consideration is, in some form, an acknow-
ledgment of the stated importance of protecting the particular rights that the in-
strument concerns itself with. Each of Berne, the WCT, the WPPT, BTAP, and
Marrakesh seek to protect the relevant rights ‘in as effective and uniform a manner
as possible’. The other IP agreementﬂ each evince similar endorsement of generic
‘protective’ or harmonising aims. Over time, these short generic goals have been
supplemented with extensive lists of goals and objectives. Each will be dealt with in

turn.

2.2.1.1 Berne, Rome, Phonograms, UCC, and Satellites

Save as above, neither Berne nor Rome takes this extensive approach to self-expression.
This extensive approach began with the Phonograms Convention in 1971@ In that
Convention, the contracting states expressed, by preamble, that they were ‘con-
cerned at the widespread and increasing unauthorized duplication of phonograms
and the damage this is occasioning to the interests of authors, performers and pro-
ducers of phonograms’. The Phonograms Convention was the first instrument to
explicitly recognise a motivation for protection in the instrument itself. This more

extensive approach to preambles is also taken by the UCC (1952, 1971)@ which,

The Vienna Convention’s force and effect is often considered by domestic courts across a number
of fields: see eg R (on the application of Tag Eldin Ramadan Bashir and others) v Secretary of
State for the Home Department [2018] UKSC 45 [95].

Excluding the Cybercrime Convention.

Convention for the Protection of Producers of Phonograms Against Unauthorized Duplication of
Their Phonograms 866 UNTS 67 (Phonograms Convention).

Universal Copyright Convention as revised on 24 July 1971 943 UNTS 178 (UCC).

37



18

19

20

2.2 Contexts, objectives, and purposes

whilst acknowledging the general good of protection, indicates that it aims to en-
sure ‘respect for rights of the individual’ and ‘encourage the development’ of relevant
works, on the basis that copyright protection would ensure wider dissemination of
works ‘of the human mind’ and promote ‘international understanding’. The UCC
is a UNESCO agreementE which identifies twin goals: one broadly cultural (dis-
semination and understanding) and one economic (encouraging development and
recognising ‘rights’ in such works). In that way, it bridges three classical construc-
tions of the purposes of intellectual property protection: economic incentives, per-
sonal rights, and cultural development (dealt with in Chapter Seven). The Brussels
Satellite Convention@ is more circumspect in its rationale self-expression, but sets
out a purposive aim: the prevention of particular conduct (re-distribution of satellite
signals) by satellite, while again recognising the general ‘importance’ of right-holder

Iinterests.

2.2.1.2 TRIPs

The largest increase in the use of preamble text came with TRIPs in 1994 and has
continued since. TRIPs was created in the context of trade negotiations and was the
second attempt at including a chapter regarding intellectual property in the General

Agreement on Tariffs and Trade (GATT)E TRIPs expresses an extensive series of

Which potentially explains a more encompassing United Nations view.

Convention Relating to the Distribution of Programme-Carrying Signals Transmitted by Satellite
1974 1144 UNTS 3 (Brussels Convention (Satellites)).

Originally, a chapter on counterfeiting had been proposed to be included in the GATT from the
Tokyo Round of trade negotiations (from 1978); however, no agreement could be concluded. The
Uruguay negotiations commenced in 1986 and were finalised in Marrakesh in 1994 with the passing
of the Uruguay GATT, which included TRIPs. See generally: Antony Taubman, Hannu Wager,
and Jayashree Watal, A handbook on the WTO TRIPS agreement (Cambridge University Press
2012).
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goals, separate from, but aligned with, the overarching aims of the WTO. These
include: the reduction of trade distortions and impediments together with ‘tension’
reducing inter-state dispute resolution measures; aiming to provide ‘effective and
appropriate means for the enforcement’ of IPRs (whilst ‘taking into account differ-
ences in national legal systems’); a recognition of IPRs as ‘private rights’; and an
aim to balance enforcement such that TRIPs ‘ensure(s) that measures and proced-
ures to enforce intellectual property rights do not themselves become barriers to
legitimate trade’.@ These overarching statements in the preamble ultimately lead
to the ‘objective’ of TRIPs, as expressed in art 7:

The protection and enforcement of intellectual property rights should

contribute to the promotion of technological innovation and to the trans-

fer and dissemination of technology, to the mutual advantage of produ-

cers and users of technological knowledge and in a manner conducive to

social and economic welfare, and to a balance of rights and obligations.

This objective was prepared to meet both developed country concerns (regarding
the protection and enforcement of intellectual property rights), together with devel-
oping country concerns (regarding technology transfer and dissemination).ﬁ While
TRIPs is a multilateral trade treaty with a number of objectives and purposes, its
goals are overwhelmingly trade-related and economically driven. Its references to
social welfare ought to be seen in the light of the overarching goal of the WTO: so-

cial advancement through economically beneficial trade@ By expressing economic

Agreement on Trade-Related Aspects of Intellectual Property Rights , Preamble, see further: Taub-
man, Wager, and Watal (n 136.

Carlos Maria Correa, Trade related aspects of intellectual property rights: a commentary on the
TRIPS agreement (Oxford University Press 2007) Chapter 1.

The Marrakesh Agreement Establishing the World Trade Organisation) (signed 15 April 1994),
Preamble.
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(trade) goals, the objectives expressly further economic incentive rationales, though
remaining cognisant of development-type objectives, contingent upon such an eco-
nomic system. Its objectives (together with TRIPs’ principles) are expressly adopted
by ACTA P

2.2.1.3 ACTA

Like TRIPs, ACTA has an extensive preamble. Its goal is predominantly one of en-
forcement. However, ACTA ‘adopts’ TRIPs’ rationales and thereby adopts TRIPs’
economic rationales for protecting such rights. ACTA’s preamble ‘notes’, that IP
enforcement is ‘critical to sustaining economic growth across all industries and glob-
ally’; that counterfeits ‘undermine ... trade and sustainable development, causes
significant financial losses ... and ... provides a source of revenue for organized
crime and otherwise poses risks to the public’ and so ‘enhanced international cooper-
ation and more effective international enforcement’ is desired. ACTA’s preamble fur-
ther identifies that it wishes to ‘complement’ TRIPs enforcement measures, though
without becoming a barrier to trade, taking into account differences in legal systems
and recognising a ‘balance’. However, in contrast to TRIPs, that balance is between
‘rights and interests of relevant right-holders, service providers and users’; compare
this to the balance in TRIPs: simply between ‘rights and obligations’, potentially
between ‘producers and users of technological knowledge’ (art 7)@ ACTA seeks to
promote cooperation between service providers and right-holders; and desires that
the agreement work in a manner ‘mutually supportive of international enforcement

work and cooperation’. ACTA aims to complement TRIPs and thereby acknow-

Anti-Counterfeiting Trade Agreement (ACTA) 2(3).

TRIPs (n arts 7-8.
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ledges the economic-incentive justifications for IP rights. As expressed through its
organised crime rationales, it also embraces contingent, second-order law-and-order
style objectives. In that way, even when expressly adopting the ‘same’ objectives and
purposes as TRIPs, terminological meanings between the two agreements must, in
part, differ because of differing considerations, even when seeking aligned objectives.
Even when attempting to import one set of considerations: the addition of altern-
atives rationales necessarily alters ACTA’s context and thereby the meaning of the

terms used in that agreement.

2.2.1.4 WCT, WPPT, BTAP, Marrakesh

The WCT PlWPPT [land BTAPP|express themselves in taciturn, but similar ways.
Each aims to ‘develop and maintain’ right-holder rights in an ‘effective and uniform’
manner, recognising a harmonising impact of those agreements. They go on to ‘recog-
nise’ the ‘impact’ of information and communication technologies on their respective
subject matter, while providing solutions to ‘new economic, social, cultural and tech-
nological developments’, and recognising the ‘need to maintain a balance between
the rights of [right-holders| and the larger public interest’. The WCT goes further
than the WPPT or BTAP in recognising the ‘outstanding significance of copyright
protection as an incentive for ... creation’ thereby providing recognition of the ‘in-
centive’ (economic) of copyright protection; while BTAP specifically acknowledges
the importance of WIPQO’s Development Agenda, and development generally. Each

of these WIPO agreements claim to seck a ‘balance’ (in the case of the WCT and

WIPO Copyright Treaty (1997) 36 ILM 65 (WCT).
WIPO Performances and Phonograms Treaty (1997) 36 ILM 76 (WPPT).
WIPO Beijing Treaty on Audiovisual Performance (BTAP).
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WPPT: for the first time in WIPO agreements), though expressly acknowledging a
different (though similar) balance to that identified as a TRIPs’ objective, marking
them as separate to both TRIPs and ACTA P

The Marrakesh Treaty is the most recent WIPO agreemen‘dﬂ and, consistently
with the ever-increasing approach to rationale self-expression, has the most sub-
stantial preamble. The Treaty’s goal is directed to assisting visually impaired per-
sons (VIP) to have access to works, and must be read in that context. Marrakesh
makes the most extensive acknowledgments of human rights of any multilateral
IP agreement. The preamble invokes the Universal Declaration of Human Rights,
explicitly refers to freedom of expression, rights to education, rights to conduct re-
search, and so forth. Aside from these ‘user’ considerations, the Marrakesh Treaty
also expressly takes into account a number of economic factors: it ‘emphasises’ the
‘importance of copyright protection as an incentive and reward’ for literary and
artistic creations; it acknowledges that those who are visually impaired are most of-
ten in developing/least-developed nations (a predominantly economic metric), and
expressly contemplates market failures as reasons why the visually impaired cannot
access works. In this way, the Marrakesh Treaty provides the most extensive inter-
pretive guidance. Its attempts to identify a multitude of influences: human rights,
economic rights, development goals and, arguably, general benefaction. It straddles

a wide number of rationales for a court to balance and consider.

Graeme B Dinwoodie, ‘The WIPO Copyright Treaty: A Transition to the Future of International
Copyright Lawmaking?’ (2007) 57(4) Case Western Reserve Law Review 751.

WIPO Marrakesh Treaty to Facilitate Access to Published Works for Persons Who Are Blind,
Visually Impaired or Otherwise Print Disabled [2013] (Marrakesh VIP Treaty).
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2.2.1.5 COE Convention on Cybercrime

Finally, the Council of Europe (COE) Convention on Cybercrimeﬂ rather like
TRIPs, ACTA, and the Marrakesh Treaty, has an extensive preamble, although
to differing effect. Its goals are directly aligned with its computer-crime enforce-
ment agenda. The Convention has an express purpose to ‘supplement applicable
... treaties or arrangements’ in that field, including those expressed in conventions
on Extradition and Mutual Assistance in Criminal Mattersﬂ Its preamble directs
itself to ‘protecting society against cybercrime’, the dangers of cybercrime, and the
balancing of European human rights obligations with enforcement. The Cybercrime
Convention has an expressly different approach and agenda than any of the other
treaties which are presented in this thesis. The inclusion of intellectual property

infringement is incidental to its primary goal of law and order.

2.2.1.6 Self-expressing rationales

What can be seen from the above is three-fold. First, the more narrow Berne ap-
proach of expressing a desire to protect and recognise rights has, over time, grown to
the more modern approach: the use of extensive preambles in treaty-drafting which
substantially express the context, objectives, and purposes of a given instrumentﬂ
Even when seeking similar objectives, instrument interpretation takes place in the

context of the self-expressed rationales of each individual instrument. That means

COE Convention on Cybercrime 1144 ETS 185 (Cybercrime Convention).
Cybercrime Convention, 39(1).

Only TRIPs and ACTA have gone so far as to identify an express ‘objective’, yet even when
doing so, a particularly wide and inclusive statement is used; wider still when the preambles are
considered. The Cybercrime Convention expresses a ‘purpose’: to be a collateral instrument to
other instruments. However, in light of its preamble, this is far from its only purpose.
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each must be weighed, and interpreted, in different ways. Each must be balanced
and construed against different considerations and rationales. Each instrument must
mean different things, even subtly. For example, what the WTO Dispute Panel may
consider ‘effective’ in one circumstance for TRIPs” purposes may not be considered
‘effective’ by the ICJ for BTAP purposes.

Second, and in line with the Vienna Convention, this increasing use of preambles
and objectives limits state autonomy in relation to interpretive scope. Properly, this
urges a closer codification and ought to facilitate a harmonisation of rights and a
lessening of disputes. This approach is coherent; however, it must be recognised
that it does limit the procedural and legal autonomy that some of the agreements
purport to espouse. For example, from the broadest approach possible, set forth in
Berne, which requires protection but doesn’t specify how (or particularly why) that
protection is to be achieved, through to TRIPs and ACTA, which explicitly require
a gamut of measures to be implemented and then, per the Vienna Convention,
construed against particular rationales, the scope of national procedural autonomy
in copyright is narrowing.

Third, amongst those rationales in the agreements, the most prevalent recurring
theme relates to economic rights recognition. It is not alone, however. The spread of
justifications is broad and includes: recognition of the work’s author, harmonisation,
dissemination (of works, technology), IP enforcement (and prevention, thereby ‘law-
and-order’), and development. Yet, provision or management of economic incentives,
or otherwise a recognition of economic interests are the most oft-cited justifications.
This includes priority (at least in frequency) over human, cultural, or social rights,
or law-and-order justifications. When such human rights or other justifications are

recognised, they tend to be recognised along with the economic rights of right-
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holders in the particular agreements@ In essence, economic rationales are becoming
the primarily expressed conception of copyright, to the minimising of the effect of
other rationales. That bears upon construction and interpretation of the different

instruments and their operative provisions.

2.2.2 The EU Instruments

As SGAE explained, just as with international instruments, an understanding of
wording, context, and objectives gives meaning to any given EU instrument.ﬁ Each
directive and regulation below contains significant numbers of recitals. Generally,
there are more recitals than active articles. For example, the InfoSoc Directive has
61 recitals for 14 operative articles; the Satellites Directive has 36 paragraphs of
preamble to 15 operative articles. This process and use of recitals as a ‘third type’ of
lawmaking, drives interpretation of every instrument and has tended to be ignored@

As set out in Chapter One, the EU may only legislate in fields of its legislative
competence. The predominant power or competence used for IP measures has been
the internal market power ']

EU IP harmonisation is expressed to advance the internal market, to the extent

that only differences ‘not adversely affecting’ that market are permitted. While this

Eg the UCC and the Marrakesh Treaty.
SGAE (n .

See generally: Michael Kaeding, ‘Determinants of Transposition Delay in the European Union’
(2006) 26(03) Journal of Public Policy 229, 236 and R Bellis, Foreign and Commonwealth Office
(FCO) Study: Implementation of EU Legislation (2003) 13, commenting on the approach of Mem-
ber States using recitals to achieve goals that they may not have been able to achieve in active
provisions.

By way of example, recital 7 to the preamble to the InfoSoc Directive acknowledges the requirement
for the legal framework to be ‘adapted ... for the smooth functioning of the internal market’.
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claim cannot be disregarded, its prevalence ought to be more properly seen and
understood in light of the EU grounding its competence to regulate, rather than a
particular expression of pure purposem

Aside from internal market goals, there are other purposes that each instru-
ment purports to perform. For present purposes, it is necessary to deal with each
instrument.

First, the InfoSoc Directive states that it implements a number of the EU’s ob-
ligations under the WCT and WPPT@ and so in a number of places mirrors the
language of those treaties, whilst stating it is ‘based on the principles and rules
already laid down in the Directives currently in force in this area’@ The recitals
indicate a multitude of incentives, unlike the more narrow and expressly economic
objectives and goals of the Database Directive (below). In particular, InfoSoc iden-
tifies: economic incentives (and, specifically, guaranteeing creator rewards)ﬂ social
and cultural goals (subject to express limitation)ﬂ recognition of IP as a property
right and the recognition of these IPRs as ‘crucial to intellectual creation’, ‘right-
holder dignity’,@ and rights balance.@ Less expressly, the Directive makes plain

through its ‘fair compensation for exceptions’ regime (and their explanations in the

For example, the InfoSoc Directive cites references to advancing, avoiding detriment to, or the
benefit of, the internal market 17 times: [InfoSocl, art 12, rec 1, 2, 3, 6, 7, 21, 31, 38, 47, 56.

InfoSoc, rec 15.

Ie the then current versions of the Software/Computer Programs, Rental Rights, Satellites, Term,
and Database Directives.

InfoSod, rec 2, 4, 9, 10, 11.

InfoSod, rec 8, 11, 12, 14, 22, but note rec 22: ‘sacrificing strict protection of rights or by tolerating
illegal forms of distribution of ... works’.

InfoSoc, rec 9, 11.

InfoSoc, rec 31: expressed as being between different categories of right-holders, and between
different categories of right-holders and users of protected subject matter.
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recitals) that its concern is, like the Database Directive, largely on economic interests

(particularly having excluded considerations of moral rights)ﬁ

Second, IPRED repeats the internal market rationales@ but ultimately focuses
on economic incentives as its core contextualising objective and purpose.@ The Dir-
ective identifies dissemination (of, inter alia, works and ideas) and rights-balancing
goals in a secondary way, expressly acknowledging relevant ceilings to IP ‘protec-
tion’@ IPRED is drafted submissively, expressly claiming secondary status to spe-
cific enforcement provisions of any other piece of EU legislation relevant to intellec-
tual property, in particular the Software and InfoSoc Directives. This gives interpret-
ive priority to EU instruments where an overlap with IPRED exists. IPRED further
disclaims affecting Member States’ international obligations["”] Therefore, by way of
construction, when other instruments appear to provide relevant remedies and pro-
cedures, they must be considered first to determine their effect, before ‘falling back’
to the use of IPRED and its interpretive context only where that would not ‘affect’
the obligations upon Member States under those other instruments: burdening the

interpretation and complicating context.

InfoSod, rec 35, 38, 39, 44; though cf InfoSoc, rec 19.

IPRED, rec 1, 3, 8, 9, 10; though they are said to be without impacting international obligations
(specifically TRIPs): IPRED] rec 5.

Developing employment, competitiveness, legitimate profits (rec 2), reduction in investment (rec
9), and so on. IPRED does state that its express goal is to ‘approximate legislative systems so
as to ensure a high, equivalent and homogeneous level of protection in the internal market’; and
that it ‘concerns the measures, procedures and remedies necessary to ensure the enforcement of
intellectual property rights.” (IPRED, rec 10, art 1).

TPRED, rec 2.

IPRED, arts 2(2), 2(3): ‘be without prejudice to’ specific enforcement provisions; and ‘shall not
affect’” EU substantive provisions, international obligations, national provisions relating to criminal
procedures and penalties.
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Third, the Rental Directivem expresses that the protection of its subject mat-
ter is of fundamental importance to the economic and cultural development of the
EUE Though calling this cultural development goal fundamental in the Direct-
ive, it is only referred in relation to setting right-holder remuneration for public
lending — an economic incentive.@ The Directive otherwise expresses its rationale
as dealing with ‘new economic developments’ regarding exploitation, ‘adequate in-
come’ for right-holders, ‘recouping’ on such IP ‘investments’ which may be ‘high and
risky’, together with supporting these ‘entrepreneurial activities . .. of self-employed-
persons’ﬂ The recitals go on to expressly contemplate economic costs of providing
rental /lending rights, equitable remuneration (and factors in its calculation), and
trade restrictions: each of which identify, in effect, an economic driver.@ Again,
the Rental Directive requires its approximation ‘not to conflict’ with international
obligations of Member Statesﬁ The Directive purports to advance ‘fundamental’
economic and cultural goals. While the operative provisions of the Directive do ad-
vance cultural considerations in part, these are highly secondary to the primary,
economic drivers for the rights set out in the instrument.

Fourth, the Term Directive primarily provides a term harmonising function

across most types of copyright-protected works. Again, this is said to aid the smooth

Replacing and codifying an earlier Directive and its amendments. Earlier Directive: 92/100/EEC;
Repeal: art 14.

Rental Directive, rec 2, 3, 4.
Rental Directivel art 6(1).

Rental Directive, rec 4, 5, 6.
Rental Directive,, rec 11, 12, 13, 17.

Rental Directive, rec 7.
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operation of the internal marketﬂ However, a separate, principal goal is to ‘better’
implement Berne (life plus 50 years) rights by providing economic income for two
generations of an author’s descendants, given modern life spans. Life plus 70 years is
said to be more appropriate for Berne WOI‘kSE as protection is ‘fundamental to in-
tellectual creation’, which ‘ensures the maintenance and development of creativity in
the interest of authors, cultural industries, consumers and societies as a Whole’@ As
such, though identifying a primarily economic goal — to update the ‘two generations’
rule — the recitals also pay reference to advancing other, societal goals advanced
by increasing this production incentive, together with harmonising considerations
and calculations of terms. So whilst secondary societal goals are identified, they are
contingent upon achieving economic incentive goals.

Fifth, the Software Directive@ is principally concerned with ensuring the pro-
tection of original computer programs as copyrightable WOI‘kS.@ Its application is
considered necessary to the internal market.@ Separately, however, this recogni-
tion and protection of software is principally cognisant of economic factors: notably
the cost in ‘human, technical and financial’ resources to develop such works when
contrasted with the lack of cost involved in copying them, and the industrial devel-
opment of the EU. So, whilst one could reason that this furthers a development goal

more generally, it is an economic level of development that is being advanced and

Term Directive), arts 1(1), 2(2), 3(1), 3(2), 3(3), 3(4), 4, 5, 6, rec 3.
Term Directive, rec 7.

Term Directive, rec 11.

In its most recent iteration, previously: 91/250/EEC.

The only relevant litmus is that the computer program be original ‘in the sense that it is the
author’s own intellectual creation’, without further criteria being applied to ascertain the program’s
eligibility for protection: |Software Directivel art 1(3).

Software Directive, rec 5, 6.
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provided for.

Sixth, the Satellites Directive is drafted in a manner advancing ‘community ob-
jectives” which are said to be ‘political, economic, social, cultural and legal’ and
include ‘economic and social progress’. Aside from references to the (then) ‘com-
mon market’@ the Directive again focuses on economic rationales: the risks of
‘exploitation without payment of remunerationﬁ is cited (together with ‘blocked’
commercial ‘exploitation’), developing contractual exploitation (and fee-setting for
such) of Worksﬁ recognising economic purposes of co-production agreements and so
forthﬁ The Directive also cites unimpeded cross-country broadcasting (by satellite
or cable), seemingly advancing cultural/dissemination-of-works style drivers, even
by attempting to prevent market/negotiating position abuses.m

Seventh, the Customs IP Regulation significantly impacts the copyright sphere
and came into effect on 1 January 2014.@ Its rationale is principally expressed in
its second recital: avoiding ‘damage@ caused by the ‘marketing’ of IPR infringing
goods. Avoiding the deception of and endangerment to the health and safety of
consumers is identified as a second-order goal, although this is more likely to be of
concern for patent (for example poorly produced generic pharmaceuticals or dan-
gerous machines) and/or trade mark (for example falsely labelled pharmaceuticals

or carcinogenic printer toner labelled as genuine), than for copyright infringement.

Satellites Directive, rec 2, 21.

Satellites Directive, rec 5.

Satellites Directive, rec 9, 16, 17.

Satellites Directive, rec 19.

Satellites Directive, art 12.

Customs IP Regulation, arts 2(1)(c), 2(6), 2(7).

To right-holders, users/groups of producers, and to ‘law-abiding’ manufacturers and traders.
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Elements of administrative efficiency are also identified: both for the courts and the
customs agencies, although these are second or third-order aims.@ Internal market
goals are, as ever, identiﬁedm although the end goals of that harmonisation are
further identified: ‘fuel(ing) creativity and innovation’, providing ‘reliable and high-
quality-products’ such as to strengthen trade, together with ‘effective protection’.
As a customs regulation, this instrument is principally directed towards commercial
trans-shipment of goods, and thereby, inherently, trade-related. That commercial
harm, whilst advancing the internal market, returns primarily to economic incentive
justifications for its existence. Second-order concerns of harmonisation (and con-
sequent efficiency), together with law-and-order/consumer protection concerns are
expressed, but the objectives are expressed primarily in economic terms.

Eighth, though not strictly copyright, the Database Directive recognises that
‘databases are a vital tool in the development of an information market’ﬂ and
aims to protect database authors and makers against the ‘misappropriation’ of their
‘financial and professional investment’ (broadly deﬁned)m whilst ensuring those
‘makers’ have a range of options to control their Work.m These central objectives
are worded in a number of ways, yet point predominantly to the protection of eco-

nomic incentives as a driving rationale. The protection of economic incentives and /or

Customs Regulation, rec 4 (‘only one legal proceeding should be required’; private luggage is ex-
cluded); rec 6 (‘overruns’ whereby a duly authorised manufacturer over-produces goods in excess
of their licence are excluded); rec 9 (customs agencies have limited esources); rec 15 (‘swift en-
forcement’ by own-motion proceedings); recs 16, 17 (deeming consent to destruction in lieu of
proceedings); rec 23 (liability shields being available for administrative bodies).

Customs IP Regulation, rec 8.
Database Directive, rec 2, 3, 9.
Database Directive, recs 39, 40.

Database Directive, rec 41.
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financial investment is mentioned some 13 times[™]

2.2.2.1 Conclusions on EU instruments

The most oft-stated goal in the EU instruments is internal market harmonisation.
For the purposes of the above discussion, this has been put to the side as, while it
is no doubt a genuine goal, it has been the primary ground of EU (and previously
EC) competence. That competence provides legislative and constitutional validity
for the instruments. Appeals to this power are self-serving and say little for present
purposes. The above has instead identified the other motivating or justifying aspects,
aside from harmonisation incentives, on the face of the instruments themselves.

In doing so, three themes emerge. First, the work of the EU in copyright regu-
lation has been justified in economic terms. Those terms are expressed in relation
to securing economic incentives and by trade. This is not surprising. The economic
incentive which copyright protection is said to provide has long been identified as a
justification for the existence of the protection in the UK. That such economic jus-
tifications are embraced in the EU is noteworthy insofar as other justifications, such
as personhood theory — discussed in Chapter Seven) E — have been placed second
to the more directly commercial explanations favoured in the United Kingdom, the
United States, and much of the Commonwealth.

Second, whilst other goals are identified, they are either contingent upon achiev-
ing economic incentive goals, or they are referenced in a secondary way to guarantee

economic interests. This not to say that achieving other goals is not important, or to

Database Directive, recs 7, 8, 9, 10, 11, 12, 19, 39, 40, 41, 42, 48, 55.

Which is often seen as more ‘continental’ in origin and nature.
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dismiss them. However, such motivation is expressed as secondary to the substantial
embrace of economic incentive theory in EU copyright rule-making. Law-and-order
or efficiency goals are expressed in some instruments, although, generally in second
rank to any economic goal.

Third, and consistently with themes regarding complexity of interpretation, EU
instruments tend to defer to, or avoid conflict with, other IP instruments, thus creat-
ing a ‘latticework’ of agreements. Yet, such deference tends to create more questions.
These questions arise in ‘hard’ or ‘edge’ cases. For example, when is a TRIPs ob-
ligation ‘affected” by an IPRED obligation? At what level of being ‘affected’” should
the use of IPRED-regulated obligations (and their stronger implementation and in-
terpretive burdens) be set aside in favour of TRIPs’ burdens (and the correlative
interpretive obligations)? This weak approach to deferential and latticework rule-
making serves more to confuse than clarify. By importing any number of alternative
agreements and attempting to provide a degree of consistency, unnecessary com-

plexity is created and questions raised.

2.2.3 Conclusions on contexts, objectives, and purposes

The primary rationales expressed across the transnational instruments at the inter-
national and EU level have been economic.

This is done by incentivising creation with the grant of private rights (and thereby
trade and money flows upon those rights’ enforcement), highlighting express ac-
knowledgement of economic incentive(s) and ‘development’ contingent upon such
incentive, or regulating the management of those rights to control economic trade.
Those economic justifications are not alone, but, consistently at both international

and EU levels, they establish a common theme. Secondary rationales, by way of
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cultural goalsm development goalsm or law-and-order goalﬁ, and ‘balancing’ ob-
jectives are all expressed. However, this expression is done in an inconsistent way
between the different levels (ie between international and EU) and at the same level
(EU to EU, or international to international), even when promulgated by the same
or similar bodies (ie WIPQO). The ‘balances’ said to be struck are different, even
between agreements such as ACTA and TRIPs which ostensibly endorse the same
goals. The prevailing recognition of other balancing rights varies, from high-water
marks in instruments like the Marrakesh Treaty, to minor recognition in BTAP, to
no recognition in Berne. The justifications even inside EU instruments, and thereby,
a single legal order, shift from InfoSoc-level endorsement of a stream of rationales
to Term or Rental adoption of (near) single-minded economic rationales.

This inconsistency leads to an incoherence that undermines legal certainty and
increases complexity. A right, interest, or remedy that finds its expression across mul-
tiple instruments must be construed in multiple ways, considering different factors.
In any enforcement action, this has a real and practical effect: different evidence may
be led to pursue an outcome more strongly supported by one interpretation over an-
other. This can serve to undermine the effectiveness of protection, and undermines
harmonising aims. That interpretive difficulty is exacerbated by the ‘active’ obliga-
tions to apply ambiguous, and nebulous generic terms, set out in the next section.
Far from creating a coherent lattice-work of agreements, there are instead a series
of free-standing instruments which pull in different directions for different reasons.

Having now identified the core rationales in the particular agreements, Part III dis-

Dissemination of works, international understanding.
By trade and dissemination.

Contingent upon recognition of the ‘right” and contra-regulatory trade in such ‘rights’.
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cusses methods for addressing this inconsistency.

2.3 Generic operative obligations

Nearly all of the instruments reviewed provide for what this thesis will call ‘generic
obligations’ or ‘generic operative obligations’. These are the active provisions of an
instrument that, by broad but generic wording, require states to provide enforcement
remedies and procedures that are, for example ‘fair’, or ‘effective’. These generic ob-
ligations provide significant flexibility whilst providing restraint at the legislative
and judicial levels. Depending on the relevant instrument, they are sometimes ex-
pressed in a context as general guidance prior to a specific remedy — such as an
injunction — whilst other times these terms are expressed alone, leaving it to Mem-
ber States to construe and construct a complying remedy. There were 21 unique,
operative terms which may be considered ‘generic’ in the instruments. Each have
different enabling and limiting effects on domestic law, dependent on the context
and instrument in which they appear. They range from the strongest — being those
found in EU regulations — to the weakest — being those found in weakly-enforced
international instruments[™]

The above contexts, objectives, and purposes provide interpretive guidance.
These have a more abstract effect. In contrast, operative obligations (particularly
those in EU instruments) must have a real and direct effect on the proper applic-
ation of domestic law. Exploring these ‘generic’ but operative obligations assists in

four ways. First, such an exploration identifies the substantive, operative concepts

As opposed to an instrument like TRIPs, whose contravention can lead to State sanctions under
the WTO dispute mechanisms.
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around which enforcement provisions in international and EU instruments are ex-
pressed. Second, it shows that such terms, although often repeated, must be read in
context and they may mean different things even when they use the same words (eg
what is ‘effective’ for TRIPs may not be for IPRED). Closer scrutiny is required to
arrive at a particular construction. Third, it furthers the theme established earlier of
the inherent complexity, ambiguity, and cost of such a framework. Fourth, it provides
a baseline of obligations that must be applied when considering potential changes
to the status quo.

The difficulty with the wholesale adoption of overlapping generic terms across
different instruments (and even domestic law) is that each use of the word is, prop-
erly, construed to mean something different in each (different) context. Because
rationales vary, an identity of wording does not provide for an identity of meaning.
Whilst each use will almost invariably involve some or even a substantial overlap
of meaning, such meaning is not entire. Context will demand that the CJEU will
interpret phrases like ‘effective’ in a way that a WTO Dispute Panel would not. Con-
sequentially, rather than helping to remove differences, the adoption of a common
language without the expression or adoption of a common source or meaning simply
leads dichotomous interpretations, undermines certainty, and increases complexity.
Yet, despite this, a common set of terms has begun to be adopted and applied in
the operative terms of multilateral instruments; in particular, applying to remed-
ies and enforcement procedures. But the canons of construction require that each
use of these terms bears different meanings. This contextual and linguistic mélange
hinders, rather than helps. Any harmonising effect is lessened by this detriment. For

an example of how the word ‘proportionality’ has many different meanings, see Lord
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Reed in R. (Lumsdon) v Legal Services Board["|

There are three conceptual ‘groupings’ or ‘operative purposes’ that, having re-
viewed each instrument, the generic obligations individually fall under. Those group-
ings or purposes are efficacy, adequacy/sufficiency, and propriety. Though in many
cases the wording used is similar, in some cases, different wording is used which
necessarily connotes two of these core concepts at once.

First, the most common generic obligation is to provide ‘effective’ remedial ac-
tion. This word is often used by itselfﬂ joined with othersg and can appear as an
overarching definitional concept which includes specific sub—components.@

When used alone, the word imports a wider scope, while the reverse is true when
it is narrowed by proximity to other terms. Depending on the instrument and con-
text, the term ‘effective’ in the above cited articles and sections variously means
the provision of enforcement measures that are timely, prompt, powerful, sufficient,

deterring, and dissuasive.@ ‘Effective’ remedies can grant opt-outs from multilat-

R (on the application of Lumsdon and others) (Appellants) v Legal Services Board (Respondent)
[2015] UKSC 41, [2016] AC 697.

Eg ‘effective action against any act of infringement’, and on eight other occasions: TRIPs (n D
41(1).

IPRED, art 3(2).

In TRIPs, for example, ‘expeditious remedies to prevent infringements’ and ‘remedies which con-
stitute a deterrent to further infringements’ are express sub-parts of effective action. This TRIPs-
originated triumvirate (in the previous two footnotes) is repeated near verbatim in each of the
WCT, the WPPT, BTAP, and ACTA for infringements under those individual instruments, some-
times expressly subject to either the requirement that such measures do not create barriers to
legitimate trade, or the requirement for safeguards against abuse (see: TRIPs (n[21])) 41(1);|ACTAL
6(1)), but in the case of the three WIPO treaties, without such express limitations (see WCT)
14(2), (WPPT} 23(2), BTAP, 20(2), ACTA| 6(1), 27(1)).

As identified in the footnotes and paragraphs above.
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eral treaties/”| can ‘ensure’ rights Y| prevent infringements, preserve evidence"| and
protect borders.@ They are also required to defend against circumvention of tech-
nological measures and rights management information. As set out in Chapter One,
and earlier in this chapter, the word ‘effective’ also has common currency in EU
law, indicating its applicability well beyond the field of IP infringements. It is found
in the EU Charter (which also expressly references protection of intellectual prop-
erty)ﬂ the ECHR@ and elsewhereﬂ In an IP context, the language is consistent
with TRIPs’ preamble[”

In essence, the word ‘effective’ takes on a plethora of meanings in the separate
contexts: creating a situation whereby the capacity for judicial interpretation and
reasoning by analogy to uses of the term, even within the same field of endeavour or

subject matter, is diminished. This overloading of single words across instruments

Cybercrime Convention, 13(1), 13(2): The provision of ‘effective remedies’ allows Member States
an exception to the obligation of criminalisation contained in the Cybercrime Convention, whereby
Members must otherwise provide “effective, proportionate and dissuasive” criminal sanctions for
infringements of copyright or related rights provided for in TRIPs, Berne, Rome, WCT, or WPPT
where that infringement was done willfully, on a commercial-scale and by means of a computer
system.

See e.g: WCT] 14(1), WPPT, 23(1), BTAP, 20(1)
TRIPs (n 50(1)(a), 50(1)(b), |ACTA} 12(1)(a), 12(1)(b), I[PRED) art 7(1).
ACTA| art 13.

Charter of Fundamental Rights of the European Union [2012] OJ C326/391, art 47 referring to
Art 17(2) CFR (n .

Convention for the Protection of Human Rights and Fundamental Freedoms (opened for signature
4 November 1950, entered into force 3 September 1953) 213 UNTS 221, as amended by Protocol No

14bis to the Convention for the Protection of Human Rights and Fundamental Freedoms (opened
for signature 27 May 2009, entered into force 1 September 2009) CETS No 204, 13, Art 1. Prot 1.

See eg International Covenant on Civil and Political Rights (1976) 999 UNTS 171 (ICCPR) art 2
(but n.b. not private rights); or American Convention on Human Rights (1978) 1144 UNTS 123
(ACHR) 25 re: ‘effective recourse’.

The preamble refers to ‘effective and adequate’ protection of IPR, ‘effective and appropriate’ means
for enforcing IPRs, and ‘effective and expeditious procedures’ regarding IPR enforcement.
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relating to a single subject matter (in this case, copyright), far from providing clar-
ity, provides incoherence. Rather than a unified conception of what may be effective
in copyright remedies, instead there are separate considerations arising in each con-
text: TRIPs efficacy is not IPRED efficacy, even though there may be substantial
overlap [

Second, the next most frequently expressed generic but operative requirement is
one conveying ‘adequacy’, inferring a sense of substantive sufficiency in a protection
or enforcement measure. The remedy or process must be adequate or sufficient to
meet the harm of (normally) infringement: a £1 damages order is inadequate for £10
million of harm. Obligations to provide for adequate or sufficient enforcement radiate
from a number of instruments and are expressed in a number of ways within those
instruments. As a term alone, ‘adequate’ only appears in relation to the circumven-
tion of technical measures and, in some places, rights management information@
yet ‘measures necessary to ensure’ the application of certain protections (ie a mixed
‘sufficiency’ and efficacy obligation) and in the instruments are common, particu-
larly in the WIPO treatiesﬁ Within the TRIPs triumvirate of obligations — being
effective, expeditious, and deterring remedies — the ‘deterrent’ obligation infers a
level of sufficiency. Something that is merely fast but hollow is unlikely to act as a
deterrent; yet, a deterrent remedy has a separate underlying policy rationale to one
which is purely vindicating a single claimant’s rights.

The final grouping is one of provisions which import a sense of balance and

fairness. The instruments importing concepts of appropriateness, fairness, or pro-

In another context, see: Lumsdon (n on the consideration of ‘proportionality’.
WCT, art 11; WPPT, art 18; BTAP, art 15;|/ACTA| 27(5), 27(7); InfoSoc, arts 6(1), 6(2), 7(1).
Eg|WCT| 14(1); WPPT) 23(1); BTAP, 20(1).
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portionality are predominantly EU instruments, and the only active proportionality
requirements for remedies are those found in EU instruments and the Cybercrime
Convention, although TRIPs provides such for ‘procedures’@ The high-water mark
of the EU instruments is that of IPRED, which requires ‘fair and equitable’ remedies
for IPR infringementsm with an optional further provision for ‘other appropriate
sanctions’ for IPR infringements. This, in part, connects with article 8(1) of the
InfoSoc Directive, which provides for ‘appropriate sanctions and remedies’ to be
provided for infringements of InfoSoc rights, which echoes TRIPS@ This balancing
in relation to remedies is also seen in the Database and Software Directives]
Sometimes, sanctions include all three generic remedial obligations. For example,
aside from overarching importations of human rights and proportionality norms (dis-
cussed in Part III), the Cybercrime Convention (in relation to criminal sanctions
for breaches of IPR) identifies the necessity for effective, proportionate, and dissuas-
ive sanctions, which has an uneasy intersection with InfoSoc art 8(1) that provides
for ‘effective, proportionate and dissuasive’ sanctions in the context of ‘appropriate’
remedies and sanctions. Again, highly similar language yet different contexts and

considerations require different canons of construction to be applied, and therefore

Whilst TRIPs (n 41(2), 42 do provide for ‘fair and equitable’ procedures, as set out earlier, this
doesn’t necessarily relate to remedies. TRIPs, in the preamble at (¢) does provide for ‘the provision
of effective and appropriate means for the enforcement of trade-related intellectual property rights,
taking into account differences in national legal systems.’, but this is not an operative clause.

IPRED art 3(1), though this went on to require those remedies not be unnecessarily costly or
complicated, or entail unreasonable time-limits or unwarranted delays.

TRIPs also provides the requirement for ‘fair and equitable’ procedures (TRIPs, arts 41(2), 42), but
it is debatable whether this requirement extends, properly construed, to the remedies themselves.

Database Directive, art 12 (though, n.b. art 13): ‘appropriate remedies’; Software Directive, art
7(1): ‘appropriate remedies’ in respect of knowing circulation of infringing copies of computer
programs, knowing commercial possession of an infringing copy of a computer program, or knowing
circulation or commercial possession of means to remove technological measures.
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different meanings.

Although expressed in a variety of ways, the generic obligations in EU and in-
ternational instruments have tended to coalesce around three key ideals in relation
to enforcement: that the measures be effective in all senses, adequate/sufficient to
address the harm, and otherwise balanced (or ‘proportionate’, in EU terminology).
It is of some debate whether these generic obligations apply only to remedies, or if
they should apply to all procedures in the enforcement sphere. At least in the EU,
it appears to be the latter. With this in mind, the interpretations which the CJEU

and domestic courts have applied to these generic obligations will now be explored.

2.3.1 EU interpretation

EU instruments have a greater identity of wording between the generic obligations
across Directives. As the CJEU identified in FAPL[™)] unity and coherence of the
EU legal order require that words in bodies of related directives must be read to
have the same meaning.@ Identifying, absent a CJEU judgment, which directives
would be properly considered ‘related’ is yet another interpretive burden courts face.
Exploring the interpretation of these generic obligations is instructive, particularly
given how complicated even appellate courts have found applying the obligations.@

In the case of remedies in copyright actionsm the generic operative terms have

Case C-403/08 (EU:C:2011:631) Football Association Premier League Ltd and others v QC Leisure
and others [2011] ECR I-9083 (FAPL v QC (CJEU)) [188].

Unless another intention has been expressed by the legislature.

See eg ITV Broadcasting Ltd €& Ors v TVCatchup Ltd (in admininistration) [2015] EWCA Civ
204.

Opinion C-5/11 (EU:C:2012:195) Criminal Proceedings against Titus Donner (AG Opinion)( 2012)
para 24.
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been partially harmonised and applied in domestic jurisprudence. The four operat-
ive phrases that have been used in the EU instruments in relation to enforcement
measures are: ‘appropriate’; ‘fair and equitable’, ‘adequate legal protection’, and

‘effective, proportionate and dissuasive sanctions’ (EPD).

2.3.1.1 ‘Appropriate’

The first three of these may be dealt with in a comparatively narrow compass. The
concepts of ‘appropriate (sanctions and) remedies@ have not been substantively
considered by the CJEU.FES] There has been some domestic and CJEU considera-
tion of the Database DirectiveFE] and some PO Office consideration of the special

position of IPRED art 16777 but this does not particularly advance understanding.

2.3.1.2 ‘Fair and Equitable’

Second, the concept of ‘fair and equitable’ remedie@ has been considered in the
context of the Scarlet decisionf™| (which will be discussed in Chapter Four), but the
elucidation was narrow: the Court explained that an order for an ISP to provide a

‘complicated, costly, permanent computer system at its own expense’ would breach

Database Directive), art 12; |Software Directive, art 7; InfoSoc, art 8(1); IPRED), art 16.

Though, they have been mentioned. InfoSoc art 8(1) has been cited in Case C-70/10
(EU:C:2011:771) Scarlet Extended SA v Société belge des auteurs compositeurs et éditeurs [2011]
ECR 111959 and Case C-275/06 (EU:C:2008:54) Productores de Misica de Espania (Promusicae)
v Telefonica de Espana SAU [2008] ECR I-271 [58] (dealt with earlier), amongst others. Art 16 of
IPRED is yet to be separately cited and considered (though was mentioned in Promusicae).

Football Dataco v Sportradar GmbH & Ors [2013] EWCA Civ 27; Case C-203/02 (EU:C:2004:695)
British Horseracing Board Ltd v William Hill Organisation Ltd [2004] ECR 1-10415.

The UK Patent Office, The UK Implementation of the Directive on the enforcement of intellectual
property rights (2004/48/EC) (2005) (http://www.ipo.gov.uk/consult-enforcement.pdf).

With subordinate clauses regarding complication, cost, time limits and delays (IPRED) art 3(1)).
Scarlet Extended (1n|105)).
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this requirement. The obligation to ensure fair and equitable remedies, however, has
been considered domestically in the High Court. The High Court has considered
that springboard injunctions were fair and equitable (also effective and dissuasive
within the meaning of IPRED) in a particular case. This was a case of ensuring a
remedy complied with an overarching requirements and law rather than exploring

the meaning of the phrase itself[["|

2.3.1.3 ‘Adequate’ Legal Protection

Third, although art 6 of InfoSoc has been repeatedly considered in the EU courts/[]
the concept of what is ‘adequate legal protection@ has only been considered in an
Advocate-General’s opinion[l™| In Nintendo['™] the question concerned (inter alia)
whether art 6’s ‘adequate . .. protectionm extended to measures Nintendo applied

on its consoles which blocked not only unlawfully copied Nintendo-authorised games

Smith & Nephew Plc v Convatec Technologies Inc & Anor [2013] EWHC 3955 (Pat) [130] (appeals
allowed on other grounds: Smith & Nephew Plc v Convatec Technologies Inc & Anor [2015] EWCA
Civ 607, [2015] RPC 32); see also Case C-316/95 (EU:C:1997:347) Generics v Smith Kline & French
[1997] ECR 1-3929 regarding a 14-month springboard injunction post-patent expiry, arising as a
result of pre-expiry infringing conduct.

Joined Cases C-457/11-C-460/11 (EU:C:2013:426) Verwertungsgesellschaft Wort (VG Wort) v
Kyocera & Ors (CJEU, 2013) [48]-[50], [59]: the Fourth Chamber of the CJEU has noted that the
legal protections proffered under art 6 may be a factor in deciding fair compensation under art 5
of the InfoSoc Directive, but do not render it (the obligation for fair compensation) inapplicable;
Case C-59/04 (EU:C:2005:67) Commission of the European Communities v France (ECJ, 2005).
See further: Case C—463/12 (EU:C:2015:144) Copydan Bandkopi v Nokia Danmark A/S (CJEU,
2015) [68]-[73)].

InfoSod, arts 6(1), 6(2), 7(1).
The provision was not expressed substantively in the CJEU’s ultimate reasoning.
Opinion C-355/12 Nintendo Co Ltd v PC Boz Srl (A-G Opinion) (CJEU, 19 September 2013).

Said to be ‘complex multimedia works’ falling under the InfoSoc Directive instead of computer
programs falling under the Software Directive): Nintendo (AGO) (n|114) AG32.
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2.3 Generic operative obligations

software, but also lawful, Nintendo-unauthorised, ‘homebrew’ software.@ In that
case, the Advocate-General and the CJEU considered the adequacy of the protec-
tion, rather than the adequacy of the enforcement measure. In that way, this generic
Infosoc obligation is of limited concern in the case of enforcement measures, and is
more relevant to self-help steps which right-holders may take.m Deciding whether
Nintendo’s technological measures were properly protectable takes into account pro-
portionality. The adequacy of the protection must be balanced with proportionality
requirements. In the United Kingdom’s case, the relevant legislation was transposed

in s 296ZD of the CDPA['™® which has been more narrowly construed[["]

2.3.1.4 ‘Effective, proportionate, dissuasive’

The fourth and final operative provisions are those of ‘effective, proportionate and
dissuasive’ processes and remedies.@ The use of the EPD triptych in IPRED and
InfoSoc gives copyright some strange bedfellows. Whilst the phrase is used in other
areas of EU law, they are areas which are more germane to substantive criminal /law-
and-order or social welfare goals than to protection of commercial property rights.

The other instruments concern, for example, environmental crimem the use of

Nintendo (AGO) (n AGH4.

The Advocate-General directly applied proportionality tests in relation to the technological
measure (Nintendo (AGO) (n [114) AG56) and that approach was endorsed by the CJEU:
(Case C-355/12 (EU:C:2014:25) Nintendo Co Ltd v PC Box Srl (CJEU, 23 January 2014)).

Union of FEuropean Football Associations (UEFA) v Furoview Sport Ltd [2010] EWHC 1066 (Ch)
[31] (Kitchin LJ).

Higgs v R [2008] EWCA Crim 1324.
InfoSoc|, art 8(1); IPRED), art 3(2).

Directive 2005/35/EC on ship source pollution and on the introduction of penalties for in-
fringements [2005] OJ 1.255/11 (Ship Source Pollution Directive (Original)) art 8(1); Directive
2008/99/EC on the protection of the environment through criminal law [2008] OJ L328/28 (En-
vironmental Crime Directive) arts 5, 7; Directive 2009/123/EC on ship source pollution and on
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unapproved medicinesm insider dealingm and the Road Transport Working Time
DirectiveFEl The phrase is also used outside of EU instruments, including COE child
sex exploitation conventiong'>’|and OECD bribery regulation{™ — not areas seen
as readily akin to IP rights.

The Commission, in the work of Professor ToblerFEl shows that the EPD phrase
has its origins in EC anti-discrimination, sex equality law. This work identifies that
such provisions of the earlier versions of those equality directives focussed on efficacy
over proportionality and dissuasion.@ Tobler identifies — including by reference to
other scholarship — the difficulties inherent in the phrasing itself. These include: its
breadth, the perspective of assessment (ie difficulties with considering from whose
perspective that must be judged), the possibly conflicting nature of the three re-

quirements, and the necessity for procedural elements to run with sanctions lest the

the introduction of penalties for infringements [2009] OJ L280/52 (Ship Source Pollution Directive
(Amending)) art 7.

Regulation (EC) No 726/2004 laying down Community procedures for the authorisation and super-
vision of medicinal products for human and veterinary use and establishing a European Medicines
Agency [2004] OJ L136/1 (Medical Trials Regulation) arts 24, 49, 84(1).

Directive 2003/6/EC on insider dealing and market manipulation (market abuse) [2003] OJ L96/16
(Insider Dealing Directive).

Directive 2002/15/EC on the organisation of the working time of persons performing mobile road
transport activities OJ L80/35 (Road Transport Time Directive).

Council of Europe Convention on the Protection of Children against Sexual Exploitation and
Sexual Abuse (2010) 49 ILM 1667 (COE Sex Abuse Convention) 27(1), 27(2).

OECD Convention on Combating Bribery of Foreign Public Officials in International Business
Transactions [1997] (OECD Anti-Bribery Convention) 3(1), 3(2).

Christa Tobler, European Commission, and Direccié General d’Ocupacié i Assumptes, Socials,
Remedies and sanctions in EC non-discrimination law: Effective, proportionate and dissuasive
national sanctions and remedies, with particular reference to upper limits on compensation to
victims of discrimination (2006).

Directive 75/117/EEC on the approximation of the laws of the Member States relating to the
application of the principle of equal pay for men and women [1975] OJ L45/19 (Equal Pay Directive
75/117).
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2.3 Generic operative obligations

requirement not be met. Ultimately, Tobler considers that each case will turn on
its own circumstances@ Each of these difficulties arises in an IP context and yet
what is truly ‘effective, proportionate and dissuasive’ has not been explained by the
CJEU. Instead, it is a matter of deriving an understanding from other decisions and
opinions, case-by-case.

In discussing InfoSoc’s use of the EPD terms in Donner[P| Advocate-General

Jaaskinen relevantly explained:@

e that the standards and procedures adopted for enforcement must not be in-

consistent with securing the attainment of a Directive’s objective(s);@

e that proportionality is a matter for national courts, taking into account the

CFR, and thereby, EU law;

e that cases should be considered individually (at least under the InfoSoc recit-

als); and

e that criminal legislation cannot restrict the fundamental freedoms guaranteed
under EU law or rely upon directives for founding concepts aggravation or

retrospective effect.@

129 Tobler, European Commission, and Direccié General d’Ocupacié i Assumptes, Socials (n l 10.

130 Donner (AGO) (n : the point was not raised in the ultimate judgment of the Court Case C-5/11
(EU:C:2012:370) Criminal Proceedings against Titus Donner (CJEU Decision) (CJEU, 2015).

131 Donner (AGO) (n[103)) paras 75-76.

132 See further: Case C-329/11 (EU:C:2011:807) Achughbabian v Préfet du Val de Marne (2011) 1
CMLR.

133 See further: Case C-338/04 (EU:C:2007:133) Criminal Proceedings against Placanica [2007) ECR
1-1891.
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2.3 Generic operative obligations

What meets (or fails to meet) the requirement is open to wide interpretationm
as many countries implement their obligations in different Waysfigl These words may
(when construed alone, and sometimes certainly with others), import limitations.
Indeed, in the Netlog@ Scarletm and Promusz’cae@ cases (discussed further in
Chapter Four), the Court was compelled to consider this term in the context of
other aspects of EU law. Whilst those cases turned on other points, the CJEU
saw the EPD provision as more ‘enabling’ than those expressions found in the
e-Commerce[™™] e-Privacy['™| and Data Processing Directives['T] which promoted
express limitations[?] The Court in those cases identified that IP rights must be
balanced against protection of fundamental rights. Particularly, the CJEU identified
that a fair balance must be sought: not least of all between the ‘property right’ of

IP and the freedom to conduct a business (such as that of an ISP)['¥ and the fun-

On EPD generally, see the discussion in: Case C-481/11 (EU:C:2013:588) Re: Texdata Software
GmbH [2014] CMLR, para 50.

Urs Gasser and Michael Girsberger, ‘Transposing the Copyright Directive: Legal Protection of
Technological Measures in EU-Member States-A Genie Stuck in the Bottle?” [2004] (No. 2004-10)
The Berkman Center for Internet and Society at Harvard Law School Berkman Publication Series.

Case C-360/10 (EU:C:2012:85) Belgische Vereniging van Auteurs, Componisten en Uitgevers
CVBA (SABAM) v Netlog NV [2012] ECR, I-0000.

Scarlet Extended (n .
Promusicae (n .
Directive 2000/31/EC on certain legal aspects of information society services, in particular elec-

tronic commerce, in the Internal Market [2000] OJ L178/1 (e-Commerce Directive).

Directive 2002/58/EC concerning the processing of personal data and the protection of privacy in
the electronic communications sector [2002] OJ L201/37 (e-Privacy Directive).

Directive 95/46/EC on the protection of individuals with regard to the processing of personal data
and on the free movement of such data [1995] OJ L281/31 (Data Processing Directive).

Contrast eg SABAM v Netlog (n|136) [3]-[7] with [8] .
Scarlet Extended (n ) [44]-[48].
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damental rights to personal data and speech@ A methodology for balancing rights
within this context was established by using these terms.

Tobler arguesizgl that consideration of the EPD terms ought to be informed
by the von Colson decision['™] While von Colson is normally cited in relation to
principles of indirect effect in EU lawm it also dealt with ensuring a directive
was ‘fully effective’ by providing sanctions for its breach that were effective and
deterring (though this language is not in the directive itself). In von Colson, a generic
remedial obligation — the ability to ‘pursue claims by judicial process’ regarding sex
discrimination@— did not provide ‘unconditional and sufficiently precise obligation
as regards sanctions’. The Court considered that to make the directive effective, any
sanction for its breach must have deterrent effect. Such efficacy and deterrence would
require that compensation, if offered, be more than just nominal reimbursement of
expenses: it would need to provide for something adequate in relation to the damage
sustained@ In that context, the Court began to identify a baseline requirement for
effectiveness. Further, there is a substantial body of EU case law, from Marshall U@

and tracking through Commission v United ngdomlTiTl and beyond, which further

Scarlet Extended (n|105) [50]-[52].
Tobler, European Commission, and Direccié General d’Ocupacié i Assumptes, Socials (n ) 11.

Case C-14/83 (EU:C:1984:153) von Colson & Kamann v Land Nordrhein- Westfalen [1984] ECR
[-1891.

And is seen as a forerunner to Case C-106/89 (EU:C:1990:395) Marleasing SA v La Comercial
Internacional de Alimentacion SA [1991] ECR 1-4135 (Marleasing).

Directive 76/207/EEC on the implementation of the principle of equal treatment for men and wo-
men as regards access to employment, vocational training and promotion, and working conditions
[1976] OJ L39/40 (Equal Treatment Directive 76/207) art 6.

von Colson (n|146) pp 18, 27-28.

Case C-271/91 (EU:C:1993:335) Marshall v Southampton & South-West Hampshire Area Health
Authority [1993] ECR 1-4367.

Case C-382/92 (EU:C:1994:233) Commission of the European Communities v United Kingdom of
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consider effectiveness. In the context of InfoSoc and IPRED, the EPD factors are a
yardstick to measure a granted remedy against.

In terms of the dissuasion aspect of EPD, the (then) ECJ noted (in a discrimin-
ation case) the requirement for remedies using the term to have am

[39] ... real dissuasive effect ... and must be adequate in relation to the

damage sustained in order to ensure real and effective judicial protection.

[40] Tt is clear that a provision ... which places a ceiling ... on the
aggregate amount of compensation for all applicants harmed by discrim-
ination on grounds of sex ... may lead to the award of reduced com-
pensation and may have the effect of dissuading applications ... from
asserting their rights. Such a consequence would not represent real and
effective judicial protection and would have no really dissuasive effect ...

as required by the Directive.

Such a genuine dissuasive effect must be commensurate to the seriousness of
the breaches for which they are imposed@ while respecting proportionality. Such

considerations are being expressly adopted in domestic lawlﬂ

Great Britain and Northern Ireland [1994] ECR 1-2435.

Case C-180/95 (EU:C:1997:208) Draehmpaehl v Urania Immobilienservice OHG [1997] ECR I-
2195 [39]-[40] being cited with approval in Case C-81/12 (EU:C:2013:275) Asociatiac ACCEPT v
Consiliul National pentru Combaterea Discrimindrii (CJEU, 25 April 2013) para 63.

ACCEPT (n para 63 citing Case C-383/92 (EU:C:1994:234) Commission v United King-
dom [1994] ECR 1-2479 [42]; Case C-101/01 (EU:C:2003:596) Criminal proceedings against Bodil
Lindquist [2003] ECR 1-12971 [87]-[88]; Case C-430/05 (EU:C:2007:410) Ntionik and Pikoulas
[2007] ECR I-5835 [53]; Draehmpaehl (n [40].

See eg HT'C Corporation v Nokia Corporation [2013] EWHC 3778 (Pat) [28] (Arnold J); and though
in an unrepresented case, Pablo Star Media Limited v Richard Bowen [2017) EWHC 2541 (IPEC)
[26] (HHJ Hacon) where the Court briefly considered dissuasiveness in the context of future risk
of infringement by the same defendant, and by third parties carrying out similar infringements.
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2.3.1.5 EU Generic Obligations

There has been limited EU guidance on generic operative obligations. The guid-
ance that exists links IP to well understood principles of EU law, along with each
instrument’s self-expressed rationales. The generic terms are subject to principles
of proportionality and general effectiveness. This applies whether in the context of
right-subsistence /protection (eg adequacy), or as a remedy for rights-violation (eg
dissuasive effect). That copyright protection is then to be balanced in the context
of the rest of EU law — importantly, the ECFR. Despite a lack of CJEU guidance,

the operative phrases are being adapted and adopted into domestic lawPEl

2.4 Conclusions

Remedial obligations expressed in International and EU instruments must be con-
strued in context through the lens of the objectives and purposes of the instrument.
What the above has shown is multi-faceted.

First, the use of self-expressed rationales in transnational instruments is increas-
ing. Whilst Berne and Rome barely rationales beyond a generic endorsement of
protecting IP rights, since TRIPs, instruments have had their rationales expressed
in an expansive and encompassing way. This overt selection of justifications leads
to a selection of purpose and an arguable lessening of the impact of justifications
offered prior to their adoption. The law is what we say it is for the reasons we say
it is. That leads to the second overall theme.

Second, the overarching rationales for copyright regulation are at least broadly

155 Convatec (HC) (n; HTC (HC) (n [28].
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consistent at the international and EU levels. These instruments have principally
used economic justifications and incentives as a foundation. Where secondary ra-
tionales have been expressed, whether by cultural goals (welfare, dissemination of
works, international understanding), development goals (by trade), or law-and-order
goals, these have tended to be recognised along with, or contingent upon, economic
justifications or the realisation of economic goals.

Third, national procedural autonomy is narrowing. This is occurring in two ways.
The first is by the use of self-expressed rationales. From nearly no enforcement
obligations in Berne or Rome, through to entire multilateral treaties on the topic of
enforcement (eg ACTA), domestic law is being subjected to harmonisation in this
field.

Fourth, the use of over-arching generic, but operative, obligations in the in-
struments is narrowing procedural autonomy. While the generic obligations mean
different things in different contexts, it is possible to group them around three
key concepts in relation to remedies: efficacy, adequacy/sufficiency, and propri-
ety /fairness/proportionality. It is these concepts that provide the core of the generic
operative enforcement obligations, howsoever expressed.

Fifth, the speed at which this narrowing of procedural autonomy is occurring
is increasing. The narrowing has been ongoing since Berne, but, in relation to en-
forcement, has found its zenith in the trade treaties, and more recently, Marrakesh.
This approach of expansive recital of factors addressed by the instrument has been
a common feature of European IP legislation for some time, to the point where it
has become considered a ‘third type’ of lawmaking.

Sixth, and continuing the theme from Chapter One, the above mélange of jus-

tifications, rationales and language undermines legal certainty and harmonisation
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despite attempts to create a ‘latticework’. This occurs first by the pretence that
documents with separate rationales may be construed in the same way, when the
canons of construction do not permit such to occur: different contexts and rationales
will ultimately drive different considerations. Different considerations will drive dif-
ferent decisions and exercises of judicial discretion. Second, this undermining occurs
by these agreements applying generic, active obligations which apply directly and
with more force than a recital. This essentially creates a further interpretive layer for
courts and parties to consider. Third, the use of common terms creates a misleading
alignment of language. A remedy which is ‘effective’ for one instrument may wholly
fail to be effective in another: interpretation requires that an instrument’s meaning
derives from that instrument’s context.

As will be seen in the chapters that follow, domestic courts have attempted to
deal with this uncertainty in a number of ways. Generally, it has been by setting
out the relevant international and EU considerations in judgments, and showing
that those factors have at least been considered. This has involved courts expressing
views in areas where there has been limited (or no) CJEU guidance. Courts, and
the parties before them, are involved in a process of attempting to make domestic
enforcement comport with these obligations. Those attempts are having the effect
of, inter alia, Europeanising and Internationalising that enforcement. In many cases,
it is taking a procedure or remedy that already exists in domestic law, such as an in-
terim injunction, and applying new factors in considering whether or not to make the
order. In that way, the courts are ‘retrofitting’ EU and international considerations
to domestic law, or perhaps, ‘retrofitting’ domestic law with those considerations.
This retrofitting has taken place along a sliding scale, which is discernible from the

judgments, and will be set out and discussed in the chapters that follow.
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It is quite true that a man ought not to be compelled
to part with his property against his will, or to have
the value of his property diminished, without an Act
of Parliament. On the other hand, the Court ought
to be very careful not to allow an action for the pro-
tection of ancient lights to be used as a means of

extorting money

— Lord Macnaghten - Colls v Home & Colonial
Stores Ltd
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3.1 Overview of enforcement taxonomy

3.1.1 Introduction

In actions for copyright infringement, parties tend to seek four outcomes: they
want money, they want the infringing copies dealt with, they want the infringe-
ment stopped, and they want something punishing to happen to the infringer. The
right-holder will also want to make sure that they can get these outcomes in the
shortest possible time with the minimum of work and expense. That is to say, they
want procedural advantages to make the practical aspects of obtaining an outcome
(by court order or otherwise) easy and cheap. It is those outcomes and procedures
that will be identified and discussed in this Part.

For the purpose of this analysis, this thesis presumes the existence of a subsisting
primary right (either copyright or some form of related right), infringement of that
right, and either litigation, or steps immediately prior to litigation. There is a further
presumption that copyright litigation exists in part to redress harm. Whilst the
normative basis of copyright, the remedies granted for its infringement, and the

rationale for procedural variations are discussed in depth in the chapters to come,
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3.1 Overview of enforcement taxonomy

they will be set out here briefly.

Infringements directly impose upon the rights granted to right-holders and thereby
‘cause harm’. Put generally, as expressed by Szott-Mohr, a harm is a disvalue, det-
riment or a set-back to a socially valuable interestﬂ Here, the ‘socially valuable in-
terests’ are those that copyright is said to advance. These were discussed at length in
the previous chapter. They are primarily economic, cultural (welfare, dissemination
of works, international understanding), developmental (by trade), or law-and-order
based. While these emanated from international or EU instruments, they have been
set out elsewhere, such as in the Statute of Anne — an instrument said to be for
the encouragement of ‘Learned Men to Compose and Write useful Booksﬂ — or the
US Constitution which targets the progression of ‘useful arts’ generallyﬂ In an eco-
nomic or property rights-based system such as the UK’s, the harm suffered by the
right-holder is generally some form of deprivation: of the right to licence the work,
to control the work or, more directly, the receipt of payment for the work, whether
by royalties or sales. This individual harm can, for argument, be maximised to say
that the societal interest is similarly, if not equally, harmed by artists and producers
becoming discouraged from creating. The consequence is that cultural life is being
impacted, to say nothing of net social harms of general lawlessness and disrespect
for rights. That would dovetail neatly with copyright’s expressed justifications.

Claims to specific harm can be problematic as empirical measurement of harm

Geraldine Szott-Moohr, ‘The Crime of Copyright Infringement: An Inquiry Based on Morality,
Harm, and Criminal Theory’ (2003) 83(4) Boston University Law Review 731, 753.

An Act for the Encouragement of Learning, by Vesting the Copies of Printed Books in the Authors
or Purchasers of such Copies, during the Times therein mentioned (Statute of Anne, ¢19) 1710,
Preamble.

Constitution of the United States of America, art I, sec 8, cl. 8.
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by measuring its proxy, infringement, is challengingﬁ This is exemplified in the
context of Peer-to-Peer (P2P) music, video, or other file sharing: ascertaining the
true numbers of copies being made would be effectively impossible without tracking
and reassembling every packet on every Internet connection worldwide. Knowing
what is shared on the ‘dark-web’ is impossibleﬂ Suspected infringement numbers
are broad estimates at best. Even were they accepted to be wholly correct, they
could only ever measure absolute copies and could not assess whether those parties
sending or receiving those files were authorised, or whether, in their jurisdiction, they
had some personal or private right to copy, or another defence to an infringement
action. Even if online copying could be measured, all it could measure would be

copies, and not infringements. That has not stopped many attempts to measure

See: Stijn Hoorens and others, Measuring IPR infringements in the internal market: (Report pre-
pared by RAND Corporation for the European Commission (Internal Market and Services DG):
Development of a new approach to estimating the impact of infringements on sales (TR-1279-EC,
2012) (http://ec.europa.eu/internal market /iprenforcement /docs/ipr_infringment-report_en.pdf),
as referred to regarding obtaining information at a minimum in European Commission, ‘Commis-
sion Staff Working Document, Impact Assessment, Accompanying the document Proposal for a
Regulation of the European Parliament and of the Council setting out the conditions and pro-
cedure by which the Commission may request undertakings and associations of undertakings to
provide information in relation to the internal market and related areas (2.May.2017)” SWD(2017
217 Final; COM(2017) 257 final.

For practical purposes. As a technical matter, assuming physical access, one could intercept and
‘sniff” every Internet connection — but the technical resourcing to do such (including resourcing to
decode encrypted packets), combined with, at a minimum, the profound legal (particularly privacy)
implications make it a practical impossibility. Indeed, the Snowden revelations regarding the MY S-
TIC and RETRO programs show that the US National Security Agency is capable of intercepting
all telephone traffic for an entire country. Something of that magnitude, perpetually and worldwide
would be required to truly track online infringements, assuming the traded files could otherwise
be ‘fingerprinted’ and identified. See generally: Barton Gellman and Ashkan Soltani, ‘NSA sur-
veillance program reaches ‘into the past’ to retrieve, replay phone calls’ (The Washington Post,
Washington DC, 18 March 2014) (http://www.washingtonpost.com/world/national-security /nsa-
surveillance- program-reaches-into- the- past-to-retrieve-replay-phone-calls /2014 /03 /18 /226d2646-
ade9-11e3-ad9e-76adc9210f19_story.html)
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infringementﬂ using a number of methodologiesﬂ including some studies mandated
by law [

Assessing and remedying these kinds of harm is exactly what courts are called
upon to do every day. Take two hypothetical examples, each with highly simplified
facts, to illustrate the point:

An author, A, has self-published a paperback book. A sells the book for
£10. A finds poor photocopies of the book for sale at a travelling market
stall for £3. For each sale at the stall, A is seemingly deprived of a profit.

A asks the Seller, S, how many copies have been sold, but S refuses to

answer him.

This scenario raises real issues faced by right-holders every day, to which the law
(by judicial decision or legislation) must respond: How can the Seller be stopped
from selling the book? Should the Seller be stopped at all? How much money should
the Author get for the Seller’s conduct? How can the Author know how many sales
have been made? Should the Seller be forced to answer? Even if the Seller could be
compelled, would the oral account be believable, or should the Seller’s books and

bank accounts transactions be available to the Author? How, ultimately, can one

Xigen Li and Nico Nergadze, ‘Deterrence Effect of Four Legal and Extralegal Factors on Online
Copyright Infringement’ (2009) 14(2) Journal of Computer-Mediated Communication 307.

Danny Kay, Kantar Media: Illegal File-sharing Pilot Survey Report: Prepared for OfCom (2010)
(http://stakeholders.ofcom.org.uk/binaries/research/telecoms-research/filesharing /kantar.pdf).

Eg Kantar Media, Ofcom Online Copyright Infringement Tracker Wave 4 (Covering period Mar
13 - May 13) Overview and Key Findings (2013) (http://stakeholders.ofcom.org.uk /binaries /
research / telecoms - research / online - copyright / w4 / OCI_MAIN_REPORT _W4 FINAL. pdf) re-
garding Kantar Media, Ofcom Online Copyright Infringement Tracker Wave 4 (2013) (http://
stakeholders.ofcom.org.uk /market-data-research /other /telecoms-research /oci-waved /); and more
recently: Intellectual Property Office, Online copyright infringement tracker survey (5th Wave)
(IPO 2015/47) (https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/
449592 /new_OCI_doc_290715.pdf)) and Intellectual Property Office, Online Copyright Infringement
Tracker (March-May 2016) (6th Wave) (2016/01) (#https://www.gov.uk/government /uploads/
system/uploads/attachment_data/file/546223 /OCI-tracker-6th-wave- March-May-2016.pdf#).
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measure the Author’s loss? Is it simply £10 per copy? Or should the Author be only
able to receive what would have been the Author’s profit had they legitimately sold
copies? What about the photocopies — who gets to keep those?
Take a second example:

B runs a website which has extensive hyperlinks to all of the latest music

on other websites all over the web. If a visitor to the website clicks on

a link, they will instantly have downloaded to their computer a copy

of a digital version of the song. There have been millions of visitors to

the site, but B works casually for minimum wage and is otherwise nearly

insolvent. As such, it’s plain that even if a right-holder (say, Z) succeeded

in a court action, B would have no money to pay Z.

Can Z get anything? Can Z somehow stop its music from being downloaded? What if
B and the website aren’t hosted in the same country as Z, and it would take months
or years for Z to get the site shut down in its home country: should Z be able to stop
people in its own local jurisdiction from accessing the site? If so — how and on what
terms? Is what B is doing even unlawful to begin with Z is only providing links?ﬂ
Each question has a procedural and remedial response which treaty authors,
legislators, and the courts have crafted. These responses are what this thesis aims to
explore. It will do this in the next two Parts by, first, exploring how, as a practical
matter, copyright is enforced. It will consider the remedies and procedures which
are available to right-holders and seek to understand the function those enforcement
processes purport to perform. Second, the nature of these remedies, procedures and

harms will be more closely reviewed in an exploration of why such measures are

See eg: Case C-161/17 (EU:C:2018:634) Land Nordrhein- Westfalen v Renckhoff (CJEU, 2018),
Case C-160/15 (EU:C:2016:644) GS Media BV v Sanoma Media Netherlands BV and Ors (CJEU,
2016) or the comparative Australian approach: Cooper v Universal Music Australia Pty Ltd [2006]
FCFCA 187.
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provided. While this is arguably backward, it is done in order to set out the approach
more fully and methodically before assessing those choices in the context of the
expressed rationales from the previous chapter, and the theoretical explanations in
Chapter Seven.

This first aspect will introduce: i) a taxonomy of the remedies which are available
(in theory and in practice); and ii) the considerations implicit in the granting of such
a remedy as a matter of domestic law. This taxonomy will take into account the
requirements for courts (or other authorities) to provide claimants with access to
certain outcomeﬂ and whether those requirements exist in international law, EU
law, or domestic law. A further aspect of the taxonomy will deal with the procedural
mechanisms that must be available under domestic law, as required by international
agreements or EU instruments. It will pair that discussion with a consideration of
other procedural variations that exist in domestic law. Each remedy and procedure
will then be explored to identify the function they purport to perform, advance, or
achieve.

This taxonomy uses groupings that align with specific outcomes: money remed-
ies, tangible remedies, injunctive remedies, punishment outcomes, other remedies,
and procedural variations. These groupings have been chosen to reflect English law
and practice, and for practical convenience in the context of writing about out-
comes in IP cases. It is not the only manner in which remedies and procedures may
be grouped. There are many othersE often more generalist in nature, which seek

to classify a greater number of remedies more broadly. For example, there are good

Generally remedies.

Rafal Zakrzewski, ‘The Classification of Judicial Remedies’ [2003] Lloyd’s Maritime and Commer-
cial Law Quarterly 477.
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reasons to consider and classify certain remedies over tangible objects as simply
forms of injunction which, as a matter of domestic law, they are. However, FEng-
lish law treats tangibles and intangibles differently. As a consequence, they will be
considered separately here.E Similarly, there are good reasons for separating pro-
hibitory and mandatory injunctive relief; however, these distinctions do not advance
the present consideration and are dealt with together in what follows.

As Birks identiﬁedm the term ‘remedies’ is of unstable meaning. In this tax-
onomy and the rest of this thesis, the term is used in the sense used by Blackstone:
a right is infringed by a wrong, being subject to an action, for which the outcome is
a remedy. This is the same meaning as given by Lord Nicholls in Attorney-General v
Blake (Blake).ﬁ That which this thesis identifies as procedural is anything that is
ancillary to the grant of such a remedy: whether by way of standing to bring a claim,
evidence, documentary requirements for an action, or otherwise. The only variation
of note in the below discussion is that interim and administrative (customs) orders

are dealt as forms of remedies, whereas in some taxonomies of relief, they would be

excluded [P

3.1.2 Taxonomical groupings

First, in relation to money remedies, this category will encompass any financial order
made directing a defendant to pay a claimant money or money’s worth, either on an

interim or final basis. The most common form of such relief is damages: whereby an

Your Response Ltd v Datateam Business Media Ltd [2014] EWCA Civ 281.
Peter Birks, ‘Rights, wrongs, and remedies’ (2000) 20(1) Oxford Journal of Legal Studies 1.
Attorney General v Blake and Another [2000) UKHL 45, [2001] 1 AC 268.

Zakrzewski (n 480.
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infringer is ordered to pay a sum of money to a successful claimant. The calculation
of the sum may take into account a number of factors, but generally, its purpose is
said to be to compensate a defendant for the wrong they have suffered at the hands
of the infringer[l| An alternative form of money order is an account of profits. It is
restitutionary in nature:ﬂ the aim in taking an account is to determine the extent
to which the infringer has profited from their wrongdoing and to strip them of that
benefit. In English law, copyright claimants usually elect whether to seek an order
for damages from a court or an order for an account of profits from the infringer,
often after what is known as Island v Tring'™| disclosure (which enables claimants
to assess which is the better course)H This election is important. It impacts how
much money a successful claimant will receive and how that sum is calculated. This
taxonomical grouping will also include legal costs and other forms of recovery of
legal expense. Such costs are often considered a procedural requirement or variation.
However, as transnational obligations subsist which provide for an order for payment
of a compensatory figure, costs will be assessed under money remedies. The below
taxonomy will consider each expressed purposive rationale for all forms of money
order.

The second grouping is injunctions. Injunctions are simply an order from a court
directing someone (usually a party, but sometimes a stranger to the litigation) that

something be done, or not be done; to take a simple example, riding a horse in

Blayney v Clogau St David’s Gold Mines Ltd [2002] EWCA Civ 1007 [11].

Graham Virgo, The Principles of the Law of Restitution (3rd edn, Oxford University Press 2015)
19.

Island Records v Tring [1996] 1 WLR 1256 (HC).

That being said, an account of profits is a discretionary remedy which a court may refuse: Walsh
v Shanahan & Ors [2013] EWCA Civ 411 [62]-[66] (Rimer, Laws, and Hallett LJJ concurring).
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a derby (compelling/mandatory in nature) versus not riding a horse in a derby
(prohibitive order in nature). This distinction between mandatory and prohibitory
injunctions has somewhat dissolved in more recent times, although the courts tend
to require more persuasive material when compelling someone to do something,
than preventing (or stopping) someone from doing something. Further and different
considerations apply when restraining non-parties. The aims and functions of the
orders can differ and these are explored in the parts of this thesis that follow.

The third grouping covers tangible remedies. Many infringing works take the
form of physical goods: software, music and/or video on some form of media —
previously LPs, then tapes, CDs, DVDs, Blu-ray discs — now hard-drives, USBs, or
perhaps books or other forms. Right-holders want those infringing goods controlled:
either by being given to them by some means, or otherwise destroyed. As a matter
of domestic law, there are a number of ways in which this is achieved. England
has a number of ‘self-help’ rules allowing right-holders to simply take infringing
goods (subject to certain rules) which are ‘exposed’ in a particular placem This was
introduced to address the difficulties involved in seizing goods from, in particular,
unlicensed memorabilia sellers at music concert venues Y| Obtaining other forms of
relief over tangibles requires the invoking of court or customs authority processes.
This can lead to seizure and destruction, recycling, or another form of forfeiture.
While most of these forms of relief are properly considered injunctive in nature,
tangible goods are dealt with separately from general forms of injunctions. This is

because English law maintains a distinction as to the types of actions, procedures,

See eg Copyright, Designs and Patents Act 1988, s 100.

Nicholas Caddick QC, Gillian Davies, and Gwilym Harbottle (eds), Copinger and Skone James on
Copyright (17th edn, Sweet & Maxwell 2016) 21-71.
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and remedies that are available in the case of physical goods and those which are
available for intangibles [

The fourth grouping relates to criminal sanctions. While these are not ‘remed-
ies’ per se, in English law, they may be sought by private action as a matter of
enforcement. As an outcome that is available to right-holders, they are considered
here. Criminal orders encompass outcomes that overlap with some of the above (eg
seizure, penalties), and do not overlap at all (eg imprisonment).@

The fifth grouping relates to ‘other remedies’. These are other ‘remedies’ that
are required to be available, inferentially or expressly, which do not sit comfortably
within any of the earlier categories. Broadly, there are three sub-groups: express re-
lief, inferential remedies, and rights inferring remedies. As to express relief, there are
some orders, such as declaratory orders, that do not fit neatly within the categories
above. Inferential remedies are those which contain expressions of a valuable thing
(or outcome) that must be available — for example, ‘remuneration’, ‘just compens-
ation’, or ‘an interest’ — but the requirement is not so expressed as to require that
the outcome be a remedy. For example, ‘just compensation’ is required in certain
circumstances under EU instruments. Should a Member State fail to make it avail-
able, it will likely be used as a relative measure of an ultimate payment of Francovich
damages if an aggrieved party sues the Member State for that failure@ In any event,
understanding purpose advances the consideration of functions performed by such

provisions.

Your Response (n .
Save in an ancillary proceeding for contempt of a civil order.

Joined Cases C—6/90-9/90 (EU:C:1991:428) Andrea Francovich and Danila Bonifaci and others v
Italian Republic [1991] ECR I-5357 (Francovich).
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As to rights inferring remedies, expressions of obligations in international and
EU law may mandate that an outcome be available, but not how to make that out-
come available. For example, a Member State may be required to take ‘adequate
measures to prevent’ certain things, or to make available remedies which enable a
claimant to obtain orders to ‘preserve relevant evidence’. That is, a right to ancil-
lary preservation of evidence is provided, and inferred, but the instrument does not
mention a particular remedial response. This class of obligation will be considered
in this Part.

The sixth grouping is of procedural variations. The enforcement of intellectual
property is generally contingent upon domestic action via courts, customs agencies,
or self-help. International obligations ultimately find their expression in concrete
jurisdictions with concrete rules and procedures. It is beyond the remit of this thesis
to consider all possible steps in a civil action (as this is the domain of many learned
texts)ﬁ However, this thesis will consider procedural steps required to be taken
in two cases. First, if that step is expressly required to be present by international
and/or EU IP instruments. Second, a provision is considered if, by domestic in-
novation, there is a variation from usual private right enforcement practice in the
case of copyright enforcement. In particular, where a normal procedural obligation
is modified, or, for example, a protection lifted — such as the removal of the right
to silence in IP infringement actions.@

In the discussion that follows, where possible, obligations are ‘traced through’ and

considered together. For example, each international and EU obligation, together

See eg A A S Zuckerman, Zuckerman on Civil Procedure: principles of practice (Sweet & Maxwell
2013).

Senior Courts Act 1981, s 72.
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with its domestic expression is considered in a single section. Where there is a purely
international or EU expression of a remedy — for example, penalty payments for
non-compliance with injunctions or pre-established damages — that is noted and
its lack of domestic provision is set out. Similarly, where there is an expression of an
English remedial process that has no international or EU corollary, that is similarly

noted.

3.1.3 Emergent themes

Four themes emerge in this chapter, and then carry on to the further taxonomic
groupings. Three of these themes were foreshadowed in Chapter Two. First, that
transnational rule-making and attempts at harmonisation have become more ex-
tensive, dealing with most facets of copyright regulation. This theme is emergent
in the field of remedies. Nearly each type of remedy has become provided for, and
has become increasingly codified by international and EU instruments. Insofar as an
express remedy is offered domestically, it is generally also expressed in at least one
transnational instrument. This furthers an enforcement and harmonisation agenda.

Second, and consistent with the above, at both the international and EU level,
the level of proscription in those instruments is increasing. From few remedial ob-
ligations being expressed in earlier international and multilateral law-making (eg
Berneﬂ Satellites Directivelfl) and certainly no rationales or guidance being set

out (per Chapter One), to a near codification in the latter instruments (eg ACTA [

Berne Convention for the Protection of Literary and Artistic Works 1886 (Paris Act 1979) (Berne).

Directive 93/83/EEC on the coordination of certain rules concerning copyright and rights re-
lated to copyright applicable to satellite broadcasting and cable retransmission [1993] OJ 1.248/15
(Satellites Directive).

Anti-Counterfeiting Trade Agreement (ACTA).
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IPRE[@, the scope of Member State autonomy in this field is narrowing. Although
this is similar to the first point, it is a question of degree. The first point is the exist-
ence of a generic, specified remedy of, say, ‘damages’. This second point is the level
of proscription on how that is applied; for example, ‘in a compensatory way, taking
into account factors A, B and C’. Together, these minimise the space for legislative
or judicial flexibility.

The third theme is that the rate at which this proscription is happening is in-
creasing. This runs consistently with the second theme.

The fourth theme is the consequent shift in the application of the law. The
practical effect of this narrowing has been that domestic law in the copyright and
IP field is shifting away from traditional, common law or equitable considerations
to a more Europeanised conception of remedies. This is also a more international
approach, given both domestic and EU obligations to comply with international
instruments.ﬂ This shift is measurable and appears to take place along a discernable

spectrum:

e The spectrum begins with a ‘zero” approach to considering (or expressing con-
sideration of)) the international or EU context. In general, this means a judg-
ment has no reference to international or EU law instruments or decisions, and
may simply apply domestic law considerations without reference to the wider

context despite such transnational obligations subsisting.

Directive 2004/48/EC on the enforcement of intellectual property rights [2004] OJ L157/45
(IPRED).

Per Owners of Cargo Lately Laden on Board the MV Erkowit v Owners of the Eschersheim (The
Eschersheim, the Jade and the Erkowit) [1972] 1 WLR 430 (HL) (The Jade) and Case C-306/05
(EU:C:2006:764) Sociedad General de Autores y Editores de Espana v Rafael Hoteles SA [2006]
ECR I-11519.
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e The next increment is what this thesis will refer to as the ‘retrofit’ approach.

Retrofitting occurs on a scale:

— The approach taken in Pendle Metalwares@ is the lower end. At first
instance, reference (in the form of acknowledgment) was had to the re-
quirements of EU law, but those requirements were not substantively
considered, nor were remedies shown in the course of the judgment to
meet themm In the survey taken of copyright decisions, this is the most

common approach.

— The other end of the retrofit scale is the course exemplified by Kitchin
LJ@ in Hollisterﬁ The Court considered, as a secondary matter, that the
remedy of an account of profits fit the UK’s EU and international law
obligations. In doing so, the Court expressed its approach on domestic
principles, and then identified that this response met EU obligations as
a follow-on step. Pendle and cases like it are the first step on a scale
of acknowledgment and application (being recognition), whilst Hollister
fulfils a ‘full’ retrofit by applying a checklist approach to compliance but

principally having reference to domestic principles.

e From the ‘retrofit’ approach, there then develops a more ‘blended’ approach.
This is exemplified in the intermediary injunction or s 97A CDPA cases. Those

cases are jurisdictionally domestic, yet with transnational — predominantly

Pendle Metalwares Ltd v Water Page (Safeway’s) Ltd [2014] EWHC 1140 (Ch).
Pendle Metalwares (n [16].
As he then was.

Hollister Incorporated Dansac AS v Medik Ostomy Supplies Ltd [2012] EWCA Civ 1419 [69].
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EU — factors such as proportionality and fundamental rights being considered
along with domestic discretionary factors@ As set out in the next chapter,
these are an odd hybrid: a European obligation, implemented by statute in
domestic law, which takes effect by a domestic tribunal exercising its equitable
jurisdiction by applying two levels of consideration. It is neither a retrofit nor
a wholly Europeanised approach — it is a blended approach arising from the
position of s 97A. That provision provides for an arguably new form of remedy.
Therefore, there was nothing that needed to change: it was transnational and

European from the start.

e The further increment beyond such blended approaches is the more completely
Europeanised or harmonised approach taken by Arnold Jin HT'C v N okmm In
that case, previous domestic approaches and considerations were abandoned@
in favour of a truly Europeanised approach based upon the wording of relevant
directives and CJEU case law. While HT'C' v Nokia is the ‘high-water mark’ so
far, it is a step that the courts (at least, pre-Brexit) seemed ever closer to taking

across a broad range of remedies for IP cases, and copyright in particular.

With the spectrum in mind, it is appropriate to consider the first category: money

remedies.

Twentieth Century Fox Film Corporation v Sky UK Ltd & Others [2015] EWHC 1082 (Ch) (Fox
v Sky) [61]-[62].

HTC Corporation v Nokia Corporation [2013] EWHC 3778 (Pat).
Or perhaps, ‘merged’.
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3.2 Money remedies

The first taxonomic group is money remedies. There are five types of financial relief
that are considered as ‘money remedies’ in this thesis: damages, compensation, re-
covery/account of profits, penalties, and litigation expenses. The below survey sets
out the key provisions, and does not consider, for example, each of the 30-plus men-
tions of ‘damages’ in the CDPA (as at the date of writing). Rather, the below gives
an understanding of how infringement is to be recompensed and a discussion as to
what function those remedies are to perform.

Each section will proceed by identifying any international obligation, followed by
the EU obligation, followed by any domestic corollary. At each level, interpretations

that have been applied to any obligation or other consideration will be discussed.

3.3 General damages

The express right to seek damages is a more recent provision within the multilateral
scheme of IP agreements, arising first in TRIPs from January 1995. By way of
contrast, other forms of relief — such as seizure — have been an international law
requirement since the first version of the Berne Convention in 1886.

Dealing first with these international obligations, damages must be available
for knowing infringement of any TRIPs IPRE or, knowing infringement of ACTA
IPRSH where a damages order must be ‘adequate to compensate for the injury the

right-holder has suﬂ‘"ered’ﬂ Gervais argues that, as a result, TRIPs is consistent

Agreement on Trade-Related Aspects of Intellectual Property Rights , 45(1).
ACTA,] 9(1).
TRIPs (n 45(1); ACTAL 9(1).
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with the common law rule that the infringer ought to pay damages to compensate a
right-holder for the injury suﬂered@ a view with which Vander principally agreesﬁ
However, Vander argues that full compensation for the actual damage directly caused
by the infringer is contemplated by TRIPs, but not so much as to cause ‘additional
profit’. ACTA goes further than any other non-EU instrument by requiring that its
members’ judiciaries ‘consider, inter alia, any legitimate measure of value the right-
holder submits, which may include lost profits, the value of the infringed goods or
services measured by the market price, or the suggested retail price’. Beyond the
‘light” guidance of damages as a compensatory measure contained in TRIPs, ACTA
goes so far as to begin to regulate permissible evidence and discretionary factors, or
perhaps, read more widely, proper measures for that damage calculation.

In the EU context, damages must be available to right-holders affected by in-
fringing activity contrary to the InfoSoc Directive@ IPRED requires that damages
‘appropriate to the actual prejudice suffered ... as a result of the infringement’ be
available for knowingjﬂ infringement,@ and optionally may be made available for
unknowing infringementﬂ and possibly be pre-established. In the case of know-
ing infringement, IPRED requires that judges take into account ‘all appropriate

aspects’ when calculating damages, such as ‘negative economic consequences (such

Daniel J Gervais, The TRIPS Agreement: Drafting History and Analysis (Sweet & Max-
well/Thomson Reuters 2012) 582.

Peter-Tobias Stoll and others, WTO — Trade-Related Aspects of Intellectual Property Rights (Mar-
tinus Nijhoff Publishers 2009) 721.

Directive 2001/29/EC on the harmonisation of certain aspects of copyright and related rights in
the information society [2001] OJ L167/10 (InfoSoc) art 8(2).

Or with reasonable grounds to know.
IPRED, arts 13(1), 13(2).

Or without reasonable grounds to know.
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as lost profits) ... unfair profits, ... moral prejudice’, or alternatively, a lump-sum
royalty-payment figure which would have been due had the infringer been properly
authorised [

These InfoSoc and IPRED enforcement provisions have been considered by the
CJEU in an increasing number of decisions. While these references are often tan-
gentialﬂ such considerations have most recently been substantive. In Liffers, the
Court was called upon to adjudicate whether moral prejudice was available in all ap-
propriate damages situations (it is, substantively altering the Calculus).lﬂ In Unated
Video['T] the issue was the scope of costs awards and their intersection with gener-
alist obligations of dissuasiveness. In Stowarzyszemeﬂ the CJEU considered that
double royalties were not precluded as a ‘lump sum’ damages calculation. These
enforcement provisions have also been considered in (amongst others) the Scarletﬂ
SABAM@ and Pmmusz’caﬂ cases (dealt with in the next chapter on Injunctions).

Domestically, IPRED’s money provisions — in relation to an account of profits

IPRED| art 13(1).

The CJEU has used IPRED, for example, as a reference point but without substantive consideration
of it in eg Case C-280/15 (EU:C:2016:467) Nikolajeva v Multi Protect OU (CJEU, 2016); and
Case C-170/13 (EU:C:2015:477) Huawei Technoogies Co Ltd v ZTE Corp & ZTE Deutschland
GmbH (CJEU, 2016).

Case C-99/15 (EU:C:2016:173) Christian Liffers v Producciones Mandarina SL (CJEU, 2016).

Case C-57/15 (EU:C:2016:611) United Video Properties Inc v Telenet NV (CJEU, 2016), con-
sidered in Rajinder Tumber v Independent Television News Limited, ITV PLC [2017] EWHC 3093
(IPEC) [29].

Case C-367/15 (EU:C:2017:36) Stowarzyszenie ‘Olawska Telewizja Kablowa’ v Stowarzyszenie
Filmowcéw Polskich (CJEU, 2017).

Case C-70/10 (EU:C:2011:771) Scarlet Extended SA v Société belge des auteurs compositeurs et
éditeurs [2011] ECR 1-11959.

Case C-360/10 (EU:C:2012:85) Belgische Vereniging van Auteurs, Componisten en Uitgevers
CVBA (SABAM) v Netlog NV [2012] ECR I-0000.

Case C-275/06 (EU:C:2008:54) Productores de Musica de Espana (Promusicae) v Telefénica de
Espana SAU [2008] ECR I-271.
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— were considered in Hollister as follows (per Kitchin LJ){f

60 The scope of Article 13 is not entirely clear but I consider the Com-
munity legislature may well have used the term ‘damages’ in a broad
sense to include both reimbursement of the right holder’s lost profits
and the return of profits made by the infringer ... which remedy is ap-
propriate to the prejudice suffered by the right holder and takes account
of all relevant circumstances such as the profits the right holder has lost
and the profits the infringer has made. Certainly I do not understand
Article 13 to preclude the award of an account of the profits made by
the infringer in such a case. Nor do I understand it to require a court
undertaking an account of the profits made by the infringer to adjust

that account by reference to the profits lost by the right holder. ...

The IPRED obligation was transposed into domestic law by the Intellectual Prop-
erty (Enforcement) Regulations (the IP Enforcement Regulations)[’| wherein
r 3(3) of the Regulation identifies:

This regulation does not affect the operation of any enactment or rule

of law relating to remedies for the infringement of intellectual property

rights except that it is inconsistent with the provisions of this regulation.

The Regulation expressly draws, by legislation, UK damages law into the European
fold. It does this by providing methods for assessment of damage and identifying
what must be taken into account in an assessment in mirroring terms to the Dir-
ective.@ The regulation must be read closely with IPRED, pursuant to Marleasing
obligations "]

Hollister (n [60].

The Intellectual Property (Enforcement, etc) Regulations 2004, (SI 2006/1028).

The Intellectual Property (Enforcement, etc) Regulations 2004 (n[57))| regs 3(1), 3(2).
Hollister (n [62].

92



60

61

62

63

64

65

66

3.3 General damages

Aside from this domestic regulation, the express power to grant damages for
infringement is found in s 96(2) of the CDPA, subject to the limitation expressed
in 8 97 regarding reasonable unknowing infringement precluding such damagesm
Infringement is a tort of strict liabilitym Related rights are dealt with under separate
provisions.

Copyright uses a tortious measure to calculate damage. The goal is to put the
right-holder back in the position they would have been in had the infringement not
taken place. This goal was set in the context of intellectual property by the pre-EU
patent case General Tireﬂ and expressly adopted into copyright in Blayney v Clogau
Mz’nesﬁ This approach has been more recently re—afﬁrmed@ Lord Wilberforce in
General Tire noted that this approach to damages is as it has been since it was
expressed by Lord Blackburn in Livingstone v Rawyards Coal Co (Livingstone)ﬁ

However, as Lord Nicholls noted in Blake@ the common law is not so strict as
to mindlessly apply the Livingstone approach in alternative contexts. In some cases
there may be no ‘loss’ to speak of (eg trespass to land, wrongful detention of goods);
rather, a measure will be the price a reasonable person would pay for the right of a

user. This ‘user principle’ was considered by the English High Court in 32Red in the

In contrast to, for example, more generalist powers of superior courts of record, s 97 finds corollaries
in s 182(3) for performer’s rights; limitations on damages for unknowing importation of infringing
recordings: s 184(2); making of sound recordings of performances: s 186(2).

Claydon Architectural Metalwork Ltd v DJ Higgins & Sons Ltd [1997] FSR 475 (HC) 479-480
(Mann QC).

General Tire & Rubber Co Ltd v Firestone Tyre & Rubber Co Ltd (No 2) [1975] 1 WLR 819 (HL).
Blayney (n .

Sullivan v Bristol Film Studios Ltd [2012] EWCA Civ 570.

Livingstone v Rawyards Coal Co [1880] 5 App Cas 25 (HL).

Blake (n .
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context of trade marks[’"| 92Red endorsed the view that while sometimes measuring
benefit is an appropriate yardstick, though the overriding principle is that damages
are compensatoryﬂ They are generally assessed from the date of the breach or
infringement, but possibly taking into account other factors.

The General Tire approach to copyright damages was a shift from assessing
the depreciation of the value of the copyright. This shift has not been attended
by controversy@ yet it raises the prospect of whether copyright damages can truly
be said to be ‘at large’, as Mann QC accepted in Claydon Archz'tectuml.m When
assessing damages for copyright, usual property tort factors apply: that the loss be
foreseeable, caused by the wrong, and not excluded by public or social policy.ﬂ

General Tire starts with the proposition of ‘two essential elements’: the claimant
must prove their loss, and their damages should be liberally assessed. The object of
the exercise is to compensate the claimant but not punishm Such a liberal assess-

ment does not mean giving the claimant the benefit of all possible alternativesﬂ

32Red Plc v WHG (International) Ltd & Ors [2013] EWHC 815 (Ch) [22]-[27] (Newey J).

The user principle was subject to consideration and substantial narrowing by the Supreme Court
in Morris-Garner v One Step (Support) Ltd [2018] UKSC 20 [24—26], [95] though that is of limited
bearing for the present discussion as the points remained the same: damages are compensatory
and the user principle may be used in IP cases.

Claydon Architectural (n ; Sutherland Publishing Company Ltd v Caxton Publishing Company
Ltd [1936] Ch 323 (CA) affirmed Cazton Publishing Company, Limited Appellants; v Sutherland
Publishing Company Respondents [1939] AC 178 (HL). See further: Caddick QC, Davies, and
Harbottle (n[21)) 21-286.

Claydon Architectural (n|61)) 479-480 citing Fenning Film Service Ltd v Wolverhampton, Walsall
& District Cinemas Ltd [1914] 3 KB 1171 (HC) which refers to a provision whose wording in the
former Copyright Act 1911 is closely mirrored in s 96(2) of the CDPA.

In a patent context, see: Gerber Garment Technology Inc v Lectra Systems Ltd & Anor [1997]
RPC 443 (CA) [452]-[454] (Staughton LJ) referred to in Claydon and cited by the authors of
Caddick QC, Davies, and Harbottle (n [21) 21-287.

General Tire (n ) 278 (Lord Wilberforce).
Blayney (n [45] (Vice-Chancellor).
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The classes of case it is referring to are simply the ‘main groups of reported cases
which exemplify the approaches of courts to typical situations’.@ General Tire urges
consideration of i) profits from sales diversion; ii) royalty rates in like circumstances;
or iii) royalty rates based on another measure and evidence, but having deference
to prices which could have been Charged.m The punitive is to be avoidedm

Such calculations of damages, as noted by the Vice-Chancellor sitting in the
Court of Appeal in Blayneym are sometimes to be ‘assessed on the basis of inference,
conjecture and the like, by the exercise of sound imagination and practice of the

broad axe’.

3.3.1 Special considerations for general damages

Damages are mentioned in the CDPA over 30 times. The CDPA contains a series of
specific considerations which must be taken into account when assessing damages in
special circumstances. These circumstances include: broadcastsm re-transmission by
cablem post-death infringement of moral rights (although moral rights is dealt with
as a breach of statutory duty)ﬂ post-Competition Commission cases limiting dam-

age to double licensing ratesﬂ assessing damages in concurrent rights scenariosﬂ

General Tire (n ) 278 (Lord Wilberforce).
General Tire (n ) 278-281 (Lord Wilberforce).

General Tire (n ) 287-288 (Lord Wilberforce).
16) |

Blayney (n 55] citing Watson, Laidlaw & Co Ltd v Pott, Cassels and Williamson (1914) 31
RPC 104 (HL) [118].

CDPA, s 72(4).

CDPA, s 73(3).

CDPA, ss 95(6), 103(1).

CDPA| ss 95(6), 103(1).

CDPA, s 102(4)(a).
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and so on. It is beyond the remit of this thesis to consider each of those examples,
save to note that they cause a statutory modification of the general damages regime

in specific contexts.

3.3.2 Pre-established and additional damages

The UK is not obliged to provide pre-established damages for infringements and does
not provide for them. That is not, however, to say that the prospect is unexplored.
The option of creating pre-established damages is foreshadowed in TRIPs in rela-
tion to unknowing infringement.@ Vander notes some states see this as being akin to
providing punitive damages, something which many states wish to avoid@ Whilst
TRIPs does not deal with options such as punitive damages, Gervais argues that
punitive damages, whilst not mandated, are entirely consistent with TRIPs’ general
damages provision so as to further the goals of effectiveness and deterrenceﬁ This
is a view with which Vander disagreesﬂ ACTA provides for pre-established or ad-
ditional damages as a ‘mandatory optional’ course of conduct: Member States must
at least provide for ‘one or more of ... pre-established damages ... presumptions
for ... damages ... or ... additional damages’, such that judges or right-holders
have the right to choose them or presumptions over general damage or an account
of proﬁtsﬂ The TRIPs approach is mirrored by the EU in IPRED, which simil-

arly provides that in the case of unknowing infringement, Member States may allow

TRIPs (n[39) 45(2).

Stoll and others (n {43) 723.
Gervais (n ) 582.

Stoll and others (n {43) 721.
ACTA| 9(3)(a), 9(4).
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judges to provide damages, ‘which may be pre—established’@

ACTA is the only international obligation on the UK that expressly contemplates
the provision of additional — as opposed to pre-established — damages. This is
the option the UK has exercised where it has regard to ‘all the circumstances’; in
particular, flagrancy of infringement and benefits accruing to a (losing) defendant.
This regime was considered by Proudman J in Flogas v Calor Gas (Flogas)ﬂ a
dispute about misused copies of databases. In the context of additional damages,
CDPA s 97(2) requires the court to consider all circumstances, although having
specific regard to flagrancy and benefit to a defendant. Proudman J adopted a

summaryﬂ of the relevant principles as followsﬂ

1. flagrancy includes some degree of scandalous or deceitful conduct which in-

cludes deliberate and calculated infringement;

2. benefit implies pecuniary advantage in excess of mere damages, but must be

interpreted widely and not just in financial terms;

3. deliberate acts are not essential, as carelessness (to the extent of ‘couldn’t care

less’) could be sufficient;
4. knowledge of infringement is immaterial;

5. awards must be so as to do justice in a particular case.

IPRED, art 13(2).
Flogas Britain Ltd v Calor Gas Ltd [2013] EWHC 3060 (Ch).

From Harrison v Harrison [2010] FSR 25 (PCC) 39-41 (Judge Fysh QC) and Nottinghamshire
Healthcare NHS Trust v Newsgroup Newspapers [2002] RPC 49 (HC).

Flogas (n [131]-[135].
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As such, there is scope within the UK’s additional damages regime to meet a
higher threshold of compensatory damages than following General Tire alone. The
greater provision comes with greater threshold requirements, that, again, may leave
the UK as non-compliant with damages obligations under EU law and international
treaties, particularly taking into account ‘deterrence’ requirements for any infringe-
ment under IPRED.

Additional damages awards may also include a punitive element. However, it may
not be a ‘purely punitive’ component (ie its application is not solely to punish). Pun-
itive damages were considered by Pumfrey J (as he then was) in Nottinghamshire
NHS v N GN@ a case in which a leaked photo from medical records of a schizo-
phrenic patient (who had been convicted of double murder) was printed in the Sun
newspaper without any form of licence. Their consideration was refined (again by
Pumfrey J) in PPL v Readerﬂ a case where, in breach of an injunction, a defendant
had played music at a public venue without licence. In essence, whilst penalties are
not the usual course of events in civil litigation, they are available in appropriate
circumstances; and given the egregiousness of a particular situation, there is no in-
consistency in applying some punitive element to additional damages calculations,
provided it is not the only driving element. This is somewhat different to the position

under art 13 of IPRED, which is dealt with below.

Nottinghamshire NHS (n .
Phonographic Performance Limited v Stephen Russell Reader [2005] EWHC 416 (Ch) [15].
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3.3.3 Transnational and domestic interactions

English law must comply with the requirements of EU law. It is not merely aspira-
tional that something be ‘effective, proportionate and dissuasive’, or that something
compensate for ‘actual prejudice’. These are terms that connote operative require-
ments on Member States and their judiciaries when applying the law. Often, English
courts have simply taken to having direct regard to directives such as IPRED and
InfoSoc, without having reference to domestic implementing statutory instruments.

General Tire is no longer a wholly accurate statement of how general damages
ought to be assessed under the CDPA given the impact of InfoSoc and IPRED. While
the authors of Copinger raise questions about the formulation and consideration
of damages, taking into account art 13(2) of IPRED,@ particularly post—Liﬁersﬁ
more curious questions arise as to whether measures of damage meet overarching
requirements for general damages to be effective, proportionate, and dissuasive along
with meeting the actual or moral prejudice of a given situation. Is it, for example,
sufficiently dissuasive to merely have to pay a royalty which one was obliged to
always pay, perhaps with legal costs? The other EPD cases (in Chapter Two) on
dissuasion would appear to suggest not. Instead, they urge ‘full compensation’ in
Marshall Hﬁ which connotes a requirement of a more generous figure. Yet, this
must be balanced against the express provision of a remedy — even one which does
not explicitly bound its requirements.

Does the General Tire approach sufficiently recompense for actual prejudice, as

Caddick QC, Davies, and Harbottle (n 21-281-21-284.
Liffers (CJEU) (n .

Case C-271/91 (EU:C:1993:335) Marshall v Southampton & South-West Hampshire Area Health
Authority [1993] ECR 1-4367.
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required by art 13(1) of IPRED? Again, probably not. This is a matter of inter-
pretation, and so far, this has only been tackled by HHJ Hacon in IPEC, where a
20x multiplier to damages was applied (admittedly, taking the sum from £300 to
£6000) 7] This was done because of an incompatibility between domestic law (re-
quiring forseeability, per Gerber@ and art 13(1), particularly having regard to the
necessity to take into account ‘unfair profits’.

Is something that provides generalist compensation acceptable? Does this com-
pensate for the actual prejudice? Or would a costs regime be required? The term
was so unclear as a matter of European or domestic law that the term was simply
copied out by domestic legislators. This was expressly conceded in the Explanatory
Memorandum to the IPRED Regulation@ Seemingly, it required legislative change,
yet there has not been a cascading recognition in the case law of differential prin-
ciples; rather, an ongoing approach of retrofitting has been adopted. As seen in
Holliste@, where there was a citation of domestic principles with some form of
explanation as to how they met EU obligations.

Further, does the requirement for dissuasion not have punitive hallmarks? Argu-
ably, it does but if so it would conflict with much domestic damages case law, which
has indicated that such general damages are to be compensatory. Punitive damages,
or damages with punitive components, are a separate matter and are dealt with as

matters of additional damages. As such, it must be an open question as to whether

Absolute Lofts South West London Ltd v Artisan Home Improvements Ltd [2015] EWHC 2608
(IPEC). Permission to appeal was repeatedly refused: Absolute Lofts South West London Ltd v
Artisan Home Improvements Ltd [2016] EWCA Civ 1225. Further considered in: Phonographic
Perforamnce Limited v Hagan (t/a Lower Ground Bar) [2016] EWHC 3076 (IPEC).

Gerber (n .
Explanatory Memorandum to the Intellectual Property (Enforcement, etc) Regulations 2006 [3.1].

Hollister (n .
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general damages on the tortious scale, as applied by using previously developed
tests for assessment, are sufficient to meet overarching EU EPD obligations. Altern-
atively, must recourse instead be had by judges to broader concepts and powers for
damages, beyond the narrow use of generalist provisions? For example, HHJ Hacon
considered in Absolute Lofts@ that the misuse of photographs probably helped sales
of a competitor in a small market, and so the ‘actual prejudice’ from such unfair
profits on the back of the intellectual creation by misused justified a greater award.
Similarly, a mere £300 licence fee was thought to lack dissuasiveness.

Absolute Lofts provides an echo of material that otherwise is a domestic charac-
teristic of punitive, flagrancy damages, in the context of what would otherwise be
purely simple, compensatory relief. General Tire alone is not the law, and as such,
a traditional remedy (damages) is having its approach be altered by EU law, even
while continuing to maintain the ‘damages’ moniker.

Finally, the ACTA obligation is to consider damages on any legitimate meas-
ure of value the right-holder submits. Whilst English damages are constrained by
foreseeability and causation considerationﬂ — which may set up a reasonable de-
termination of a ‘legitimate’ measure — ACTA requiring any legitimate measure
may compel a re-thinking of this criteria, particularly post—LiﬁersFEl The proscrip-
tions from the international instruments are now sufficiently extensive so as to define
requisite elements for a court to consider in exercising its judicial function. This pro-
scription is a further mark of the ongoing, deliberate codification of remedies in IP,

and particularly copyright law through international and EU instruments.

Absolute Lofts (n@ [57]-[58].

Other factors also may act: eg policy non-exclusion.

103" Which encourages compensation of ‘actual prejudice’: Liffers (CJEU) (n [25].
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What the above does show is that in the field of damages each of the themes
identified earlier are present: there are international and EU regulations as to the
provision of remedies. Over time, those provisions have become more explicit and ex-
tensive with their requirements, narrowing national autonomy, requiring with greater
specificity particular enforcement remedies. Finally, InfoSoc and IPRED are driving
the Europeanisation of these remedies, even though the courts who must enforce
those Directives are primarily being dragged there by either weakly retrofitting the
remedy to outcomes they are accustomed to providing, or otherwise paying the
remedy brief lip service. That is not the end of the matter, as some courts have
wholeheartedly embraced this shift, and thereby directly Europeanised the relevant

remedy.

3.4 Compensation

The term ‘compensation’ appears repeatedly in the international instruments, nearly
always joined by a modifying term. By itself, the term only applies twice: once in
IPRED and once in the Customs Regulation. IPRED provides for defendants to
proffer guarantees intended to ensure compensation of the right-holder as an altern-
ative to being subjected to a provisional injunctive remedy.@ Alleged infringers
may be able to pay or provide security to avoid an injunction restraining their
activities if they show they have the money to make good a possible future damages
claim. This could most readily be met in the United Kingdom by an order under
CPR 25.1(1)(p)[25.1(1)(p)]—cpr” (dealt with below), or alternatively a respondent

proffering some form of financial undertaking to the court to avoid the granting of

IPRED, art 9(1)(a).
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injunctive relief. In the latter case, it would find its implementation in the court’s
consideration of whether to grant an injunction at all. Query then whether it would
mean damages would be an adequate remedy and therefore if an injunction ought
not to be granted. This would be done in exercise of the court’s general discre-
tion. This is to be contrasted with circumstances where undertakings are given by
a claimant to obtain such an injunction "]

In cases of customs measures activated by specific request, those making the ap-
plication for such measures must pay the customs authorities’ costs. The Customs
Regulation makes plain that though this is codified, it does not preclude the applic-
ant from seeking ‘compensation’ from an infringer, seemingly for these costs@

The term ‘compensation’ otherwise appears in alternative contexts in a number

of places. Each of which is considered below.

3.4.1 Pecuniary compensation/damages in lieu

IPRED provideﬂ that EU Member States, may provide as final relief ‘pecuniary
compensation’. This may be available when recall, destruction, or an injunction,
would cause disproportionate harm and pecuniary compensation appears ‘reason-
ably Satisfactory’.llzgl The explanatory memorandum to an earlier draft version of
IPRED expressed that this was ‘to protect the interests of a defending party who

has acted without fault of negligence, this provision permits reparation in the form

25A PD 5.1.

Regulation (EU) No 608/2013 concerning customs enforcement of intellectual property rights [2013]
0OJ L181/15 (Customs IP Regulation) art 29(2).

IPRED, art 12.
IPRED, arts 10-12.
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of a fixed-rate remuneration instead of the application of penalties referred to in the
same section’ %] This express endorsement of a provision modelled after art 101(1)
of the German copyright law.m

The IPRED provision itself has not been substantively considered by the CJEU{|
however, in HTC v Nokia,@ the point was considered extensively at first instance
and passingly on appeal. In that case, HT'C sought the stay of an injunction restrain-
ing inter alia the sale of its flagship ‘HTC One’ phone, pending appeal. The stay
application followed Nokia’s success at the substantive trial wherein HT'C’s products
were found to include chips said to infringe a patent belonging to Nokia. HTC ar-
gued that it could fully account for any sales of its phones to be able to properly
account to Nokia at a later time, seemingly consistent with art 12. On appeal, the
decision turned on the weight given to particular factors. Arnold J’s first instance
consideration is illuminating: article 12 has not been specifically adopted statute
law — as such, it comes within the general powers of a superior court.@ Arnold J

considered it important to distinguish between pre-IPRED and post-IPRED English

European Commission, ‘Proposal for a directive on measures and procedures to ensure the enforce-
ment of intellectual property rights’ COM(2003) 46 final.

European Commission, ‘Proposal for a directive on measures and procedures to ensure the enforce-
ment of intellectual property rights” COM(2003) 46 final, 23.

Though it has been mentioned in judgments in passing: Case C-324/09 (EU:C:2011:474) L’Oréal
v eBay [2011] ECR 1-06011; Case C-494/15 (EU:C:2016:528) Tommy Hilfiger Licensing LLC and
others v Delta Center (CJEU, 2017).

HTC Corporation v Nokia Corporation [2013] EWCA Civ 1759 (Patten, Tomlinson, Floyd LJJ)
considering the lower court judgment HT'C' (HC) (n . The appeal concerned a stay pending a
full appeal, and the exercise of discretion made in the lower court was considered to have been
exercised on an ‘approach ... wrong in principle’ (at [18], Patten LJ). The appeal turned more on
particular weights and explanations given to various facts than on Arnold J’s consideration of the
art 3(2) and art 12 jurisprudence. Therefore, despite the appeal’s success, Arnold J’s discussion is
helpful to consider.

HTC (HC) (n [21]; SCA 1981, s 50.
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authority[1]

In the usual course, the power to substitute damages is one exercised under s 50
of the Senior Courts Act 1981 (SCA 1981). The power was originally created to
give courts of equity the power to grant damages without requiring a claimant to
separately proceed in a common law court. Yet, that evolved into a more general
recognition of the court’s power to award damages in lieu in respect of future acts.m
Such an exercise of discretion has until recently been granted in line with the Shelfer
criteria, as expressed by AL Smith LJ m In the usual course, a claimant will prima
facie be entitled to such an injunction where they make out their case and meet
the relevant criteria. However, there are exceptions where ‘this rule may be relaxed’
and damages may be granted in lieu, but not sufficiently readily that a claimant
is ‘thereby entitled to ask the Court to sanction his (wrongful act) by purchasing
his neighbour’s rights, by assessing damages in that behalf’. To that end, a tribunal
would consider if a claimant has disentitled themselves by his acts or laches. It
would further assess by the ‘good working rule’ of considering: whether the injury
to rights was small; if it may be estimated in money; whether it can be adequately
compensated by money; and, if it would otherwise be oppressive to a defendant to
suffer an injunction, an injunction ought to otherwise be refused.

In Shelfer, Lindley LJ noted (at 315-316):

[E]ver since Lord Cairns’ Act was passed the Court of Chancery has

repudiated the notion that the legislature intended to turn that court

into a tribunal for legalising wrongful acts; or in other words, the court

HTC (HC) (n D [16].
HTC (HC) (n D [3]-[6]; Jaggard v Sawyer [1995] 1 WLR 269 (CA).

Shelfer v City of London Electric Light Co (No 1); Meux’s Brewery Co v City of London Electric
Lighting Co [1895] 1 Ch 287 (CA) 322-324.
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has always protested against the notion that it ought to allow a wrong
to continue simply because the wrongdoer is able and willing to pay for

the injury he may inflict.

The Shelfer factors were reconsidered by the UK Supreme Court in Coventry
v Lawrence.m In that case, Lord Neuberger PSC (with whom Mance, Sumption,
Clarke and Carnwath JJSC principally agreed) considered that the substitution
of damages was a ‘classic exercise of discretion, which should not, as a matter of
principle, be fettered... (A)nd as a matter of practical fairness, each is likely to be
fact-sensitive that any firm guidance is likely to do more harm than good.m Lord
Neuberger then ‘cautiously (in light of the fact that each case turns on its facts)’

approved the observations made in an earlier case, which bear repeatingm

In some cases, of course, an injunction is necessary — if, for instance, the
injury cannot fairly be compensated by money — if the defendant has
acted in a high-handed manner - if he has endeavoured to steal a march
upon the plaintiff or to evade the jurisdiction of the Court. In all these
cases an injunction is necessary, in order to do justice to the plaintiff and
as a warning to others But if there is really a question as to whether the
obstruction is legal or not, and if the defendant has acted fairly and not
in an unneighbourly spirit, I am disposed to think that the Court ought
to incline to damages rather than to an injunction. It is quite true that
a man ought not to be compelled to part with his property against his
will, or to have the value of his property diminished, without an Act of
Parliament. On the other hand, the Court ought to be very careful not
to allow an action for the protection of ancient lights to be used as a

means of extorting money

Coventry & Ors v Lawrence & Anor [2014] UKSC 13.

Coventry (n [117) [120].
Colls v Home & Colonial Stores Ltd [1904] AC 179 (HL) [193] (Lord Macnaghten).
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This suggests that, in domestic law, an injunction is compensatory in nature as
damages alone are insufficient. Such compensation is to fulfill the ultimate goal of
doing justice to the claimant ‘and as a warning to others’. Lord Neuberger went
on to consider: that the Shelfer criteria cannot be applied mechanically, and that
while fulfilling the Shelfer factors incline a court to normally refuse an injunction,
circumstances may dictate other outcomes.@ The public interest ought to be a
relevant factorfzrl and that damages may take into account the loss of a claimant’s
ability to enforce their rights — something highly relevant to IP C&SGSE

As Lord Sumption noted, injunctions are generally not granted where there is
another adequate legal remedy such as damages — injunctions ought to be only
granted where damage would be ‘irreparable’FEl Insofar as Shelfer enforces a policy
of refusing to allow a right to be a ‘bought out’ by a suitably well-heeled infringer,
Lord Sumption considered that ‘an unduly moralistic approach to disputes, and
if taken at face value would justify the grant of an injunction in all cases, which
is plainly not the law’ and that Shelfer is ‘out—of—date’.@ This ties in part with
Millett LJ’s view in Jaggard that ‘It has always been recognised that the practical
consequence of withholding injunctive relief is to authorise the continuance of an
unlawful state of affairs.{

In HTC (HC), decided before the Supreme Court decision in Coventry, Arnold

J noted that, prior to IPRED, substituting damages for an injunction turned on the

n [117) [122].
n [117) [124].
n [117) [128].
Coventry (n[L17]) [159].

Shelfer (n[116) 159. This was endorsed by Lord Clarke JSC at [171].
Jaggard (n|115)) [286].

Coventry
Coventry
Coventry

o~ o~ o~ o~
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circumstances of a case as set out in Shelfer and Jaggard, but factors such as whether
the plaintiff is simply seeking money were important in assessing oppression. This
is broadly consistent with the post-Coventry position. Arnold J noted that such
assessments are generally to occur ‘once and for all’; and to be assessed on the scale
of ‘what could have been demanded by the claimant for his consent to such acts
(sometimes referred to as “negotiating damages”). . . ’,PE] though he considered that
a court would have the power to order a defendant to ‘pay of a running royalty in
lieu of an injunction’, at least in the case of an infringed patentFEl This would be
consistent with the travaur of IPRED on the intended purpose of art 12 and the
German position.

Post-IPRED, Arnold J acknowledged that the effect of art 3(2) of IPRED is
to require proportionality to be considered in injunction Caseslzgl When consider-
ing substituting damages for an injunction, ‘oppression’ in a Shelfer and Jaggard
sense must reasonably mean ‘grossly disproportionate’. That takes into account
Nam'tair@ and the Court of Appeal’s endorsement of Nawvitaire’s reasoning as con-
sistent with IPRED[™Y As discussed further below, Arnold J ultimately concluded
(at [26]) that the criteria were those set out in art 3(2) of IPRED.

In essence, the requirement to offer ‘pecuniary compensation’ has been inter-
preted to mean a scenario in which damages are ordered in lieu of an injunction

and no other specific financial measure is made. Such damages, again, perform a

HTC (HC) (n D [12].

HTC (HC) (n[37) [14].

HTC (HC) (n37) [22] [23].

Navitaire Inc v easyJet Airline Co Ltd (No 2) [2005] EWHC 282 (Ch), [2006] RPC 4.

Virgin Atlantic Airways Ltd v Premium Aircraft Interiors Group [2009] EWCA Civ 1513, [2010]
FSR 15 [23]-]25] (Jacob LJ).
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compensatory function. This is a further case of where common law and equitable
responses of English courts are being moulded and modified by the Europeanisation
of English copyright law.lrirl Insofar as they are reconcilable, Coventry indicates that
such discretion is to be unfettered, but that, applied consistently with obligations
under IPRED and TRIPs, it is proper to weigh the factors under the international
obligations and directive when exercising that discretion, particularly with regard
to proportionality. In doing so, whilst Shelfer principles may assist a court in formu-
lating a view, those principles are secondary in the case of IPR infringement than
they are in the case of, say, nuisance. Therefore, it would appear Arnold J’s view@
are properly within the legislative framework and that EU criteria are the most
appropriate considerations in an IP context. However, it may be the case that this

needs to be cast more narrowly.

3.4.2 Fair compensation (for exceptions)

Under InfoSoc, the provision for the payment of ‘fair compensation’ permits Mem-
bers to make exceptions and limitations relating to rights which would otherwise be
infringed by paper (or paper-like) photocopying (save sheet music), private use, or
non-commercial reproductions of broadcasts by social institutions (such as hospitals
and prisons).lﬁ Whilst not strictly a ‘remedy’, the provision identifies a financial
metric by which rights over particular items are assessed. The provision has also

been considered by the CJEU, and so for those reasons is worthy of review.

The proper application of s 50 of the SCA 1981 in the context of Coventry and IPRED took place
in: Edwards Lifesciences LLC v Boston Scientific Scimed Inc [2018] EWHC 1256 (Pat). That case
considered Coventry (n(117) in the context of HT'C (HC) (n , and blended the considerations.

In both Fdwards Lifesciences LLC v Boston Scientific Scimed Inc (n ) and HTC (HC) (n .
InfoSod, arts 5(2)(a), 5(2)(b), 5(2)(e).
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InfoSoc sets out factors to be considered. In recital (35), InfoSoc identifies that
the aim of fair compensation is to ‘compensate ... adequately’ for the use. The
Directive identifies ‘a valuable’ criterion as ‘the possible harm to the right-holders
resulting from the act in question’, although taking into account other payments
that have been made, the differences between digital and analog, and noting that in
some circumstances no payment obligation may arise. In Padawan, in relation to a
levy of digital recording equipment, the CJEU considered that ‘fair compensationfrfl
is an autonomous concept and must be interpreted uniformly. The application of the
concept is otherwise mostly left to Member States['*"]

The Court further noted (emphasis added):

42 Tt follows that fair compensation must necessarily be calculated on the
basis of the criterion of the harm caused to authors of protected works

by the ... exception ...

45 Tt follows that the person who has caused harm to the holder of the
exclusive reproduction right is the person who, for his own private use,
reproduces a protected work without seeking prior authorisation from
the right-holder. Therefore, in principle, it is for that person to make
good the harm related to that copying by financing the compensation
which will be paid to the right-holder. ...

This was expressed differently in VG Wort v Kyocerd™| (VG Wort) (emphasis
added):

75 ... the purpose of that compensation is to compensate authors for the

reproduction, without their authorisation, of their protected works, so

134 Case C—467/08 (EU:C:2010:620) Padawan SL v Sociedad General de Autores y Editores de Espana
(SGAE) [2010] ECR I-10055 [32]-[33].

135 Case C-462/09 (EU:C:2011:397) Stichting de Thuiskopie v Opus Supplies (CJEU, 2011).

136 Joined Cases C-457/11-C-460/11 (EU:C:2013:426) Verwertungsgesellschaft Wort (VG Wort) v
Kyocera & Ors (CJEU, 2013).
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that it must be regarded as recompense for the harm suffered by authors
as a result of that reproduction. Accordingly, it is, in principle, for the
person who has caused the harm, namely the person who makes a copy
of the protected work without seeking prior authorisation from the right-
holder, to make good the harm suffered by financing the compensation
which will be paid to the right-holder

. it is open to the Member States to ... put in place a ‘private copying
levy’, for the purposes of financing fair compensation, chargeable to per-
sons who are in possession of the reproduction equipment, devices and

mediums ...

Padawan and VG Wort are indicative of an upward codification of the require-
ments for copyright law within the EU. In this circumstance, this codification moves
into the field of calculating recompense for the provision of exceptions. Such co-
dification fits in to a broader tapestry of indicating how conceptions of harm are
being harmonised in these instruments. It deals with how remunerative outcomes
for right-holders can be determined and enforced. In this context, there are two
methods under consideration: i) legislative (levy) measures, and ii) Francovich-style
damages for Member State failures to provide such measures when exceptions have
been provided. Although not damages per se, the consideration provides a litmus for
compensation that is closely connected to damages because of its ties to calculated
harm. Curiously, discussion of the Berne 3-step test has been absent from these
considerations, despite art 5(5) of InfoSoc importing the test.

English law had attempted to provide, but does not provide, a private copying
exception, nor a form of levy to provide for ‘fair compensation’. The addition of a

private copying exception (as s 28B to the CDPA) had been attempted, though was
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quashed pursuant to a judicial review application.szl No corresponding domestic
‘fair compensation’ scheme was advanced. It was suggested that the UK was hoping
to avoid this by supporting an argument that, as TPM left much copying in the dis-
cretion of the right-holder, no ‘fair compensation’ was otherwise payable. The CJEU
dismissed that argument in VG Wort@ and made it further plain in Reprobel.@
What the Court did identify, however, in Amazon and others v Austro—Mechanam
following Commussion v Spaz’nfzrl was that where precise criteria is lacking, it is a
matter for the Member State to identify relevant criteria to make domestic actions
lawful within the Directive, and that the payment of fair compensation aims at ful-
filling the requirement of a fair balance@ In the usual course, this is directed to
those that have, for example, private copying equipment, and not an indiscriminate
tax on all such equipment, unless that is justifiable and it is not ‘excessively difficult’
in, essentially, implementation@
The guidance on ‘fair compensation’ is both useful for identifying Court-considered

underlying policy objectives and further evidencing codification when looking at re-
medial and quasi-remedial provisions. As an interstate measure, it does not directly

provide a remedy per se, but does give guidance on how to calculate harm if an

R (on the application of British Academy of Songwriters, Composers and Authors) v Secretary of
State for Business, Innovation and Skills [2015] EWHC 1723 (Admin).

VG Wort (n [57], [59].
Case C-572/13 (EU:C:2015:750) Hewlett-Packard Belgium SPRL v Reprobel SCRL (CJEU, 2016).

Case C-521/11 (EU:C:2013:515) Amazon and others v Austro-Mechana Gesellschaft zur
Wahrnehmung mechanisch-musikalischer Urheberrechte Gesellschaft mbH (CJEU, 2013) [21].

Case C-36/05 (EU:C:2015:750) Commission of the European Communities v Spain [2006] ECR
10313, 33 et seq.

Austo-Mechana (n } [28].
Austo-Mechana (n } [24]-[27], [33]-[34], [37].
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exception is provided to the Europeanised concept of copyright’s purpose.

3.4.3 Adequate compensation/abused measures

The term ‘adequate’ compensation is used in two different contexts in two different
international agreements, but is otherwise not common in IP legislation and treat-
ies@ First, it is used in TRIP@ in compulsory licence-type circumstances. When
other remedies under TRIPs Part III are not available, ‘adequate compensation’ and
‘declaratory judgments’ must used [ This wording is closely mirrored in ACTA 7]
As expressed by Arnold J in HTC (HC):

31 Article 44(2) of TRIPS permits WTO members to limit remedies

available against use authorised by governments in accordance with Art-

icle 31 to payment of remuneration in accordance with Article 31(h). It

does not follow that an injunction to restrain infringement of a patent

can never be withheld and damages awarded in lieu where no compulsory

licence is available, however.

The provision was added at the suggestion of the United States[™ Arguably,

it may only apply to patents and layout designs.@ there appears to be reason to

Gervais (n 579.
TRIPs (n ' 44(2).

Art 44(2) is curiously drafted. It refers to, in effect, compulsory licensing and government use
situations (whereby members may limit remedies to ‘adequate remuneration’ under art 31(h)), but
then identifies that in ‘other cases’ Part III remedies, or failing them declarations and adequate
compensation must be available. In that context, and under the sub-header ‘Injunctions’, it is
unclear whether such relief to be available is limited to compulsory licensing and government use
situations, or if the requirement is more broad.

ACTA| 8(2).
TRIPS Draft MTN-GNG/NG11/W/70 (TRIPs Draft) arts 7, 16; Stoll and others (n 717.

Stoll and others (n |43) That is because s 44(2) refers specifically to compliance with the require-
ments of Part IT of TRIPs which only countenances patent (art 31) and layout designs (art 37(2))
use. There is no mention of government sanctioned unauthorised use of copyrights.
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suggest in the drafting that the this also reasonably applies to copyright. There has
been little authoritative guidance as to what may be ‘adequate’ in the art 44 context.
Gervais suggests ordinary meanings of ‘commensurate’ or ‘fully sufficient’ may apply,
although noting elsewhere in the GATT agreement the term had been interpreted
taking into account the special position of the contracting party in other contexts.
Vande@ argues that such adequacy must be referenced to the seriousness of the
infringement and the significance of the protected legal position. Further, Vander
says that the use of the term ‘compensation’ expressly differentiates it from damages
claims ‘in the classical sense’, having regard to the fact that the term ‘damages’ is
actually used in TRIPs. Vander further posits that calculation of compensation is to
provide a remuneration for the unauthorised exploitation, and not a compensation
from the infringement. Therefore, compensation ought to be referable to licensing
practices.

As a matter of English law, following General Tire, this approach would be a
distinction without a difference, unless more modern EU concepts of effectiveness
and dissuasion are engaged.

In the second situation, TRIPs further uses ‘adequate compensation’ to identify
what must be available when a party has been the subject of ‘abused’ enforcement
measures.lTiTl In this regard, there is a deliberate eliding of subject matter, at least in
part, between arts 48(1) and 50(7) of TRIPs relating to measures that were abused
or ought not have occurred. Textually, art 48(1) provides for ‘adequate compensation
for the injury suffered because of such (“abused enforcement procedures”)” which

lead to a party being ‘wrongfully enjoined or restrained’. Article 50(7) provides

Stoll and others (n 718.
TRIPs (n ) 48(1).
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for ‘appropriate compensation for any injury caused’ by measures which lapse for
cause, or where ultimately it is found there has been no infringement of an IPR.
The distinction in language was deliberately ChOSGD.@

In this context, Vander argues that such ‘adequate compensation’ must be in-
terpreted in the context of the purpose of the provision. In order to avoid any
economic loss to an enjoined party, adequate compensation must cover all economic
losses suffered which can be attributed to the wrongful measure, having regard to
the fact that expenses are separately provided for@ Assuming that to be an ap-
propriate view, this fits curiously within the English context. Therefore, it is apt
to consider two situations: provisional measures and final measures (or, in English
terminology, interim remedies and final remedies).

As to interim remedies, there appear to be two answers: either a claim under
art 50(7) for ‘appropriate compensation’ or a claim under art 48(1) for ‘adequate
compensation’ when the higher threshold of ‘abuse’ has been reached. On Vander’s
argument, one must have a better economic outcome under the ‘abuse’ provisions
of art 48(1) than under the usual, setting aside interim steps, provisions of art
50(7). This will be dealt with further when considering the usual undertaking under
‘appropriate compensation’ below.

As to final remedies, the position is more difficult. It appears conceivable in
the context of a judgment obtained by express fraud or other abuses. In English
civil procedure, following the perfection of a final order, save pursuant to the ‘slip’
rule, a judge in a matter is functus officio. The cause of action has merged into

the judgment and the trial judge is unable to displace their order. This furthers

Earlier drafts provided for both arts 48 and 50 to use ‘appropriate’ compensation.

Stoll and others (n 100.
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the ‘golden rule’ of seeking a finality of litigation and of certainty[™ though in
exceptional circumstances, principles of finality can conflict with those of justice.@
The English procedural requirement is therefore of an appeal to the Court of Appeal

to set the judgment aside, wherein:

1. where the fraud is admitted or evidence is ‘incontrovertible’, the Court of

Appeal will remit the matter for retrial{™®| otherwise

2. the Court of Appeal may remit the question of the fraud to a High Court

judge for consideration;m and on such a remission

3. in a mixed case of where there is some fraud and yet a substantive right, the
primary claim may yet be dismissed or struck out under the CPR, as fraud and
forfeiture of rights go ‘hand in hand’@ The Supreme Court has separately
identified that the power to strike out ‘is not a power to punish but to protect
the court’s process’m thereby founding it on the public policy grounding of

protecting the legitimacy of court process and upholding the rule of laW@

In any case, to set aside a judgment for fraud, there must have been a relevant

Adrian Zuckerman, ‘Finality of litigation — setting aside a final judgment’ (2008) 27(2) Civil
Justice Quarterly 151.

Owens v Noble [2010] EWCA Civ 224 [32]-[33] (Elias LJ).
Owens (n[155) [27] (Smith LJ).
Owens (n[155) [29] (Smith LJ), [51] (Elias LJ), [71]-[72] (Sedley LJ).

Adrian Zuckerman, ‘Court protection from abuse of process — the means are there but not the
will’ (2012) 31(4) Civil Justice Quarterly 377; Fairclough Homes Ltd v Summers [2012] UKSC 26,
41-42 (Lord Clarke JSC).

Fairclough Homes Ltd v Summers (n|158]) 45 (Lord Clarke).

Zuckerman, ‘Court protection from abuse of process — the means are there but not the will’ (n|158)
380.
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‘conscious and deliberate dishonesty’ that is material to the trial court’s decision /"]

It is on the retrial or remission of proceedings that cross-claims by a defendant
ought to be brought. The specific cause of action may take one of a number of forms,
most likely via the torts of abuse of process or of civil malicious prosecution. The
law in relation to such claims has been in flux, and led to some sharp differences of
opinion in the Supreme Court@

To ground a domestic abuse of process claim, a party must show that there was
a dominant collateral improper purpose to a court process whereby an extraneous
benefit was sought to be coerced from a defendant[[*] To ground a malicious prosec-
ution claim, it appears that one must show there was a deliberate, malicious misuse
of the court. The ‘critical feature’” which has to be proved is that ‘the proceed-
ings instituted by the defendant were not a bona fide use of the court’s process’.lTEl
For example, by proving that previous claim was brought in the knowledge that
the proceeding was without foundation. Or alternatively, it may be shown there
indifference as to whether a claim as supportable when coupled with an action to
secure an ‘extraneous benefit’. As Lord Toulson JSC notes in Willers (No. 1): ‘The
combination of requirements that the claimant must prove not only the absence of
reasonable and probable cause, but also that the defendant did not have a bona

fide reason to bring the proceedings, means that the claimant has a heavy burden

The Royal Bank of Scotland Plc v Highland Financial Partners LP & Ors [2013] EWCA Civ 328
[106] (Aikens LJ).

See eg Willers v Joyce (No 1) [2016] UKSC 43, (2016) 3 WLR 477; Crawford Adjusters & Ors v
Sagicor General Insurance (Cayman) Ltd & Anor (Cayman Islands) [2013] UKPC 17; however cf
Gregory v Portsmouth City Council [2000] UKHL 3. Alternatively, a party could argue causing loss
by unlawful means: see eg OBG v Allan (Douglas v Hello) [2007] UKHL 21, [2008] 1 AC 1, 6 (Lord
Hoffmann) or another cause of action such as unlawful means conspiracy or malicious falsehood.

Crawford (n [62]-[66] (Lord Wilson JSC).
Willers (No 1) (n[162) [55].
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to discharge.” As noted by Lord Wilson in Crawford decision, the factors are: i) a
process used against the defendant; ii) that it was determined in the defendant’s
favour; iii) that the proceeding was without reasonable or probable cause; and iv)
that it was malicious[™®]

It appears, following Willers (No. 1), that general damages will be available for
such a claim as: ‘It seems instinctively unjust for a person to suffer injury as a result
of the malicious prosecution of legal proceedings for which there is no reasonable
ground, and yet not be entitled to compensation for the injury intentionally caused
by the person responsible for instigating it.{"] That is a development from the
position taken in earlier cases, such as Savile and Gregoryle The cause of action
will necessarily determine the measure of damages; however, provided a dishonest or
deceitful component remains intact, exemplary damages may be available at common
Jaw [69]

In Crawford, the leading judgment of the majority of Lord Wilson JS@ in-
dicated that damages ought to be available for foreseeable economic loss beyond
out-of-pocket expenses. Though expressly covered by malicious prosecution claims,
by applying the reasoning identified earlier in that judgment, the tort of abuse of
process would now encompass the same approachm Reported, successful abuse

of process proceedings have been profoundly rare (less than five in hundreds of

Crawford (n D [62]-[66] (Lord Wilson JSC).

Willers (No 1) (n i [43] (Lord Toulson JSC); whereas Lord Clarke tied the proposition to
malicious criminal prosecution: Willers (No 1) (n[162)) [90].

Savile v Roberts [1698] 1 Ld Raym 374 (KB); Gregory (n .

Kuddus (AP) v Chief Constable of Leicestershire Constabulary [2001] UKHL 29, [2002] 2 AC 122
[122] (Lord Scott).

With whom Baroness Hale and Lord Kerr JJSC agreed.
Crawford (n ) [74]-[77], [78(i)] (Lord Wilson JSC).
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years),lzrl let alone one considering damages in the context of abused IP proceedings
considering TRIPs provisions. Yet, in such a case, a court, following interpretive
principles discussed earlier, would be required to consider the UK’s obligations in
respect of ‘adequate compensation’. Such principles would now seemingly incline
to an approach which enables the kind of compensation referred to by Vander and
Gervais; that is, something beyond out-of-pocket expenses.

Finally, for the sake of completeness, it is worth noting that whilst art 45 of
TRIPs refers to ‘damages adequate to compensate for the injury’, the adequate

compensation expressed in that header is contemplated above under damages.

3.4.4 Appropriate compensation and undertakings as to dam-

ages

The term ‘appropriate compensation’ is used in respect of the discharge of provi-
sional or customs measures which, in retrospect, ought not have been made. This
term is used in TRIPs, ACTA, and IPRED.

Under TRIPSE upon revocation, lapse for cause, or where there ultimately
has been no infringement (or threat thereof), courts must be empowered to order
the payment of ‘appropriate compensation’ for any ‘injury caused’ by any such
measure. As noted in the previous section, where they have been abused, ‘adequate’

compensation must be available[™| ACTA provides for the same outcome in the

17 Land Securities Plc & Ors v Fladgate Fielder (A Firm) [2009] EWCA Civ 1402 [41], [67] (Etherton
LJ).

172 TRIPs (n ) 50(7).
173 TRIPs (n ) 48(1).
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same situationFEl Vander argues that any damage must be a ‘direct and adequate
causal link between the measure and the injury’, urging that losses not having such
a link, nor legal costs or expenses, would require to be compensated for in Member
States [

TRIPs further provides outcomes for abused customs measures. Improperly ap-
plying for, and requiring detention of, goods via customs agencies expressly obliges
the applicant for those measures to be prepared to pay the importer, the consignee,
or the owner of those goods for any injury caused by such a wrongful detention. In
this way, substantive rights are seemingly created that may otherwise suffer from
remoteness issuesm Again, it has been argued that there must be a direct and
adequate link to the improper measure for such losses to be recoverable, which is
said to further the aim of providing safeguards against abuse[’"’|

These provisions find their partial corollary in European Union law. IPRED
closely tracks the language of the TRIPs and ACTA sections regarding provisional
measures leading to the possible award of ‘appropriate Compensation’m though
the CJEU is yet to substantively rule on its proper interpretation beyond passing
references in Diageo[™| and New Wave CZ[™| However, the term is also used in

IPRED as available in cases where measures to preserve evidence are revoked al-

ACTA, 12(5).

Stoll and others (n 749-750.

TRIPs (n|39) art 56.

Pursuant to art 41(1) of TRIPs: Stoll and others (n 770.

[PRED), art 9(7).

Case C-681/13 (EU:C:2015:471) Diageo Brands BV v Simiramida-04 EOOD (CJEU, 2015) [74].
Case C—427/15 (EU:C:2017:18) New Wave CZ as v Alltoys spol s r o (CJEU, 2017).
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though, again, on much the same grounds.rrfl This is said to have harmonised the
method of preserving evidence in IP infringement cases, even though it is also said to
‘confuse’ provisional evidentiary measures and those ancillary to securing the main
claim. Yet, what will be ‘appropriate’ is yet to be contemplated.@

In domestic law, compensation may lie from wrongly obtained interim orders.
This is achieved by courts enforcing the usual undertaking as damages against the
person who wrongly sought the order. The undertaking that person gave is a guar-
antee, expressly and/or impliedly and automatically, given to the court and not to
the respondent to an order[™] It is enforced by way of an inquiry as to damages,
which is a discretionary order, capable of refusal even when the principal interim
order is discharged. The domestic approach have been subject to recent examination
by the Court of Appeal in Hone v Abbey and is discussed further in Chapter Six[®]

It is through the undertaking as to damages that the English courts implement
their obligations under TRIPs and IPRED. No reported IP decision has commen-
ted upon the proper measure for abused measures. That is, whether an ‘adequate’
compensation (implying, on Vander’s view) entire restitution of losses is required,
as opposed to ‘appropriate’ compensation, let alone whether the outcome would be

meaningfully different.

IPRED, art 7(4).

Opinion C-175/06 (EU:C:2007:552) Alessandro Tedesco v Tomasoni Fittings Srl & RWO Mar-
ine Equipment Ltd (Opinion of Advocate-General Kokott) [2007] ECR 1-07929, paras 48-52, 59.
However, this case was ultimately withdrawn.

Corr v IBC Vehicles Ltd [2008] UKHL 13, [2008] 1 AC 884. For some undertakings, see: Catnic
Components Ltd & Anor v Bainbridge Brothers (Engineers) Ltd [1976] FSR 112 (HC). See further:
Lilly Icos LLC & Ors v 8pm Chemists Ltd € Anor [2009] EWHC 1905 (Ch) [12]; Hone v Abbey
Forwarding Ltd (In Liquidation) [2014] EWCA Civ 711, [2015] Ch 309.

Hone (n [183).
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3.5 Penalties

A number of instruments make reference to the concept of a ‘penalty’. In an English
civil context, penalties are generally an anathema to civil claims. As set out above, in
the majority of money claims, the aim is to compensate and not to punish, although
in extraordinary circumstances, the court may take into account its displeasure at
certain conduct, inter alia, by granting additional damages under s 97(2) of the
CDPA.

In the interests of dealing with the UK’s obligations in respect of ordering pay-
ments from a defendant, each kind of penalty payment in the transnational instru-

ments will be dealt with below.

3.5.1 Money sanctions

The term ‘money sanctions’ arises out of the Cybercrime Convention, and relates
to companies committing wilful, commercial scale infringements of Berne, TRIPs,
WCT, or Rome rights (excluding moral rights) by way of a computer system.

In particular, the Convention requires that those found liable of such acts must
be subject to ‘effective, proportionate and dissuasive’ criminal or non-criminal sanc-
tions or measures, including monetary sanctions. The option for ‘non-criminal” mon-
etary sanctions arises, and the type of case where this must apply is thereby similarly
raised. Either way, it is to be a civil remedy, which in the criminal context of the rest
of the Convention seems unlikely, or it is an administrative remedy, which appears
more likely the case.

Given its location and context, it is appropriate to consider the obligation as a

‘penalty’, rather than a general damages-type outcome. This is because there are
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no separate civil ‘money sanctions’ for the express type of conduct expressed in the
Convention. Such conduct as would enliven this provision in the Convention would
generally infringe IPRED. If IPRED or InfoSoc is enlivened, then so too is the
obligation for effective, proportionate, and dissuasive damagesFEl That the relevant
conduct was by means of a computer system, on a commercial-scale and wilful would
be taken into account with ‘all appropriate aspects’ under IPRED), or alternatively,
the likely royalty Cost.@

In any event, England provides for the imposition of fines in cases of crim-
inal infringement action, and likely meets the Convention’s obligations in that it
has provided monetary sanctions (amongst others) for conduct likely inclusive of
commercial-scale infringements, being infringements in the course of business or
trade, or distribution on such a scale as to prejudicially affect the owner of the

copyright.m There has been no reported consideration of the interplay.

3.5.2 Administrative penalties (border measure)

The concept of ‘administrative penalties’ originates from ACTA. It provides that
states may grant their customs authorities with the power to fine people following a
‘determination of infringement’.@ It is an administrative remedy and not one based
in criminal or civil law. In the EU, the Customs Regulation is the law that provides
for such penalties and determinations.

In the case of determinations, the CJEU (endorsing the opinion of Advocate-

IPRED, arts 3(2), 13(1).
IPRED, arts 13(1)(a), 13(1)(b).
CDPA, ss 107, 198.

ACTA, 20(3).
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General Villalén) ruled that under art 13(1) of the previous Customs Regulation ™|
a determination of infringement may be made by an administrative or curial process.
Such a determination must be subject to appropriate safeguards. It may also take
place by the Customs authorities commencing the proceedings themselves: in both
cases requiring corollary provisions enabling such outcomes in national lawﬂ

As to penalties, the CJEU in Schenke@ held that fines following national crim-
inal proceedings may meet the requirement for penalties under art 18 (of the previous
Customs Regulation), and are not precluded by the adoption of consent destruction
procedures.@ The present Customs Regulation does not provide the same rules
requiring penalties for infringements of the regulation.@

ACTA does not require such penalties and the Customs Regulation has stepped
back from implementing such penalties. However, sufficient provision is given for al-
lowing alternate means of ‘determining’ infringements of intellectual property rights

by administrative or judicial bodies.

3.5.3 Penalty payments

The concept of ‘penalty payments’ appears only in EU instruments: both times
within IPRED. As a provisional measure, it allows an alleged infringer to continue

on a course of conduct subject to making such a ‘penalty payment’.lTEI Alternatively,

1383/2003 under art 13(1) (now reflected in art 23 of the revised Customs Regulation (608/2013))

Case C-583/12 (EU:C:2014:244) Sintaz Trading OU v Maksu- ja Tolliameti Péhja maksu- ja
tollikeskus (CJEU, 2014) [53].

Case C-93/08 (EU:C:2009:93) Schenker SIA v Valsts ienemumum dienests [2009] ECR, 1-903.
Schenker (n|191)) [27], [29]-[30], [33].

Contrast 2003 IP Regulation, art 18 with |Customs IP Regulation, art 30.

IPRED, art 9(1)(a).
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in the context of final injunctions, penalty payments are to be available ‘where
provided for by national law’ for non-compliance with an injunctionFEl

It is easier to deal with these in reverse. First, in relation to final orders, disobedi-
ence of any injunction in an English court is not met with a penalty payment ‘with
a view to ensuring compliance’: it is met with committal proceedings for contempt
and imprisonment.@ Breach of an injunction may also be met with an additional
damages claimm The court does not tolerate disobedience of its orders and there-
fore penalty payments are not ‘provided for by national law’, within the meaning of
IPRED.@ Whilst in the Scarlet case, SABAM sought (and in earlier proceedings,
obtained for a period) filtering orders on pain of an EUR2500/day penalty@ such
orders are unlikely to be granted in the United Kingdom.

In relation to interim penalty payments, the situation is similar. There are two
bases in law. First, ‘to make it clear’’™| such orders were available, the CPR was

amended in the course of the implementation of the Enforcement Directive to include

CPR 25.1(1)(p):

Orders for Interim Remedies
25.1

(1) The court may grant the following interim remedies-

IPRED, art 11.

CPR 81.

Phonographic Performance Limited v Stephen Russell Reader (n [11]-[13], [15].

Save insofar as they may be available by exercise of the Court’s more general powers.
Scarlet Extended (n [18]-[19], [22]-[25] (Opinion of Advocate-General Cruz Villal6n).

Intellectual Property Office, Consultation on the UK implementation of the Directive on the en-
forcement of intellectual property rights (2004/48/EC): Post Consultation Responses (11 January
2006) (http://www.eurim.org.uk/activities/ipr/060111proresponse.doc).
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(p) an order under Article 9 of Council Directive (EC) 2004/48 on the
enforcement of intellectual property rights (order in intellectual property
proceedings making the continuation of an alleged infringement subject

to the lodging of guarantees).

It is debatable whether this provision is strictly necessary. The second approach
would have been to leverage the inherent power of the court to accept security
from a party. For example, the court could accept an undertaking or, perhaps direct
the payment of money into court. Alternatively, it could issue a freezing injunction
restraining dealing with funds at a particular bank. English processes have long
provided for these prospects, which may have been sufficient to meet a possible
obligation, particularly, post- Cartier.@ Yet, a further rule was added to the CPR

‘(t)o make it clear’.

3.6 Recovery of profits

The obligation to provide for the recovery of profits first appeared in transnational
IP instruments in TRIPs. In that case it is an optional outcome for infringement
(along with the option for pre-established damages) even in cases where the infringer
did not knowingly infringe, or did so negligently@ Unlike TRIPs, ACTA mandates
that a recovery of profits be available. It provides that in cases of inter alia ‘copyright
and related rights infringement’ that profits ‘attributable to the infringement’ are

payable, on judicial order, to the right—holder.@ Knowledge does not matter under

Cartier International AG v British Sky Broadcasting Ltd [2018] UKSC 28.

TRIPs (n 45(2): (without knowledge or reasonable grounds to know). See also Stoll and others
(n[43) 722-723.

ACTA, 9(2).
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ACTA.

From an EU perspective, IPREDFEI like TRIPs, makes it optional for Member
States to provide for recovery of profits in cases of unknowing infringementFEl Lost
profits and an infringer’s unfair profits mus@ be taken into account when consid-
ering damages.@ The recitals make plain that the purpose of this is not punitive,
but to ‘allow for compensation based on an objective criterion while taking into
account ... costs of identification and research’@ The English Court of Appeal in
Hollister considered that the scope of these EU provisions was unclear. The near
literal transposition of the relevant EU provisions has not improved matters, save
that the Hollister court considered that the remedy of an account is not inconsistent
with either the IP Regulations or IPRED, as dealt with above"

In the UK, the ability to seek an account of profits for infringements of common
law rights tends to be an exceptional order@ Yet, in an IP context, it is treated
as a standard offering. For example, the net sales profits on infringing material has
long been an appropriate yardstick for remedial ordersF'_Tl Hollister explains that an

account is a discretionary, equitable remedy which may be refused by a court.@ If

IPRED, art 13(2).
Unknowing and without reasonable grounds to know.

Optional-mandatory. Judicial authorities may alternatively consider lump-sum damages based
upon things like minimum royalties: TPRED) art 13(1)(b).

IPRED, art 13(1)(a).
IPRED) rec 26
Hollzster (n 3 (Kitchin LJ). The Intellectual Property (Enforcement, etc) Regulations

2004 (

Blake ( n E:z:pemence Hendriz LLC v PPX Enterprises Inc & Ors [2003] EWCA Civ 323.
Hollister (n 35) [69],

Hollister (n D [55].

127



213

214

215

3.6 Recovery of profits

granted, it is the result of an election made by a claimant to pursue that for relief
in lieu of damages, often after further (limited) disclosure.@ Its goal is to deprive
the infringer of profits derived from their infringing activity as though the infringer
had been conducting trade on behalf of the claimant. It does not compensate the
claimant or punish the defendant: it is to designed remove a benefit thereby having
a deterring effect, so as to avoid an unjust enrichment, provided that the deprivation

does not lead to an unjust result.@ The traditional expression has been that from

the case of Colburn v Simms (emphasis added){™]

It is true that the Court does not, by an account, accurately measure
the damage sustained by the proprietor of an expensive work from the
invasion of his copyright by the publication of a cheaper book. It is
impossible to know how many copies of the dearer book are excluded
from sale by the interposition of the cheaper one. The Court, by the
account, as the nearest approximation which it can make to justice, takes
from the wrongdoer all the profits he has made by his piracy, and gives
them to the party who has been wronged. In doing this the Court may
often give the injured party more, in fact, than he is entitled to, for non
constat that a single additional copy of the more expensive book would
have been sold if the injury by the sale of the cheaper book had not
been committed. The Court of Equity, however, does not give anything
beyond the account, and I therefore think the Defendants offered all that
the Plaintiff was entitled to.

As a final matter, it is worth noting that for non-proprietary rights (moral rights,

performers’ rights, etc), it is unclear that such an order will be available, and it is

Tring (n | .

Hollister (n l [69], [80]. See further Dart Industries Inc v Decor Corporation Pty Ltd (1994) 179
CLR 101 (HCA) (Dart) [5], [17] (Mason CJ, Deane, Dawson, & Toohey JJ), [7] (McHugh J).

Colburn v Simms (1843) 63 ER 224 (HC).
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argued by some authors that reliance ought to be had on a claim to ‘unfair’ profits

under the domestic enforcement regulationsPE]

3.7 Expenses

The concept of ‘expenses’ covers a number of items. In a general sense, it often
refers to lawyer’s fees, which are a common feature of English litigation. Under
TRIPs, courts must be able to order infringers to pay ‘expenses’ to a ‘right holder’,
which can include ‘attorney’s fees’ in normal infringement cases.m TRIPs repeats
the availability of this in relation to such expenses being payable by an applicant for
enforcement procedures which were ‘abused’. The court must be able to order the
person abusing such procedures to pay such expenses@ These expenses, in both
cases, ‘may’ include attorney’s fees. ACTA is more explicit: courts must have the
power to order the loser to pay ‘court costs or fees and appropriate attorney’s fees,
or any other expenses as provided for under that Party’s law’ in civil infringement
claims P

Inside the EU, IPRED makes the relevant provision: states are obliged to en-
sure that ‘reasonable and proportionate legal costs and other expenses’ are borne
by the unsuccessful party, ‘unless equity does not allow this’@ There is no other

obligation to provide for a costs regime located in the international instruments,

Caddick QC, Davies, and Harbottle (n 21-316. |The Intellectual Property (Enforcement, etc)
Regulations 2004 (n. See further: Jodie Aysha Henderson v All Around The World Recordings
Limited [2014] EWHC 3087 (IPEC).

TRIPs (n[39) 45(2).
TRIPs (n ) 48(1).
ACTA| 9(5).
IPRED, art 14.
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yet, the obligations are apparent: in TRIPs and in IPRED. In a recent decision of
the CJEUE it was held that a pure flat-rate costs regime must be reasonable, but
bearing in mind the obligation of art 3(1) that procedures laid down must not be
unnecessarily costly. However, the Court noted that such a provision cannot justify
‘legislation imposing a flat-rate significantly below the average rate actually charged

for the services of a lawyer in that Member State.? The Court notes:

27 Such legislation would be incompatible with Article 3(2) of Directive
2004/48, which states that the procedures and remedies provided for by
that directive must be dissuasive. However, the dissuasive effect of an ac-
tion for infringement would be seriously diminished if the infringer could
be ordered only to reimburse a small part of the reasonable lawyer’s fees
incurred by the injured right-holder. Thus, such legislation comprom-
ises the principal aim pursued by Directive 2004/48, of ensuring a high
level of protection of intellectual property rights in the internal market,
an aim expressly mentioned in recital 10 to that directive, in accordance
with Article 17(2) of the Charter of Fundamental Rights of the European

Union.

The CJEU, through IPRED, has moved in to determining the reasonableness of
costs, particularly leveraging the generalised concept of dissuasion.

In the UK, expenses are dealt with in a number of ways. If the expense arises
in the context of a head of damage it may be compensable through the court’s
calculation of damage; for example, research costs relating to the infringement. Legal
costs are borne under an express and extensive costs regime provided for under Parts
44 and 45 of the CPR. The costs regime varied in the context of copyright cases

both by variations in Patents Court or, more frequently, the Intellectual Property

United Video (n .
United Video (n ) [26].
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Enterprise Court (IPEC) rules and practice. In either case, it is sufficient to note
that England has, for some substantial period of time, provided for an extensive
costs regime as seeking to meet its obligations under TRIPs, ACTA, and IPRED.
Whilst it may be open that the taxable way in which costs are provided for — rather
than, say, actual total costs, as a default — may not fully provide for recovery of
attorney’s fees, this has yet to be extensively considered in the context of IPRED
post- United Vz’deo.@ The position of costs therefore, particularly in IPEC where
there is a costs-capping regime, or the small claims track of IPEC where there are
nearly no costs orders, appears open to argumentFEl though the first challenge on

these lines has failed P2

3.8 Conclusion

At the start of this chapter, four themes were identified: first, the increasing provision
for the requirement of remedies in transnational instruments; second, the increasing,
express proscription provided for in the application and provision of those remedies;
third, the greater speed at which it is occurring; and fourth, the practical narrowing
and varying effect of on domestic IP remedies.

First, in relation to each of the money remedies above, it is possible to draw a line
from each to the international and EU instruments down to a domestic corollary, or
in some cases, corollaries. Whether by way of the requirements of damages, payments

for abused enforcement procedures, extractions of benefits for accounts of profits, or

United Video (n .

CPR 45.30.
Tumber (n .
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damages in lieu of injunctions, each money remedy has a bi-directional link: it may
be traced from domestic law up to an EU or international requirement, or down from
an international or EU obligation to its domestic application. Whilst many of these
remedies have existed in copyright cases for a number of years, the interpretation
and application of those ‘traditional” remedies is changing in line with transnational
law, rationales, judgments, and operative provisions. That is consistent with the
second theme.

Second, the connection between domestic remedies and their transnational coun-
terparts in the IP field is getting tighter. As set out in Chapter One, English courts
have an obligation, under The Jade and Marleasing to apply domestic law consist-
ently with transnational obligations to a greater or lesser extent. Chapter Two has
shown that these transnational obligations are more specific and increasingly contex-
tualised, and indeed, contain overarching, operative obligations that define meanings
which compel differing considerations and interpretations of these ‘traditional” rem-
edies. This connectivity indicates, at a base level, compliance with transnational
obligations. But, as set out in chapters earlier, this compliance changes the law.

Third, that change has generally been expressed in what this thesis calls the ‘ret-
rofit” approach to remedies, with edges of a ‘retrofit’ spectrum: either a Pendle Metal-
wares mention-and-move-on approach, or a Hollister expression-of-compliance-with-
the-elements approach. Each of these are prequels to the approach taken in the s
97A cases, and by Arnold J in HTC (H C’),@ which more deeply embrace the EU
considerations as an appropriate test for the grant of relief.

In the field of money damages, the law is shifting to a more Europeanised model.

226 Picked up again, in part, in Edwards Lifesciences LLC v Boston Scientific Scimed Inc (n [131]).
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While the overarching titles for remedies — ‘damages’, for example — may stay the
same, their application and interpretation can, has, and will continue to change
to meet these transnational requirements. This is not wrong, but it does serve to
highlight that approaches to remedies are moving away from traditional, domestic
considerations. This change is both methodological and substantive. It is methodo-
logical in that the approach to applying the law has changed to take into account
EU directives, regulations, and trade agreements through an EU lens. It is also sub-
stantive: the law is changing to the point where courts are even querying whether
American Cyanamid is the appropriate test for an interim injunction in IP cases.@
This then pushes IP remedies towards a more regulated regime. This leads to a
general reconsideration of the tests for relief which have ‘always’ been applied (for
example, General Tire), in light of the changing circumstances that this Interna-

tionalisation and FKuropeanisation brings.

227 HTC (HC) (n-
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In my view, the time has come to recognise that, in
cases concerning infringements of intellectual prop-
erty rights, the criteria to be applied when decid-
ing whether or not to grant an injunction are those
laid down by Article 3(2): efficacy, proportional-
ity, dissuasiveness, the avoidance of creating barriers
to legitimate trade and the provision of safeguards

against abuse.

— Arnold J — HTC v Nokia
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This chapter further explores the taxonomy of enforcement measures available
in IP cases. It assesses the domestic impact of transnational obligations on those en-
forcement measures and continues the approach taken in earlier chapters of examin-
ing the international level, the EU level, and the domestic level for each measure.
In particular, this chapter examines injunctive orders.

There are four themes identified earlier that continue to find expression in the
field of injunctions. First, that the remedies available are predominantly provided
for in the international instruments, which domestic courts are obliged to consider.
Second, that the level of proscription in the application of such remedies is shown
to be growing. Third, that such proscription is gaining relative speed. Fourth, there
are real variations to domestic law brought about by that proscription, and the
increasingly codified landscape continues to move the UK toward Europeanised and
Internationalised forms of relief.

This chapter identifies that tangible and injunctive remedies have, consistently
with monetary remedies, moved toward greater Europeanisation and International-
isation. This moves the domestic law of remedies away from independent, national
conceptions, and toward a more transnationally harmonised approach and function.
This is all the more noticeable given the historical domestic foundations of injunc-

tions as a judge-made, conscience-binding, equitable form of relief.
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4.1 General injunctions

4.1 General injunctions

English courts maintain extensive powers to make orders of compulsion and restraint
over participants to litigation and third parties. This is embodied in the form of an
injunction: those within the court’s jurisdiction may be required to do, or not to
do, almost anything. While these orders can be conceptualised as a single remedy,
they embody many variations, most of which are based upon their eﬁectﬂ This
taxonomy will consider the following major types: general injunctions (final and
interim), asset-freezing or Mareva-style injunctions, blocking orders, information-
delivery or Norwich-Pharmacal injunctions, publicity orders, and injunctions over
the proceeds of infringement.

Injunctive orders are routinely granted in copyright cases against parties to the
action and third parties.ﬂ In theory they are an exception to general principle: in-
junctions are not to be granted where there is another adequate legal remedy, such
as damagesﬁ In practice, in property right cases, they tend to be granted more
readilyﬁ Injunctions are generally considered as having one of two natures, either
prohibitory or mandatory. Prohibitory injunctions restrain actions; for example, a
party to a proceeding may be ordered not to sell a particular book. Mandatory in-
junctions compel an action; for example, a party may be ordered to continue to do
something — say, continue to provide telephone services — for a particular time. At

a general level, courts are less inclined to grant an order compelling an action than

For example, a Mareva or asset-freezing order is an injunction, just as much as, for example, an or-
der restraining the sale of a copyrighted work. Though, given the effect of the order, considerations
differ.

Normally as a prima facie infringement of a property right.
Coventry & Ors v Lawrence & Anor [2014] UKSC 13 [159] (Lord Sumption JSC).
Coventry (n ' [159]-[161].
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restraining an action. In National Commercial Bank of Jamaica (NCB Jamaica)f|
Lord Hoffmann indicated that whether prohibitory or mandatory, the relevant ques-
tion in assessing whether or not to grant an injunction is (at least at the interim
stage): what is the practical consequence of the injunction, and therefore: ‘... In
both cases, the underlying principle is the same, namely, that the court should take
whichever course seems likely to cause the least irremediable prejudice to one party
or the other.ﬁ With that in mind, the first type of order to be considered is final

injunctive relief.

4.1.1 Final injunctions

TRIPs was the first international instrument under consideration to expressly re-
quire that injunctions be available for IP infringements. TRIPs requires that courts
have the power to order parties to ‘desist from’ knowing infringements[] ACTA is
more broad, covering knowing and unknowing infringements. ACTA also requires
that courts be able to order a third party, over whom that court has jurisdiction,
to ‘prevent’ the entrance into the channels of commerce goods which ‘involve an

infringement of” an IPRH No other international instrument contemplates final civil

National Commercial Bank of Jamaica Ltd v Olint Corp Ltd [2009] UKPC 16.
NCB Jamaica (n [19] (Lord Hoffmann), at least at the interim stage.

Agreement on Trade-Related Aspects of Intellectual Property Rights , 44(1). The word ‘injunction’
is used in the title, but, the power required to be granted to judicial authorities is one to ‘order
a party to desist from an infringement’. It is to be available for all forms of IPR infringement of
goods, but particularly in circumstances of preventing the entry into the channels of commerce of
imported goods following customs clearance. TRIPs members are not obliged to make the remedy
available if the defendant did not know that ‘dealing in’ the subject matter would entail an IPR
infringement.

Anti-Counterfeiting Trade Agreement (ACTA) 8(1).
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injunctions simpliciter)’

Within EU law, injunctions are required to be available in Member States under
two Directives: InfoSoc and IPREDHAS a final measure, InfoSoc requires that when
a right-holder’s ‘interests’ are affected by an infringement carried out on its territory
that they have the ability to seek an injunction.E Under IPRED, following a mer-
its hearing, injunctions ‘aimed at prohibiting the continuation of the infringement’
must be available. Optionally, non-compliance may be dealt with by way of penalty
payment as a means of ensuring complianceB although as a matter of English law
this would be more likely dealt with by way of contempt proceedings. Hence, the
English practice requires injunctions to be drawn with substantial precision such
that the enjoined party knows exactly what they are required to do, or not doH

Injunctions under these Directives are required to be effective, proportionate, and

dissuasiveE These discretionary, balancing factors have been discussed in CJEU

Save by inference (within the expression of the right itself) (dealt with as ‘Inferential Remedies’)
or otherwise by way of broad general ‘remedy’ powers.

Of those EU instruments under consideration.

Directive 2001/29/EC on the harmonisation of certain aspects of copyright and related rights in the
information society [2001] OJ L167/10 (InfoSoc) art 8(2). ‘Interests’ are as defined in the Directive.

InfoSod|, art 11.

Lawrence David Ltd v Ashton [1989] FSR 87 (CA) 95 (Balcombe LJ): ‘a cardinal rule that an
injunction must be capable of being framed with sufficient precision so as to enable a person
enjoined to know what it is he is to be prevented from doing’ as cited in CEF Holdings Ltd v
Mundey € Ors [2012] EWHC 1524 (QB) [43], [209] (Silber J). See further: Morris v Redland
Bricks Ltd [1969] 2 All ER 576 (HL) 580 (Lord Upjohn): ‘... The court must be careful to see
that the defendant knows exactly in fact what he has to do and this means not as a matter of law
but as a matter of fact, so that in carrying out an order he can give his contractors the proper
instructions.” as cited with approval in J19 v Facebook Ireland [2013] NIQB 113 [15]-[16] (Gillen
J). See also Merck KGaA v Merck Sharp [2017] EWCA Civ 1834, [2018] ETMR 10 [308—309]
(Kitchin LJ).

Amongst other criteria
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intermediary liability decisions, which are considered below.|E| In narrow compass,
those decisions identify that IP rights must be balanced and are not inviolablem
In particular, they must be balanced against other EU fundamental rights, legal
provisions, and principles.m This balancing exercise is a matter for domestic courtsﬁ
The constraints identified as general considerations in the earlier chapters must be
observed [l
Domestic courts have the power to grant final injunctions in copyright and neigh-

bouring rights cases. Aside from the general jurisdiction in equity, courts are specific-
ally empowered under s 96(2) of the CDPA to grant injunctions for infringement. As
mentioned earlier, in HTC' (HC) Arnold J considered that the appropriate criteria
to consider when (with reference to art 3(2) of IPRED) granting injunctions in IP
cases was as follows£Y]

26 In my view, the time has come to recognise that, in cases concerning

infringements of intellectual property rights, the criteria to be applied

when deciding whether or not to grant an injunction are those laid down

by Article 3(2): efficacy, proportionality, dissuasiveness, the avoidance

of creating barriers to legitimate trade and the provision of safeguards

against abuse.

Under ‘Intermediary Injunctions’.

Case C-70/10 (EU:C:2011:771) Scarlet Extended SA v Société belge des auteurs compositeurs et
éditeurs [2011] ECR 1-11959 [43]-[44].

Scarlet Extended (n [16) [45]; Case C-275/06 (EU:C:2008:54) Productores de Muisica de
Espana (Promusicae) v Telefénica de Esparia SAU [2008] ECR I-271 [62]-[70]; Case C-314/12
(EU:C:2014:192) UPC Telekabel Wien GmbH v Constantin Film Verleih GmbH (CJEU, 2014)
[46], [63].

UPC Telekabel (n [46].
Case C-324/09 (EU:C:2011:474) L’Oréal v eBay [2011] ECR I-06011 [136] et seq.

HTC Corporation v Nokia Corporation [2013] EWHC 3778 (Pat) [26]-[27]. Appealed successfully
on different grounds. This aspect was not criticised by the appellate court.
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27 So far as proportionality is concerned, it should also be recognised that
the proportionality of an injunction to restrain infringement of an intel-
lectual property right may depend on which, if any, other rights are in
play. A number of the CJEU cases referred to above have concerned con-
flicts between intellectual property rights and other fundamental rights
guaranteed by the European Convention on Human Rights and/or the
Charter of Fundamental Rights of the European Union, such as the right

to respect for one’s private and family life, home and communications.

28 ... Article 3(2) does not merely require that remedies for infringement
should be proportionate and avoid creating barriers to legitimate trade,
it also requires that they should be effective and dissuasive. As the juris-
prudence of the English courts summarised above recognises, the effect of
refusing an injunction to restrain future infringement is, to that extent,
to deprive the claimant of its legal right. That is particularly true in the
case of patents, which are monopolies and thus the essence of the right is
the patentee’s right to give or withhold his consent to another person’s
exploitation of the patented invention. Thus the grant of damages in lieu
of an injunction is inevitably less effective and dissuasive than the grant

of an injunction.

This case is the high-water mark of adopting EU considerations into the applica-
tion of remedies in domestic law by the wholesale adoption of Directive wording and
consideration as the relevant test for injunctions. This approach has been considered
further in the more recent decisions@ Yet, this approach appears to be running

in parallel with the continued application of retrofit approaches. For example, in

See eg: Generics (UK) Limited (Trading as Mylan) v Warner-Lambert Company LLC [2015]
EWHC 2548 (Pat), [2015] RPC 3 [656]-[657] (Arnold J); Napp Pharmaceutical Holdings Limited
v Dr Reddy’s Laboratories (UK) Limited, Sandoz Limited [2016] EWHC 1517 (Pat) 3 [168]-[169]
(Arnold J); and Edwards Lifesciences LLC v Boston Scientific Scimed Inc [2018] EWHC 1256
(Pat) [12—16] (Arnold J).
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Vestergaard (in the Court of Appeal) % Jacob LJ noted:

56 I should add a word about ... proportionality ... Whether or not
conventional English law principles as to the grant of an injunction em-
body that concept (I rather think they do, though the now fashionable
word “proportionate” is not to be found in the older case law), in the
case of enforcement of an intellectual property right, the requirement is
explicit. The Enforcement Directive by art 3(2) inter alia requires that

measures to enforce intellectual property rights shall be proportionate.

In the context of injunctions, Birss J in C’onvateﬂ similarly considered the
application of IPRED in an injunction context. The case took the ‘retrofit’ approach
when considering whether to grant a (post-patent expiry) springboard injunction.
First, Birss J identified domestic factors and then, second, considered whether they

would meet the relevant IPRED criteria. As expressed:

[130] As for the Enforcement Directive, a springboard order does not fall
neatly within the words used in either Art 10 or 11 of the Enforcement
Directive but in a proper case it would fall within Art 3. Such an order
can be fair and equitable, effective and dissuasive. The ECJ (as it then
was) recognised in Generics that such a remedy can be proportionate and
is not a barrier to intra-Community trade. Moreover it seems to me that
the scope of the damages available in Art 13 (appropriate to the actual
prejudice suffered) would include the sort of damages recognised as being
available in Gerber. If damages are in principle recoverable then I do not
see why an injunction should not be able to be granted to prevent the

harm occurring in the first place. In any event the Enforcement Directive

Vestergaard Frandsen S/A v Bestnet Europe [2011] EWCA Civ 424 [56]. The case was further
successfully appealed to the Supreme Court, though on different grounds: Vestergaard Frandsen
S/A (now MVF3 APS) v Bestnet Europe [2013] UKSC 31, [2013] RPC 33.

Smith € Nephew Plc v Convatec Technologies Inc & Anor [2013] EWHC 3955 (Pat), oveturned
on other grounds without criticism of this aspect: Smith & Nephew Plc v Convatec Technologies
Inc & Anor [2015] EWCA Civ 607, [2015] RPC 32.
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does not limit the remedies which are available, it provides a minimum

standard.

Therefore, within the context of final injunctions, the retrofit approach through
to fully Europeanised approaches to remedies in the IP have been expressed by do-
mestic tribunals. This is to be considered with, and in part contrasted to, earlier
expressions of considerations relating to the granting of injunctions. These were col-
lected in Cantor Gamz’ngﬂ where it was noted that the power exercised in granting
an injunction was that under s 37(1) of the Supreme Court (now Senior Courts) Act
1981 (SCA 1981), and that a court must be satisfied that it is ‘just and convenient’
to grant such an order. Citing Lord Bingham, Cantor Gaming applies the reasoning
that ‘In all cases, the court must decide whether in all the circumstances it is just to
grant the relief sought against the particular defendant’’] which the Court of Ap-
peal has specified will ordinarily be granted without restriction in copyright cases if
an infringement has been established@ However, it remains a discretion and may
be withheld 7]

The Courﬁ summarises the foundation of the power and considerations relevant
to its exercise in six steps.@ First, the power to grant the order originates under
s 37(1) of the SCA 1981. Second, the order is discretionary in nature, requiring a

consideration of all factors. Third, the Court establishes that injunctions tend to

Cantor Gaming Ltd v Gameaccount Global Ltd [2007] EWHC 1914 (Ch).
South Bucks DC' v Porter [2003] 2 WLR 1547 (HL) [1562]-[1563] (Lord Bingham).
Phonographic Performance Ltd v Saibal Maitra & Ors [1998] FSR 749 (HC) 771.

See eg: Stretchline Intellectual Properties Limited v H & M Hennes & Mauritz UK Limited [2016]
EWHC 162 (Pat), [2016] RPC 15 [6—10] (Carr J).

By Alexander QC sitting as a Deputy High Court Judge.
Cantor Gaming (n [113].
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follow findings of infringements in IP cases where there is a threat to continue the
infringement. Fourth, it is identified that if there is no threat, it is not appropriate
in principle to grant an injunction. Fifth, the Court accepted that circumstances
may require an injunction even if there is no threat. Sixth, the Court identifies that
proportionality may be taken into account ‘in appropriate cases’.

Therefore, as expressed in 2007, domestic power was grounded in the SCA 1981.
It was acknowledged, even then, that the statutory considerations of ‘just and con-
venient” must be construed and exercised in line with IPRED, TRIPs, and the
other relevant agreements, along with domestic considerations.m Yet, in a decade,
these traditional considerations have migrated from passing mention (in [112] of
Cantor Gaming), to the ‘retrofit’ approach, all the way to the wholesale adoption
of language set out in EU Directives. The Court of Appeal has made clear that
IPRED principles must guide the Court in fashioning relief and considering whether
or not to grant an injunctionﬂ The outcomes of this Europeanisation and Inter-
nationalisation are therefore (again) both methodological and substantive. Greater
consideration is given to EU and transnational law. This changes the way in which,
and the factors by which, an existing discretion or power is exercised. In doing so,

substantive outcomes are altered.

Cantor Gaming (n [112].

‘There can no longer be any doubt, if ever there was, [these principles apply] to national courts in
considering whether or not to grant an injunction ...’: Merck KGaA v Merck Sharp (n [307]
(Kitchin LJ). However, it ought to be borne in mind that these considerations do not to have the
effect of fettering discretion for the exercise of a domestic court’s injunctive power. See Football
Association Premier League Ltd & Ors v QC Leisure & Ors [2012] EWHC 108 (Ch) [93] (Kitchin
LJ).
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4.1.2 Interim (provisional) injunctions

TRIPs identifies the necessity to provide ‘provisional measures’, but goes on to
identify predominantly procedural requirements for such provisional measures (dealt
with in Chapter Six)m IPRED is the only instrument to expressly require that
provisional general injunctions be available. These are to prevent an imminent in-
fringementﬂ or restrain a continuing alleged infringement but may be subject to
the possibility of a recurring penalty payment or alternatively the lodgment of guar-
antees in lieu of an injunction. These provisional measures must also to be available
against an intermediary. On an EU basis, although mentioned in passing in, for
example, the Dz’ageoﬂ Huawez’ﬁ or New Wavﬂ decisions — it has not been the
subject of substantive analysis.

As a matter of domestic law, provisional injunctions have long been availablem
Under the present procedural rules, the Court may grant an injunction under CPR
25.1(1)(a) at any time, or under CPR 25.1(1)(p) for art 9(1)(a) IPRED injunctions [
The usual criteria applied in judging whether or not to grant such an order in most

cases is that set out in American C’yanamid.ﬂ In National Commercial Bank of

Directive 2004/48/EC on the enforcement of intellectual property rights [2004] OJ L157/45
(IPRED) art 9(1)(a).

[PRED, art 9(1)(a).
Case C-681/13 (EU:C:2015:471) Diageo Brands BV v Simiramida-04 EOOD (CJEU, 2015) [74].

Case C-170/13 (EU:C:2015:477) Huawei Technoogies Co Ltd v ZTE Corp & ZTE Deutschland
GmbH (CJEU, 2016) [7], [57]-[58], [60].

Case C-427/15 (EU:C:2017:18) New Wave CZ as v Alltoys spol s r o (CJEU, 2017) [5], [25].
Series 5 Software Limited v Clarke & Ors [1996] FSR 273 (HC) 276279 (Laddie J).

CPR 25.2(1) in all cases ‘where it appears just and convenient to do so’, again, exercising power
under s 37(1) of the SCA 1981.

American Cyanamid v Ethicon [1975] AC 396 (HL).
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Jamaica (NCB Jamaica), the Court indicated that these are the appropriate criteria
for both prohibitory and mandatory injunctions.@

The essence of an interim injunction is to ‘hold the ring’ until a decision on the
merits can be made. It is not a prejudgment.ﬂ Its purpose is to give temporary
protection of rights. The court will normally only grant such interim protection
if the requesting party is prepared to provide an appropriate financial guarantee
or undertaking. The purpose of this ‘usual undertaking’ is such that if an interim
injunction is later found to have been wrongly granted, a court may use money
(insofar as it can) to financially restore the wrongly injuncted party.

The appropriate tests and factors a court must apply when considering an ap-
plication for an injunction are arguably in flux in IP cases. The established approach
in civil matters for the grant of an interim injunction by way of equitable relief is
to apply American Cyanamz’d@

Subject to different considerations in special cases, such as those engaging hu-
man rights considerationsﬂ those have generally been the criteria applied.@ In the
1996 (pre-IPRED) case of Series 5 Software,ﬁ Laddie J took the view there was

room to consider the comparative strength of the relevant cases. This approach has

NCB Jamaica (n ) [20].
Attorney General v Guardian Newspapers (No 1) [1987] 1 WLR 1248 (CA) [1288] (Lord Brandon).

American Cyanamid (n D as summarised by Birss QC (as he then was) in Thane Direct Co v
Pitch World [2012] EWHC 4227 (Ch) [7] (Birss QC).

For example, when, freedom of expression rights are engaged, in which case, Human Rights Act
1998 (HRA 1998) s 12(3) requires a further obligation that interim relief ought to be refused
‘unless the court is satisfied that the applicant is likely to establish (at the trial) the publication
should not be allowed’; see eg J19 (n [13)) [10]-12].

See eg White Book, Vol. 2, Section 15 for commentary.
Series 5 Software (n .
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been doubted but not disapproved or rejected ["| Zuckerman["’| has identified that
considering such strengths was an approach endorsed by Lord Hoffmann in NCB
Jamaica, effectively ending the debate. At [18] the NCB Jamaica Court expressed
(emphasis added):
18 Among the matters which the court may take into account ... [in-
cludes] the likelihood that the injunction will turn out to have been

wrongly granted or withheld, that is to say, the court’s opinion of the

relative strength of the parties’ cases.

The Series 5 point has been controversial in practiceﬂ but was adopted in the IP
context in the Warner-Lambert pregabalin litigation.@ The approach is consistent
with a policy of upholding rights while minimising harm. It would be both coun-
terproductive and inefficient for a judge, particularly an experienced judge from the
field such as those presently available in IPEC or the Patents Court, not to make
some form of assessment of the merits. At an interim stage, courts are being asked
or invited to act without full facts. They will not always give the answer that will be
vindicated at the end of a trial — whether they grant or refuse a sought injunction.
Proportionality and due process would to urge that the court be properly able to
take account of the material before it in weighing its decision. The underlying logic

of which would be predominantly straightforward: the greater material available to

See eg Quick Draw LLP v Global Live Events LLP [2012] EWHC 233 (Ch) [6] (Strauss QC) citing
Guardian Media Group PLC v Associated Newspapers Ltd (EWCA Civ, unreported, 20 Jan 2000,
case 2000/5109/83) [18] (Robert Walker LJ with whom Henry LJ and Scott Baker J agreed.)

A A S Zuckerman, Zuckerman on Ciwvil Procedure: principles of practice (Sweet & Maxwell 2013)
10.43-10.44.

See eg Epoch Co Ltd v Character Options Ltd [2015] EWHC 3436 (IPEC).

Warner-Lambert Company, LLC v Actavis Group PTC EHF, Actavis UK Limited, Caduceus
Pharma Limited, Highland Health Board [2015] EWHC 72 (Pat) [90].
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be considered at an earlier stage will hopefully lead to a more informed decision.
However, a court ought not allow itself to become lost in such material, or such
an analysis lest disproportionate time be taken, leading to legal costs disconnected
from the true issue(s) at hand.

The situations in which interim injunctions are granted are manifold. Reported,
post-IPRED / InfoSoc, IP interim injunction cases are thin on the ground and have
tended not to refer extensively to EU considerations. What should they consider?
The consequence of the logic applied in HT'C v Nokia (HC), and the operative ob-
ligation of arts 3(1)-3(3) of IPRED, art 8 of InfoSoc would be to require EU or
(EU-influenced) considerations for the grant of an injunction: effective, proportion-
ate, and dissuasive interim steps which don’t create barriers to trade. This is a shift
from American Cyanamid itself. That shift is not judicially problematic: the relev-
ant international and EU instruments passed long after that case and only apply
in the IP field; yet, little evidence of it being done appears in the published judg-
ments of the domestic courtsm The lack of mention could suggest that there are
some IP cases being decided per incuriam of IPRED/InfoSoc and the relevant EU
case law therein (on, at least, proportionality) if they are not taking account of the
EU aspects. It is difficult to rationalise recent decisions that continue to apply pre-
IPRED /InfoSoc case law without at least taking the ‘retrofit’ step of acknowledging
EU law obligations and continuing to apply American Cyanamid almost exclusively
as the correct test. However, that is not to say references have been entirely absent.

For example, in Warner-Lambert v Scmdozﬂ Arnold J recognised counsel having

See eg Glencairn IP Holdings Limited and Another v Dartington Crystal (Torrington) [2018]
EWHC 769 (Pat).

Warner-Lambert Company LLC v Sandoz GMBH, Sandoz Limited, Lloyds Pharmacy Limited
[2015] EWHC 3153 (Pat) [113]-[116].
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‘rightly’ conceded art 3(1) of IPRED’s application to his exercise of discretion in
an interim injunction case. What this appears to show is that the obligations under
IPRED /InfoSoc and TRIPs in relation to these interim remedies are being unevenly
applied at the domestic level. The reported cases have often ignored, or at least, not
mentioned the relevant EU obligations in expressions of judicial reasoning. Instead,
cases have favoured a direct application and/or at least discussion of general Amer-
ican Cyanamid-type principles. This may be for a number of reasons. Practitioners
may find it difficult to ignore a fully established and settled body of law which sets
out relevant principles; for example, it means less time and preparation being re-
quired which in turn lowers court costs for a client. Further, the time available for
the preparation of skeleton arguments in interim matters can be short, particularly
when compared with trial. Ultimately, the limited application of IPRED /InfoSoc
in relevant circumstances may also colour the matter: if it isn’t going to help your
client, why fight battle on new ground? In any event, the outcome is the same: in the
general injunction interim remedy cases, there has been a lesser acknowledgment of
EU principles and law than in cases of final injunction, or even in cases of special

forms of injunction.

4.2 Special forms of injunction

There a number of specific forms of injunction. The principal types will be con-
sidered here: asset-freezing, intermediary (blocking), information orders and publi-
city orders. Given its consideration of the nature of the relief granted in a somewhat
recent copyright decision, proprietary injunctions over profits from infringement will

also be considered.
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4.2.1 Asset-freezing (Mareva) injunctions

Interim asset-freezing or Mareva-style injunctions are provided for in IPRED, and
not under other transnational instruments. Under IPREDH courts must also be
able to restrain assets of a suspected infringer if circumstances ‘likely to endanger
the recovery of damages’ are identified. Whilst this is akin to what English law re-
cognises as a Mareva or freezing injunction, it is termed as a ‘precautionary seizure’
within the Directive itself. The Directive identifies that the power of courts must in-
clude seizing movable or immovable property, and blocking bank accounts to target
commercial-scale infringement. The Directive further permits the ‘communication
. or appropriate access to the relevant information’ of bank, financial and commer-
cial documents, though this aspect is dealt with below under Information Orders.
In domestic law, freezing orders are specifically provided for under CPR 25.1(1)(f),
employing the injunctive power of the court under s 37(1) of the SCA. The ‘creation’
of such, however, was heralded in the 1970s in two Casesﬂ one of which gave the
order a name: Mareva. This name has been principally used for the form of relief,
even following the introduction of the CPR in 1998 with its revised nomenclature.
Such injunctions are said to be an exercise of the court’s inherent power to control
its processes and/or to incrementally develop the law in the interests of justiceﬂ

The purpose of a freezing injunction is set out by Lord Bingham in Fourie v Le

Roux P

IPRED, art 9(2).

Nippon Yusen Kaisha v Karageorgis [1975] 1 WLR 1093 (CA) and Mareva Companies Naviera SA
v International Bulkcarriers Ltd [1975] 2 Lloyd’s Rep 509 (CA).

Al Rawi & Ors v The Security Service [2011] UKSC 34 [18]-[20] (Lord Dyson).
Fourie v Le Roux & Ors [2007) UKHL 1.
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2 Mareva (or freezing) injunctions were from the beginning, and con-
tinue to be, granted for an important but limited purpose: to prevent a
defendant dissipating his assets with the intention or effect of frustrat-
ing enforcement of a prospective judgment. They are not a proprietary
remedy. They are not granted to give a claimant advance security for
his claim, although they may have that effect. They are not an end in
themselves. They are a supplementary remedy, granted to protect the

efficacy of court proceedings, domestic or foreign . ..

In a copyright context, there have been few reported cases regarding such or-
ders in the UK, or generally. In Suh v Ryuﬂ the (then) Patents County Court
(PCC) was approached for search and freezing orders; however, the case princip-
ally considered matters of whether the PCC had jurisdiction to make the orders
sought (it did) 7 In the Australian Sharman/KaZaA copyright litigation regarding
disputes over the KaZaA peer-to-peer file sharing softwareﬂ following trial but be-
fore judgment, Mareva-type relief was granted against a number of the defendants
requiring asset freezes and disclosures of assets. These orders spawned a number of
follow-on decisions as there were substantial disputes about what appeared to be the
off-shoring of assets to Vanuatuﬂ The litigation ultimately ended in settlementﬂ

In essence, the domestic position with respect to freezing injunctions is more

Suh v Ryu [2012] EWPCC 20, [2012] FSR 31.

Suh (n [1] (HHJ Birss QC (as he then was)). Subsequent consideration over the orders more
generally was not provided.

Principal trial judgment: Universal Music Australia Pty Ltd v Sharman License Holdings Ltd [2005]
FCA 1242.

Universal Music Australia v Sharman License Holdings [2005] FCA 406; Universal Music Australia
v Sharman License Holdings [2005] FCA 1587 [2]-[12] (Moore J) — which includes a procedural
history of the Mareva relief.

Eric Bangeman, ‘Sharman Networks settles Kazaa file-sharing lawsuits’ (Ars Technica, 2006) (http:
//arstechnica.com/uncategorized,/2006,/07/7363/).
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permissive for applicants than the requirements under IPRED. Commercial-scale
is not required under domestic criteria. The criteria for domestic orders is that
there is: i) a good arguable case on a substantive claim over which the court has
jurisdiction; ii) that the respondent has assets within the jurisdiction; and iii) that
there is a real disk of dissipation of those assets so as to render enforcement relief
nugatory. Worldwide orders are now available, although normally special grounds
must be shown for worldwide effect@ In the usual case, the second of these criteria
is modified and an applicant is instead required to show that there are no domestic
assets to satisfy the claim and that there are foreign assets@

So far, there have been no reported cases evidencing Europeanisation consist-
ent with IPRED in this class of case. There have been few published cases at all.
However, one can readily imagine an obvious variation to come. In particular, it is
debatable whether the IPRED condition requiring protection where something ‘en-
danger(s) recovery’ will be construed to include security for future damages. Such
security is something that has been expressly rejected by the UK. Instead, the UK
favours the more nuanced protection of the court’s own enforcement processes even
though such security will be what occurs in most cases in any event.@ Expressly
providing such security for claimants for the purpose of securing damages alone

would be a shift.

Ashtiani v Kashi [1981] QB 888 (CA).
As to both domestic and worldwide orders, see generally: White Book, Volume 2, Section 15(B).
As identified by Lord Bingham in Fourie (n above.
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4.2.2 Intermediary injunctions and blocking orders

Intermediary injunctions are orders of compulsion or restraint sought against a non-
infringing third party. These orders tend to bring into sharp relief competing fun-
damental rights considerations. Domestically, intermediary injunctions have tended
to focus on Internet Service Providers (ISPs) or hosting providers. Intermediary in-
junctions per se (ie not other forms of third party information or freezing orders) are
not expressly mentioned in international instruments, save in ACTA, where third
parties may be liable to injunctions to prevent goods entering channels of com-
merceﬁ They are, however, mentioned in IPRED and InfoSoc as required under

EU law [

4.2.2.1 EU obligations

Under both EU instruments, intermediary injunctions must be available where an
intermediary’s services are used to infringe rights. Under InfoSoc, this is where a
copyright or a related right — not merely an InfoSoc defined right — is infringedﬁ
as the intermediary is said to be ‘best placed’ to bring infringement to an endﬂ
IPRED is similar, though provides for the broader protection of IP rightsﬁ and
draws a distinction between interim/provisional and final ordersﬁ The EU position

has been repeatedly considered in decisions principally focused on the application

ACTA] 8(1).

InfoSoc, art 8(3), rec 59;IPRED|, arts 9(1), 11, rec 23 (interim/interlocutory and final respectively).
InfoSoc, art 8(3).

InfoSoc rec 59.

Without prejudice to the protections under InfoSoc: TPRED), arts 9(1)(a), 11.

[PRED, arts 9(1)(a), 11.
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of article 8(3) of InfoSoc (and thereby related copyright concerns), in lieu of the
more generalist provisions of articles 9(1)(a) and 11 of IPRED, which were in part
considered in L’Oréal[”] These cases are dealt with below.

The CJEU decisions have tended to focus on, and refer back to, the Promusicae
and Scarlet cases. Promusicae was the first CJEU decision to substantively engage
with these provisions. It was a case about the provision of information about ISP
subscribers who were said to be infringing copyright; as such, it will be considered
in the next section on Information Orders. For present purposes it is sufficient to
note that Promusicae highlights the necessity for ensuring proportionality between
competing fundamental rightsﬂ

Following Promusicae was the Scarlet case, in which SABAM (a Belgian society
of authors) sought an injunctionm against an ISP, Scarlet. The order required Scar-
let to install monitoring software to track peer-to-peer network traffic with a view
to ‘preventing file sharing which infringes copyright’.m On referral from the Cour
d’Appel de Bruxelles, the European Court was asked whether such an injunction
would was consistent with arts 8 and 10 of the European Union Charter of Funda-
mental Rights (EUCFR) and the body of directives of which the relevant IP rights
and remedies are a part. In short — it was not, not least of all because it would be an

impermissible monitoring scheme contrary to the e-Commerce Directivem Scarlet

L’Oréal (n .
Promusicae (n|17) [58], [70].

On pain of ‘periodic penalty’, though with the Court acknowledging that conditions and procedure
are a matter for national law: Scarlet Fxtended (n [32], applying L’Oréal (n [135].

Scarlet Extended (n } [2].

Scarlet Extended (n D [40]; Directive 2000/31/EC on certain legal aspects of information society
services, in particular electronic commerce, in the Internal Market [2000] OJ L178/1 (e-Commerce
Directive) art 15(1).
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makes clear that nothing in EU law makes IP rights inviolable or requiring absolute
protection. Rather, the Court considered that the claim to enforcement of IP rights
must be balanced against competing rights claims. In particular, a fair balance must
be sought between the ‘property right’ of IP and the freedom to conduct a business
(such as that of an ISP)[?| and other fundamental rights.

Scarlet was later followed by SABAM v Netlog NV (Netlog)[ In Netlog, or-
ders were sought to require the installation of a filtering system and software at
a social network provider. Like in Scarlet, the order was refused: permanent, non-
discriminatory, preventative injunctions requiring the installation of filtering meas-
ures were unsupportable as a matter of EU lawm The Netlog Court was again
required to construe and balance fundamental rights against IP rights while factor-
ing in the art 8(1) InfoSoc obligation that remedies be effective, proportionate, and
dissuasive. In coming to its conclusions, the Court specifically relied upon both
Scarlet and Promusicae cases.

Following Netlog was Telekabelm In that case, right-holders sought an interim
blocking injunction against the website kino.to. That website provided some 130,000

streaming and downloadable movies and was accessed by approximately 4 million

Scarlet Extended (n [44]-[48].

Case C-360/10 (EU:C:2012:85) Belgische Vereniging van Auteurs, Componisten en Uitgevers
CVBA (SABAM) v Netlog NV [2012] ECR I-0000.

SABAM v Netlog (n [47], [61]. The Court’s reasoning was principally supported by references
to provisions of the e-Commerce and e-Privacy directives. Insofar as the Court made reference to
art 8(1) of InfoSoc in its judgment, it did so in a way that construed InfoSoc as ‘enabling’ its
decision. In contrast, the e-Commerce, e-Privacy and Data Processing Directives were cited to give
justification to the express limitations which the Court relied upon to strike down the order as [3],

[7]—[8].
UPC Telekabel (n .
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people at its peak.@ What made the case curious was that the order sought was
against a major Austrian ISP, Telekabel. That ISP had no link or commercial con-
nection to kino.to, save that Telekabel’s users accessed the site@ The question asked
was whether an injunction sought under InfoSoc art 8(3) against an ‘intermediary’
could include an ISP such as Telekabel; that is, the (alleged) infringing consumer’s
ISP instead of the distributor’s ISP.E The CJEU adjudged that Telekabel could
be considered as such an intermediary.@ In arriving at that decision, the Telekabel
Court again closely considered the intersection of EU fundamental rights as between
kino.to, Telekabel, and Telekabel’s users.

That intersection of rights involved a substantial balancing exercise between
concepts of fundamental property rights over IP, national procedural autonomy,
limits within InfoSoc itself, and EUCFR limitationsﬂ In particular, the Telekabel
Court, as with the Scarlet Court, observed that the kind of blocking injunctions
sought to impinge upon the fundamental right to carry on a business. They do
that by limiting the business’s freedom to use the technical, economic, and financial
resources available to it/] The Court further noted that if such an injunction is
granted, it must be sufficiently certain in its terms, but not such as to require overly

explicit detaﬂﬁ

UPC Telekabel (n 1_7
UPC' Telekabel (n 1_7

[AG22).
[
UPC Telekabel (n|17) |
[
[

AG11].
3].

[\

(
(
(
UPC Telekabel (n(L7) [60].

UPC Telekabel (n [17) [43]-[46].
Charter of Fundamental Rights of the European Union [2012] OJ C326/391, art 16; UPC Telekabel

(n[17) [48]-[49].

UPC Telekabel (n[17) [54], [64].
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In the end, the Telekabel Court acknowledged that though blocking injunctions
may not be perfect@ it was acceptable that they be ‘sufficiently effective to ensure
genuine protection’ of the IP right. That included preventing unauthorised access
‘or, at least, of making it difficult to achieve and seriously discouraging internet users
... from accessing (that material)’ 7| Such blocking injunctions must find a balance.
The balance must work to permit users to access lawful content while restraining
or at least ‘seriously discouraging’ users from obtaining unlawful content, preferably
by ensuring that those restraints are ‘strictly targeted” by the ISP@

Following Telekabel has been the McFadden’| and Ziggd™| decisions, though
Ziggo ended up being dealt with in other grounds.@ In McFadden, the question was
whether a store offering anonymous public WiFi had to take any steps to block
copyright-infringing materials crossing its network. The case engaged many other
considerations, but on intermediary injunctions the Court considered that the shop
could be ordered to stop the IPR infringements. The Court considered that requiring
password protection of the shop’s WiFi network to prevent third parties from using
it for infringement would be a balanced approach@ Such an approach was also seen

as efficacious P

Whether by causing the complete cessation of the infringing action, or by being capable of circum-
vention.

UPC Telekabel (n [58], [60], [63]. This was adopted later: Case C-484/14 (EU:C:2016:689) Mc
Fadden v Sony Music Entertainment Germany GmbH (2017) 1 CMLR [95].

UPC Telekabel (n [55]-[57].

McFadden (n|87).

Case C-610/15 (EU:C:2017:456) Stichting Brein v Ziggo BV (CJEU, 2017).
Ziggo (n [17], [49].

McFadden (n [93]-[102].

McFadden (n [95].

)
7)
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Dealing with intermediary injunctions under IPRED | the CJEU identified in
L’Oréal that such orders must be available against intermediaries. IPRED is not
limited to the electronic worldﬁ and so intermediaries may be offline, and may even
be landlords with tenants in shopping mallsm Again, as identified in Telekabel, such
orders must not be equated only with orders which will absolutely end infringements.
Indeed, such orders ought to contribute to bringing an end to such infringements and
prevent future infringements@ Such orders under IPRED are subject to the same (or
highly similar) balancing obligations as art 8(3) orders;lﬂ however, they ought not be
elided@ In particular, in intermediary circumstances, injunctions must necessarily
be different and more complex. Such injunctions must be effective, proportionate,
dissuasive, and not create barriers to legitimate tradeFEl Despite these requirements,
and consistently with principles of national procedural autonomy, rec 29 of InfoSoc,
and as the CJEU noted in L’Oréal, the EU considers that conditions and procedures
for intermediary injunctions are a matter for national lawm That is of debatable
veracity given the level of proscription provided in the relevant instruments.

In summary, the exercise of power to grant such an injunction must balance

Which are without prejudice to such orders being granted under InfoSoc.
L’Oréal (n .

Case C—494/15 (EU:C:2016:528) Tommy Hilfiger Licensing LLC and others v Delta Center (CJEU,
2017).

Tommy Hilfiger (n .
L’Oréal (n(19) [131].
L’Oréal (n b [143].

Twentieth Century Fox Film Corporation v Sky UK Ltd & Others [2015] EWHC 1082 (Ch) (Fox
v Sky) [5].

L'Oréal (n[19) [128] [130], [144].
L’Oréal (n ) [135].
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competing fundamental rights (recognising that IP rights are not inviolable and must
be balanced), meet the EPD criteria, be sufficiently certain, must not be tantamount
to filtering, may be only partially effective or capable of circumvention (provided
they are ‘contributing’ to reducing infringement by making it ‘difficult to achieve’
or seriously discouraging behaviour) all whilst allowing for access to lawful content
and being strictly targeted. That being said, a store (or stall) landlord could be an
intermediary under InfoSoc/IPRED — they need not be an online business. Other

than those obligations, the rest is a matter for national governments.

4.2.2.2 UK approach to intermediary injunctions

Intermediary injunctions in copyright matters in the United Kingdom are granted
pursuant to s 97A of the CDPA. That provision was inserted into the CDPA by
statutory instrument to implement the obligations of art 8(3) InfoSoc.@ No specific
legislation has been implemented for other forms of IP rights, which has caused some
difficulties in the implementation of IPREDFEl The corollaries between the EU and
domestic provisions are inexact: InfoSoc art 8(3) maps to CDPA s 97A. Articles
9(1)(a) and 11 are said to not have required separate implementation because of the
existence of s 97A | though s 97A adopts a more constrained consideration of who (or

what) is an intermediary. It does this by adopting the language of ‘service provider’,

Copyright Regulations 2003, SI 2003/2498; see generally Paramount Home Entertainment Inter-
national Ltd € Ors v British Sky Broadcasting & Ors Ltd [2014] EWHC 937 (Ch) (Paramount II)
[6] (Henderson J). The IPO did not consider further amendments to domestic law were required
to implement arts 9(1)(a) and 11 of IPRED.

The UK Patent Office, The UK Implementation of the Directive on the enforcement of intellectual
property rights (2004/48/EC) (2005) (http://www.ipo.gov.uk /consult-enforcement.pdf). See
further the dispute in Cartier International AG v British Sky Broadcasting Ltd [2014] EWHC
3354 (Ch) (seeking blocking orders in relation to trade mark infringements) and on appeal: British
Sky Broadcasting Ltd v Cartier International AG [2016] EWCA Civ 658.
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arising from the eCommerce Directive, and not the language of ‘intermediaries’,
which does not contain the same limitations.

It is under s 97A that such orders, whether interim or final, must and have been
sought and granted. To date, the preponderance of these orders have come before
Arnold J @ In Paramount II, the principles were summarised by Henderson J @ It
must be shown that a defendant is a service provider with knowledge that its users
are infringing IP rights via a service it provides.m Should a court be persuaded it has
jurisdiction, that court must then consider issues of proportionality and discretion. In
doing so, the court takes into account competing rights — notably privacy, protection
of personal data, freedom of expression, freedom to conduct business, and protection
of property (IP) rights — before turning to a proportionality ‘ultimate balancing
test’@ The general method right-holders have adopted is to proceed against the
largest ISPs in the United Kingdom to block particular content, achieving coverage
of over 90% of the fixed-line Internet access market, although generally without
joining the owners or operators of the particular website to be blocked@

A wider provision for blocking orders was included as ss 17 and 18 of the Digital
Economy Act 2010; however, that provision has never been used as it required
further regulation to come in to effect, which the Cameron Government at the time

indicated it did not propose to bring forwardm and was repealed by s 56 of the

Cartier (HC) (n [3].

Paramount II|[13] (Henderson J).
Paramount II|[13] (Henderson J).

Paramount Home Entertainment International Ltd & Ors v British Sky Broadcasting Ltd & Ors
[2013] EWHC 3479 (Ch), 41-42 (Arnold J).

In Dramatico Entertainment Ltd & Ors v British Sky Broadcasting Ltd & Ors [2012) EWHC 268
(Ch) [1] (Arnold J) a figure of 94% of fixed-line users was identified. Regarding joinder see [9]-[15].

Deregulation Bill 2013-14 Deb 11 March 2014, 327 (Public Bill Committee 11 March 2014) (Tom
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Deregulation Act 2015.

The intermediary injunction provision provides a cross-cutting approach between
domestic and European considerations. In some aspects, it has developed consist-
ently with the words of the CDPA and thereby domestic considerations. That is so
even though the domestic provision was implemented specifically to give effect to
a European obligation. The s 97TA jurisdictional factors set out are those provided
for in the domestic legislation. Yet, in contrast to that, the next step of considera-
tion is almost entirely European: proportionality — taking into account European
conceptions of fundamental rights, before moving on to the domestic consideration
of equitable discretion.E In that way, this provision is an odd hybrid: a European
obligation, implemented by statute in domestic law, which takes effect by a domestic
tribunal exercising its equitable jurisdiction by applying two levels of consideration.
It is neither a retrofit nor a wholly Furopeanised approach. It is seemingly a blen-
ded approach which has arisen from s 97A being derived from (new) EU law. As
it was both new and external, a new method for applying the obligation needed to
be established. That genesis meant a previous approach did not need to be changed
(by retrofitting or otherwise) — instead, it was always available.

In that way, this provision is largely alone. Prior to European law, it had no
domestic corollary and so cannot be truly said to be a movement from one approach
to another. At best, some version of secondary liability may have ultimately been

moulded, whether by copyright ‘authorisation’ as in Australiam (and later in the

Brake).
Fox v Sky| [61]-[62].

Eg As used successfully against websites and web-hosts: Universal Music Australia Pty Ltd v
Cooper [2005] FCA 972 [88], [130] (Tamberlin J), and with P2P software providers: Sharman
(Trial) (n [420] (Wilcox J). Unsuccessfully against ISPs: Roadshow Films Pty Ltd v iiNet
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UK)B or methods akin to contributory and vicarious liability in the USF'_Z] In
such circumstances, it appears there is a ‘middle path’ between full Europeanisation
(being the full direct adoption of European considerations in granting relief), and

the retrofit approach: a blended approach as evidenced in the s 97A cases.

4.2.2.3 Cartier v BSkyB

In relation to blocking injunctions, the case of Cartier ought to be considered.@
The position in Cartier was comparatively straightforward: Cartier, in relation to a
number of their trade marks, sought blocking injunctions to compel domestic ISPs
to block access to sites selling allegedly infringing merchandise. Unlike the InfoSoc
blocking provisions which were implemented in domestic law through s 97A of the
CDPA, TPRED’s blocking provisions (for trade marks or other IP rights) have (and
had) no such corollary. The question for the courts was whether such an order could
be granted using more general powers.

At first instance, Arnold J considered that it could be achieved in either of two

ways under s 37 of the SCA 1981:

e First, s 37, which permits the High Court to grant an injunction where it
is ‘just and convenient’, was sufficiently wide in scope to give jurisdiction to
the Court. Arnold J had particular regard to the development of Mareva and

Norwich Pharmacal relief in forming this view, ultimately concluding that the

Limited (No 3) [2010] FCA 24 [444] (Cowdroy J).
Dramatico v BSkyB (n ) [81] (Arnold J).
A € M Records, Inc v Napster, Inc 239 F.3d 1004 (2001).

Cartier (HC) (n ; appeal: Cartier (CA) (n ; and Cartier International AG v British Sky
Broadcasting Ltd [2018] UKSC 28.
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power of the domestic power of the Court was sufficient even absent any EU

legislationm

e Second, even if the Court did not have this power under s 37 alone, a Mar-
leasing interpretation of s 37 would require the Court to construe the power

as being present to give a conforming interpretation of s 37@

At first instance the case was progressed as a CPR Part 8 claim against the ISPs
alone.m The relief was consequently final in nature when sought. In coming to its
first instance decision, the High Court considered EUCFR, ECHR, and IPRED art
3 obligations before exercising its discretion to grant the sought injunction. Arnold
J iterated through each EU law factor arising, including whether the injunction(s)
sought were: necessary[""| effective[””| proportionate ! dissuasive["> not unneces-
sarily complicated or costly@ avoided barriers to trade@ and otherwise provided
a fair balance[?7]

The Court of Appeal upheld Arnold J’s judgment, although its reasoning was
more opaque. At [65]-[66] Kitchin LJ considered that IPRED art 11 ‘does indeed

Cartier (HC) (n D [106], [111].
Cartier (HC) (n D [132].

This being part of the controversy: there being no adjudicated finding of infringement against a
primary party (the website owners) which the orders sought were ancillary to. There was further
no suggestion of authorisation, common design, or other form of shared liability of the ISPs for the
infringements themselves.

Per EUCFR: Cartier (HC) (n [104) [160]-[162]
Cartier (HC) (n|104) [163]-[176
Cartier (HC) (n|104) [190
[
[

—
0]
[N

]
( [ I
Cartier (HC) (n|104) [ 179].
Cartier (HC) (n|104) [180]-[181].
Cartier (HC) (n|104) [

( [

|-
J-
I-
B
]
Cartier (HC) (n|104) ]
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provide a principled basis for extending the practice of the court in relation to the
grant of injunctions’. Contrary to Arnold J’s clean delineation of the jurisdiction
issues, the Court of Appeal considered that the issues did not ‘(fall) naturally’ into
such categories[*]

On s 37, Kitchin LJ considered that a ‘preferable analysis’ recognised the power’s
width considered in historical context, and relied upon an understanding that general
equitable principles allow new forms of orders to be made in new Circumstancesm

At least in relation to jurisdiction, the decision of the Court of Appeal endorses
a wide reading of s 37. That is consistent with Arnold J’s view on a ‘domestic basis’
interpretation of s 37. The Court of Appeal further agreed with Arnold J that the
proper exercise of power in the circumstances would require consistency with the
obligations of EU law, particularly IPRED and EUCFR criteria[™¥| Kitchin LJ dealt
rather opaquely with whether s 37 could be read more widely to countenance a
Marleasing argument as to the power: in short, were it necessary to do so (which
Kitchin LJ believed it was not), that could be done to bring about a conforming
interpretation to give effect to IPRED@

The approach of both Arnold J and the Court of Appeal is consistent with the
law identified in earlier chapters. The only point of departure and difference between
the appellate judges was, in effect, a proportionality and costs argument in relation

to whether the ISPs must bear the cost of implementation. The majority held that

Cartier (CA) (n|104)
Cartier (CA) (n|104)
Cartier (CA) (n|104)
Cartier (CA) (n|104)

(
(
(
(
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they must, while Briggs LJ was unpersuaded.@ It was on this issue that permission
to appeal to the Supreme Court was grantedFEl

The Supreme Court held@ that it was the obligation of the right-holder to
indemnify intermediaries for blocking orders@ On the way to that conclusion, the

Court observed that:

EU law may require particular remedies to be made available in national
law, as [the e-Commerce, InfoSoc, and IPRED Directives| do. Otherwise
it prescribes minimum standards which the available national law rem-
edies must satisfy. These are embodied in the principle of effectiveness,
which requires that remedies must be sufficient to ensure that a Directive
and any directly applicable rules of EU law are fully effective; and the
principle of equivalence, which requires that remedies for infringements
of EU law are at least equivalent to those which would be available for
infringements of corresponding rules of national law. In addition, and
partly overlapping with the principle of effectiveness, article 3 of the En-
forcement Directive requires that remedies shall be ‘fair and equitable
and shall not be unnecessarily complicated or costly’, and that they must

be ‘effective’ and ‘proportionate’.

35 Website-blocking injunctions are sought by rights-holders in their own
commercial interest ... It is true that there is a public interest in the
enforcement of intellectual property rights just as there is, in varying de-
grees, in the enforcement of any legal rights. Intellectual property rights
are created by law as a reward for innovation and enterprise which confer

wider public benefits. But I cannot see that this makes any difference to

Cartier (CA) (n [198].

Questions of jurisdiction and power were not before the Supreme Court: Cartier (UKSC) (n D
[5] (Lord Sumption), though the legal basis of such orders was considered.

Per Lord Sumption, with whom the balance of the Court agreed.
Cartier (UKSC) (n[115)) [36].
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the analysis. It supplies the reason why the rights exist, but the public
interest in their enforcement is not wider or different from the private

interest of the rights-holders.

The decisions in Cartier are useful in the present consideration in three particular

ways:

e First, the case identifies that s 37 is to be given a wide reading, and that such
a wide reading can be subject to a Marleasing conforming construction, even

in relation to jurisdiction.

e Second, as a ‘new’ type of order, it was readily capable of adopting EU law
considerations wholesale as the relevant threshold for an exercise of discretion

from the start.

e Third, is an endorsement from the Supreme Court of the inherent effects,

minimum standards, and principles to be applied in such cases.

The case appears on the spectrum of Europeanisation in three ways. First, in
relation to jurisdiction, there is a retrofit approach being offered as unnecessary but
possible. Traditional s 37 powers were sufficient to grant the relief sought. However,
it was possible to construe s 37, if required, consistently with Marleasing. It does not
matter that s 37 was enacted prior to the passing of IPRED — earlier legislation is
still subject to conforming interpretation obligationsFEl

Second, the order itself: a Europeanised approach was applied at each level,
though to varying degrees. The discretionary factors for grant (at both the domestic

and first appellate court levels) took into account the EUCFR and the generic EPD

134 Cartier (CA) (n [70].
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obligations of IPRED before the Court gave its views. In so doing, the Court did
not express reliance upon common law or equitable discretionary factors common
in such cases instead, only referring IPRED criteriaFEl

Third, the Europeanised approach was applied, in a blended way, in relation to
considering who bears the costs of implementation. The Court considered that while
EU principles set the requirements for a remedy, in the absence of anything further,
the question of compliance costs fell to be considered as a matter of domestic law.

In light of these three factors, the UK now has a decision from the highest
appellate level on the proper approaches and considerations to be applied in relation

to blocking orders.

4.2.3 Information orders
This section will deal with two forms of information orders:

e First, those seeking provision of information from an alleged infringing party

(or some others) (eg disclosure);

e Second, those specifically seeking information from third parties (eg identities

of subscribers from ISPs).

Provisions for information orders exist at the international, EU, and domestic
levels. First, at the international level, the provision of information related to in-
fringements is dealt with under TRIPs and ACTA.

Under TRIPs, it is optional for Member States to provide for information orders.

The requirement, if implemented, is narrow in scope.@ The information which may

Cartier (CA) (n [46].

TRIPs (n (7)) art 47.
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be ordered is two-fold: both in regard to the identity of third parties involved in
infringements, and as to the channels of distributionm

In ACTA, the obligations on Member States are broader[™| First, judicial au-
thorities must be given the power to compel (alleged) infringers, at least for evidence-
collecting purposes, to deliver ‘relevant information’ in their control to right—holders@
Second, though optionally, members of ACTA may require online service providers
to provide information ‘sufficient to identify a subscriber’: that is, identity disclosure.
In circumstances where the right-holder has a claim on foot, such disclosure must
be limited by ‘fundamental principles’ of free expression, fair process, and privacy.
Third, disclosure must not bar legitimate activity@

These kinds of provisions are expressed in EU law within IPRED where the two
separate orders E-l are dealt with together. Following a ‘justified and proportionate’
request, EU Member States must enable judicial authorities to order that inform-
ation about alleged IPR infringements be provided. This can be granted against
the alleged infringer, someone in possession of infringing goods, service providers,
service-users, or someone who one of those people identiﬁes@ The scope of in-
formation which may be demanded is wide and includes: names, addresses, sup-

pliers, distributors, quantities, prices, and so forth. Such orders may be limited by

137 In Promusicae, the CJEU also considered the generalist ancillary provisions of arts 41 and 42 as

applicable in such circumstances.

138 IACTAL art 11.

139 This information is said to potentially include information on: people involved, the means of pro-

duction, distribution channels and those third parties involved in production or distribution.
140 IACTA, 27(4).
141 Te orders against (alleged) infringers and orders against third parties.

Provided their part was on a relevant commercial-scale; IPRED, arts 8(1)(a)-8(1)(d).
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civil or criminal procedure rules, privilege, data protection and conﬁdencem In
commercial-scale cases, provisional measures for information orders may, as set out
above, include banking, financial, or commercial information, and appropriate ac-
cess thereto['™!] This is in the same article of IPRED which deals with asset-freezing,
and is subject to the usual kinds of protections of return dates, requirements for
evidence, the usual undertaking, and so forthlzgl

The CJEU has considered these provisions three times: in Promusicae[l™® Bon-
merm and New Wave.@ Promusicae is a Spanish collecting society which asserted
that users of an ISP’s services (Telefénica) were engaging in copyright infringing
file-sharing via the KaZaA peer-to-peer file-sharing application. Promusicae sought
disclosure from Telefénica of the account-holders using the relevant IP addresses at
the relevant time['™ The CJEU had cause to consider requirements for delivery of
information regarding third parties involved in producing and distributing goods,
taking into account, inter alia, TRIPs, the InfoSoc Directive, IPRED, the e-Privacy
Directive, and the Data Retention Directive. Such disclosures were permitted, it was
argued, only in criminal cases under Spanish law. The questions were whether this
was in conflict with EU law [’ and whether EU law required the communication of

personal data in the context of civil proceedings. The CJEU identified that the e-

IPRED, arts 8(2)(a), 8(2)(b), 8(3).
IPRED, art 9(2).

IPRED, arts 9(3)-9(7

Promusicae ( D

Case C-461/10 (EU:C:2012:219) Bonnier Audio AB v Perfect Communication Sweden AB (
CJEU).

New Wave (
Promusicae

Promusicae
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Privacy directive leaves open the prospect of restricting confidentiality in electronic
transactions where the rights and freedoms of others are engaged.@ Second, the
Court identified that while the InfoSoc Directive (and others) require that courts
can order the provision of information in a civil claim, but that is not to say it
must be done, particularly having regard to ensuring proportionality between the
competing overarching rights.@

These provisions were considered again in Bonnier. The conclusions in Bonnier
were more express. First, the e-Privacy Directive does not preclude the granting of
such an order@ Second, it is contingent on Member States to properly implement
the Directive by providing a fair balance be struck between competing fundamental
rights and obligationsfpfl Third, where such provisions are provided in transposed le-
gislation and those provisions take proper account of proportionality, such provisions
will likely to be compliant with EU law.@

In New Wave@ the Court held that such an order need not be given only in IP
proceedings, but may be made later or in separate proceedings. Such was required
to give effect to a high, equivalent, and homogenous level of protection in the single
market ">’ and helps give an effective remedy consistent with fundamental rights[™*9]

For domestic law, its is unclear whether this would be applied consistently with

Promusicae (n% [53].

Promusicae (n [17) [58]-[60].

Bonnier (n|147) [55]; Promusicae (n [54]-[55].
Bonnier (n|147) [55].

Bonnier (n (147) [55]-[60].

New Wave (n}%t

New Wave (n[36) [24] referring to Diageo (CJEU) (n .

Arts 47, 17(2) CFR (n | referred to in Case C-580/13 (EU:C:2015:485) Coty Germany GmbH v
Stadtsparkasse Magdeburg (CJEU, 2015) para 29.
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res judicata. This is field where Europeanising principles has the potential to rub
against unlegislated English concepts.

In domestic law, information orders take different forms. Dealing first with orders
generally sought against an (alleged) infringer. In the usual course, a party has the
right to avoid answering incriminating questions. Such questions are those that have
the tendency to expose them to a criminal charge, penalty, or forfeiture.@ A source
of the modern expression of the rule is found in R v BoyesF_’vl and the point remains
much the same today['"|

In the copyright context, Rank Film Distributors@ was a case wherein the
plaintiffs alleged that the defendants were making and selling infringing copies of
movies. Orders had been made requiring the answering of interrogatories as to the
sale and supply of the infringing copies. The defendants challenged the order on
the grounds that to answer the interrogatories would be to breach their privilege

against self-incrimination. The House of Lords agreed, with Lord Wilberforce stating

(at 439):

. It may seem to be a strange paradox that the worse, ie the more
criminal, their activities can be made to appear, the less effective is
the civil remedy that can be granted but that, prima facie, is what the

privilege achieves.

Following the decision in Rank, the UK Parliament legislated to abrogate the

privilege as it related to intellectual property matters. This was done through the

Blunt v Park Lane Hotel Limited [1942] 2 KB 253 (CA) [257] (Goddard LJ).
R v Boyes [1861] 1 B&S 311 (KB) 330.

Phillips v Newsgroup Newspapers Ltd [2010] EWHC 2952 (Ch) [19]-[29] (Mann J); Civil Evidence
Act 1968, s 14; Phillips v Mulcaire [2012] UKSC 28 [15] (Lord Walker).

Rank Film Distributors Ltd v Video Information Centre (a firm) [1982] AC 380 (HL).
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insertion of s 72 into the SCA 1981. That Act now provides for the withdrawal of
privilege against incrimination in civil IP proceedings, including copyright proceed-
ings. By virtue of ss 72(3), 72(4), such evidence may not be tendered against them
in any criminal matters ' The modern effect of s 72 was considered in the litigation
arising from the News Corp. ‘phone hacking’ scandal, including in th’llip@ and
Gray[™|

In Phillips, interrogatories were sought against a defendant in relation to alleg-
ations of phone hacking. Phillips alleged that Mulcaire (the second defendant), an
employee of News Group Newspapers, had illegally accessed her phone and voice-
mail. The claimant brought an application seeking an information order. The order
sought that the defendant answer certain questions that would help her in discov-
ering ‘the extent to which she can bring home hacking to [News Group Newspa-
pers]’@ Phillips asserted causes of action for (amongst others) breach of confidence
and breach of privacy.@ The Court, whilst accepting that Mulcaire would otherwise
be able to avail himself of the privilege against self-incrimination, formed the view
that s 72 applied@

To a similar effect, in Gray, Mr. Justice Vos (as he then was) gave a longer

opinion.@ Gray considered similar issues to the Phillips case, as Gray also asser-

Save for proceedings in relation to perjury or contempt of court.
Phillips (HC) (n|161]).
Gray v News Group Newspapers Ltd [2011] EWHC 349 (Ch).
Phillips (HC) (n|161)) [13].

Phillips (HC) (n|161)) [42]-[44].

Phillips (HC) (n|161)) [45]-[46].

Having had ‘the benefit ... of extensive citation of relevant authority over a hearing lasting over

3 days in total: Gray (HC) (n[165) [7].
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ted claims in relation to phone-hacking by Mulcaire and News Group Newspapers
Ltd, but this time in relation to football commentator Andrew Gray and comedian
Stephen Cooganm The decision largely turned upon the definition of ‘commercial
information’ within s 72(5), although the case also highlighted a number of other
points in relation to the provision.

The cases were ultimately joined and considered by the Court of Appea]@ and
then by the UK Supreme Court.m Before the unanimous Supreme Court, Lord
Walker identified that the limitation on the privilege against self-incrimination need
not be read narrowlym and otherwise construed s 72 as encompassing both the
circumstances in Phillips and in Gray. In the present context, it is highly likely
that all copyright claims would fall within s 72 and, as such, would be within the
power of domestic courts to make such orders under their CPR powers. This would
include those provided for under CPR Part 18 (Further Information) and Part 31
(Disclosure and Inspection of Documents).

Whilst it has been argued that the s 72 abrogation was contrary to art 6 of the
ECHR (fair trial), the Court of Appeal in Phillips (by Lord Neuberger MR (as he
then was)) dismissed this argument, having regard to the circumstances where the

evidence compulsorily gathered could not be used at a subsequent criminal trial.m

Phillips v Mulcaire; Coogan v NGN [2012] EWCA Civ 48.
Phillips (CA) (n|170).
Phillips (UKSC) (n(161]).
Phillips (UKSC) (n[161)) [14] (Lord Walker).

Article 6 guarantees ‘a fair and public hearing within a reasonable time’. See Phillips (HC) (n
[49]; save to note that s 72 is a derogation from art 6 of the ECHR: Gray (HC) (n[16F)) [81]. Phillips
(CA) (n[I70) [72]-[77] (Lord Neuberger MR). It has been considered compatible with the ECHR:
JSC BTA Bank v Ablyazov & 16 Ors [2012] EWHC 2784 (Comm) [37] (Popplewell J) noting R v
S (F) and another [2008] EWCA Crim 2177, (2009) 1 WLR, 1489 [17]-[18] (Judge LCJ) identified
that the privilege is not absolute.
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There has been limited domestic judicial discussion of art 8 of IPRED. In Coty, it
was found that national banking secrecy provisions could not trump a right-holder’s
ability to seek a disclosure order[™|In FAPL v Wells['™| the Court was required to
consider the application of art 8 of IPRED["] FAPL sought an order requiring the
delivery of a witness statement identifying ‘full details of all dealings” with, among
others, suppliers of particular set-top box equipment and related configuration in-
formation. The Court, in reliance upon the decisions in both Wilko Retail'™| and
Cartier (H C)m concluded that it did have jurisdiction. In particular, the Court
had regard to (in effect) a Marleasing reading of s 37 of the SCA 1981 in the con-
text of art 8 of IPRED. The Court in FAPL v Wells concluded this ‘probably the
reason which underpinned ... [the Wilko Retail] decision...”. In Wilko, HHJ Hacon
considered there was express power, although the decision did not ultimately spe-
cify the juridical basis of the order.@ Again, like the Cartier decisions, the Court
was being asked to grant relief based upon European considerations: a further act of

Europeanisation against injunctive powers that would otherwise have been available.

Coty (n .

Football Association Premier League Ltd v Wells and another [2015] EWHC 3910 (Ch), [2016]
BusLR 350.

Albeit on a default judgment application.

Wilko Retail Ltd v Buyology Ltd [2014] EWHC 2221 (IPEC), [2015] ETMR 13.
Cartier (HC) (n .

Wilko Retail (n ) [20].
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4.2.3.1 Norwich Pharmacal specifically

The next forms of ‘information orders’ for consideration are those that have tradi-
tionally been referred to as Norwich Pharmacal orders:E a ‘... relief exists to assist
those who have been wronged but do not know by whom’[®? This is a form of relief
consistent with art 8 of IPRED. Such orders allow a claimant to seek information
from a third party to assist them identifying a wrongdoer. The grant of the order

requires four things:
1. that there has arguably been wrongdoing;

2. that there is a real prospect the respondent is ‘mixed up’ in the wrongdoing
(however innocently, although the relevant test is whether that third party is
‘more than’ a mere witness, and is not limited only to circumstances where

the third party had ‘participated in’ or ‘facilitated’ a wrongful act)@
3. that the respondent has relevant information to the wrongdoing; and
4. that such an order is ‘necessary and proportionate’ in the circumstances.

A further list of ten considerations was expressed in Rugby Football Union al-

though the Court expressed that the ultimate aim of the order was to ‘do justice’[*]

An order taking its name from a case and based in the inherent jurisdiction of the Court: Norwich
Pharmacal Co & Ors v Customs & Excise Commissioners [1974] AC 133 (HL).

The President of the State of Equatorial Guinea & Anor v Bank of Scotland International & Ors
(Guernsey) [2006] UKPC 7 [16] (Lord Bingham).

Various Claimants v News Group Newspapers Ltd & Ors [2013] EWHC 2119 (Ch), [2014] Ch 400
[52]-[53] (Mann J).

The Rugby Football Union v Consolidated Information Services Ltd [2012] UKSC 55 [17] (Lord
Kerr).
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When an order is granted, the third party’s cost of compliance is normally paid by
that claimant, to be recovered from the ultimate wrongdoer [

In terms of Europeanisation, the provision of such information by a third party
(to an IPR dispute) engages, at a minimum, fundamental property, fair process,
privacy, and data protection rights. These concepts have been factored in by the
domestic courts in an overarching proportionality consideration — this was previ-
ously considered an exploration of countervailing interests, to much the same ef-
fect. Although there have been a number of reported copyright cases in which Nor-
wich Pharmacal relief was sought, the IPRED information provisions have not been
raised, though the Promusicae decision (which cites those provisions) has. Indeed,
in Golden EyeFE] at first instance, in an approach later approved by the Supreme
Court@ Arnold J set out the proper approach to proportionality.@

In essence, even where art 8 of IPRED isn’t cited, the fundamental rights prin-
ciples remain the same. In Golden FEye, it is difficult to see whether the approach is
a ‘blended’ approach, as in s 97A (above), or a more elegant form of retrofitting. In
essence, the generic Norwich Pharmacal considerations have moved only a little —
from countervailing interest to proportionality — which was more expressly raised
in Ashworth@ as factoring in to an exercise of equitable discretion.@ The Court

considered the proportionality aspect were factors which went to the exercise of dis-

JSC BTA Bank v Ablyazov & 16 Ors [2014] EWHC 2019 (Comm) [70] (Flaux J).
Golden Eye (International) Ltd & Anor v Telefonica UK Ltd [2012] EWHC 723 (Ch).

RFU (n [45] (Lord Kerr); Golden Eye (International) Ltd & Ors v Telefonica UK Litd &
Anor [2012) EWCA Civ 1740 [19] (Patten LJ).

At [116]-[117].
Ashworth Security Hospital v MGN Ltd [2002] UKHL 29.

These kinds of factors started being raised more directly after the passing of the HRA 1998: see,
Totalise Plc v Motley Fool Ltd & Anor [2001] EWCA Civ 1897 [25] (Aldous LJ).
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cretion in granting the equitable relief[’] At first instance in Golden Eye, Arnold
J doubted whether there was an independent role for discretion once a court has
undertaken a thorough proportionality analysis. Rather than being a new, separate
freestanding European consideration (to be contemplated alone), the European as-
pect is either: i) factored in; or ii) has merged and/or even overtaken longstanding
English discretionary conceptions and tests.

If it is a factoring in, that factoring in highlights a more blended approach to
Europeanisation. If it has merged or supplanted discretionary considerations, it is a
more fully Europeanised approach. This ambiguity in approach is more than ‘retrofit’
and seemingly less than fully blended as the court is effectively saying: here are the
English tests, with a final proportionality consideration, which in large part factors
in to, or perhaps determines, the exercise of discretion.

However, a note of caution is required. Difficulties arise in this jurisprudence
in the separate engagement of tests and rules that apply in an IP context over a
remedy which has a different, or non-IP, context. Vigilance is needed to properly
assess the basis of any grant of relief, and the tests that ought to be applied to
obtain it; for example, Norwich Pharmacal relief may be given in a generic civil
action that engages no IP issues. In such a circumstance, IPRED and its EPD re-
quirements will not be relevant, yet fundamental rights issues will remain engaged.
Those rights issues include, for example, data protection issues and EU law general
‘proportionality’. But teasing out the proper basis upon which to assess concepts

such as ‘proportionality’ can be difﬁcultﬂ for example, the CPR requires a version

Ashworth (n D [36] (Lord Woolf).

See eg R (on the application of Lumsdon and others) (Appellants) v Legal Services Board (Re-
spondent) [2015] UKSC 41, [2016] AC 697.
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of proportionality of cost.@ General EU law principles provide their own version of
proportionality.@ IPRED requires proportionality in outcomes.@ The requirement
changes based upon the context. The courts have tended to apply a generic propor-
tionality obligation in Norwich Pharmacal cases, although often without citing the
basis of that consideration@ This makes assessing whether the correct approach

has been taken harder to distill[7]

4.2.4 Publicity orders

Unique from European law is the application of a publication remedy, something
previously ‘unknown’ in English law.@ Under IPRED, Member States must provide
that infringers may be ordered at their own expense to disseminate ‘information
concerning ... (a) ... decision’ including possible publication in full or in part
of the decision@ Further, IPRED also provides that ‘other’ appropriate publicity

measures may optionally be made available, including ‘prominent advertising’.@

CPR 1.1.
Consolidated Version of the Treaty on European Union [2010] OJ C83/13 (TEU) arts 3(6),5(4).
[PRED), art 3.

See eg Various v NGN (n | [66].
See the extensive discussion of the issue in the context of ‘proportionality’ by Lord Reed: Lumsdon
(n[[9) (23]

‘Publicity orders in intellectual property cases are quite a new thing at least in this jurisdiction.
Prior to the Enforcement Directive 2004/48/EC they were, so far as I am aware, unknown here.’:
Samsung Electronics (UK) Ltd v Apple Inc (No 2) [2012] EWCA Civ 1339, [2012] FSR 9 (Samsung
(CA) 2) [70] (Jacob LJ).

In cases of successful infringement claims, but not cases of successful defence to such claims: [I[PRED,
art 15.

The rationale expressed in the Directive is (at 27): ‘To act as a supplementary deterrent to future
infringers and to contribute to the awareness of the public at large, it is useful to publicise decisions
in intellectual property infringement cases.’
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This was made part of domestic law by amendment to the CPR "]

Such publicity orders were closely considered in the Apple v Samsung litigation,
although that case is not quite on all fours with these provisions. The orders sought
in that case related to publication of Samsung’s non-infringement, as opposed to
infringement. The issues were hard fought by both side@ and ultimately relied
upon, again, the court’s general injunctive power under s 37 of the SCA 1981. In
exercising that power, Jacob LJ noted that the Court had jurisdiction to make
such an order@ Its purpose is not punishment, nor to cause a loss of face, nor
groveling, but to ‘dispel commercial uncertainty’ - and that is the relevant test,
subject to proportionahty.@ The case is also known for Apple’s attempt to minimise
and/or circumvent the order, which received a particularly forceful rebuke before
Jacob LJ. Having been ordered to publicise the judgment in particular terms, Apple
added further text which amounted to ‘inaccurate statements’, ‘false and misleading
material’, and ‘false innuendo’.@ This ‘lack of integrity’ from Apple was met with
an indemnity costs order.@

Thus, from Apple v Samsung, the English Courts have been found to have the in-
junctive power to make publicity orders, alongside the express provisions in the CPR,
which implement IPRED. This freestanding use of the injunctive power was a first,

and, in the immediate case, did not engage particularly European considerations,

63 PD 6.2

Darren Smyth, ‘Publicity orders in intellectual property cases—When are they granted and how
must a party comply?’ (2013) 8(4) Journal of Intellectual Property Law & Practice 272.

Samsung (CA) 2| [75].
Samsung (CA) 2|[75], [81], [85].

Samsung Electronics (UK) Ltd v Apple Inc (No 3) [2012] EWCA Civ 1430 (Samsung (CA) 3)
[18], [21] (Jacob LJ).

Samsung (CA) 3| [31]-[32].
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save noting in a retrofit way the need to consider proportionality. Later-granted
examples of implementation have been less acrimonious, and seemingly routine; for
example, in the long-running and complicated Vestergaard Frandsen confidential in-
formation litigation, the order was sought and granted@ Orders were again made
in the ‘Betty Boop’ litigation@ Enterprise v Europcarm Lush v Amazon. co.ukm
and so forth. In both Enterprise and Lush, the Court identified the relevant provi-
sions granting power, but did not iterate through separate criteria, save in relation
to appropriateness of various relief being sought. In many cases, the question has
become one related to the terms of the order for how long, where, and in what form
the order should be granted, rather than particular fights about the actual granting
of the order itself. That being said, such orders are sometimes refused, such as in
Kohler Mz'ram where the Court refused an order as it considered to grant one would
fail to provide a deterrent against infringement, and would instead create confusion
and uncertainty. This extensive reading of the power in s 37 of the SCA 1981 has
begun to see attempts for publicity orders in other type of cases as yet predomin-
antly unsuccessfulm In any case, the courts have considered that, irrespective of
basis, such an order must be desirable™|

In contrast to the Furopean remedy of blocking orders, the application of publi-

Vestergaard Frandsen v Bestnet Europe [2009] EWHC 1456 (Ch) [114] (Arnold J).

Hearst Holdings Inc v AVELA Inc [2014] EWHC 1553 (Ch) though forming part of the final orders,
it was not commented upon in the reasons.

Enterprise Holdings Inc v Europcar Group UK Limited [2015] EWHC 300 (Ch) [42]-[46].

Cosmetic Warriors, Lush Ltd v Amazoncouk Ltd, Amazon EU SARL [2014] EWHC 1316 (Ch)
[30]-[41].

Kohler Mira Ltd v Bristan Group Ltd [2013] EWPCC 5, 7-10.
Lebara Mobile Limited & Ors v Lycamobile UK Limited & Ors [2015] EWHC 3318 (Ch) [147]-[149].
Brigade (BBS-TEK) v Back-Tec Worldwide [2012) EWPCC 52, 9.
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city orders have been more closely aligned with the origin of the court’s injunctive
power, rather than a more European consideration. This approach has been con-
firmed in Cartier (CA )FEI along with the vast majority of subsequent cases simply

considering the form of relief.

4.2.5 Proprietary injunctions over profits

Before concluding on injunctions, it is worthwhile to briefly note that injunctive
relief over the fruits of copyright infringement is not available (ie over the profits
arising from an infringing website). In Ostrich Farming v Ketchellm Millett LJ

noted:

The courts have always recognised a clear distinction between the ordin-
ary Mareva jurisdiction and proprietary claims. The ordinary Mareva
injunction restricts a defendant from dealing with his own assets. An
injunction of the present kind, at least in part, restrains the defendants
from dealing with assets to which the plaintiff asserts title. It is not de-
signed merely to preserve the defendant’s assets so as to be available to
meet a judgment; it is designed to protect the plaintiff from having its

property expended for the defendant’s purposes.

This was cited with approval by Newey J in H arris@ In that case, media-owning
plaintiffs sought injunctions over the fruits of asserted infringements of copyright
said to be held by people and companies related to the NewzBin and NewzBin2

websites. Those websites, it was alleged, provided ‘NZB files’ which enabled the

Cartier (CA) (n ) [36], [50] (Kitchin LJ).
Ostrich Farming Corp Ltd v Ketchell (Unreported (CA), 10 December 1997).

20th Century Fox & Ors v Harris [2013] EWHC 159 (Ch) [7].
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easy access and downloading of copyrighted material owned by the claimants and
others without licence.

In Harris, the Court identified that even accepting the defendants as wrongdoers,
it was not possible to provide such relief over the fruits of infringement, not least of
all because of the risk of unfairness, the risk of stultifying enterprise, and having a
chilling effect on innovation and creativity’""| The Court also noted?™|that under the
prior Copyright Act 1956, a statutory fiction deeming infringing copies the property
of the owner existed, which gave rise to conversion damages — being damages for
the entire value of the infringing article. This approach had been criticised and was
repealed by the CDPA, further grounding Newey J’s reasons for declining to grant

the injunctions sought. European considerations were not substantively engaged.

4.3 Conclusions on injunctions

The entire spectrum of Europeanisation is evidenced in the decisions of domestic
courts on injunctions: from piecemeal application of EU law to total substitution of
European considerations. The presence of this appreciable spectrum highlights that
courts have applied European considerations in a loose way when contemplating

remedies. Such decisions include examples along the field:

e of total Europeanisation: such as the as first instance decision of HT'C' v Nokia,

wherein relevant EU tests are simply applied in lieu of domestic criteria.

e of blended Europeanisation: this approach is seen in decisions on intermediary

20th Century Fox € Ors v Harris (n D [19].
Citing Les Laboratoires Servier v Apotex [2011] EWHC 730 (Pat) [67] (Arnold J).
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blocking orders. These orders evidence a more deeply integrated approach.

e of retrofit Europeanisation: this approach is seen in cases such as information
or publicity orders, where EU obligations are raised, but not necessarily deeply

engaged with.

e of zero and minimal Europeanisation (despite applicable transnational — par-
ticularly EU — legislation): where courts have barely moved to apply a ‘ret-

rofit’ approach. This is particularly apparent in the asset-freezing decisions.

However, blocking orders have seen some of the most substantive CJEU guidance
in decisions between well-funded /represented parties to litigation. That guidance in-
cluded the proper construction and application of remedies first arising under EU
law and thereby, more fully ‘Europeanised’ ab initio, and particularly their interac-
tion with protected fundamental rights and freedoms, both for IP right-holders and
the public.

It is possible that English law ultimately would have given effect to Cartier-
style relief without the effect of Europeanisation. This may have been by using some
form of accessorial liability?™| or authorisation liability?>’| as has been used in other
jurisdictions. Although, as noted by Henderson J in Paramount II, there are general
principles of English law which would have needed to be Considered.[m_Tl In light of

this, just as with the development of Norwich Pharmacal, while it is possible that

See eg Napster (n .

Cooper (Trial) (n ; Sharman (Trial) (n ; itNet (n .

Paramount II| [8]: ‘A particular reason why section 97A needed to be enacted in order to give
effect to Article 8(3) is that under English law an injunction cannot normally be granted against
a person against whom no substantive cause of action exists. Authority to do so, therefore, was
specifically provided in section 97A.
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blocking orders may have arisen, it is by no means certain that they would have.

4.4 Tangibles

Some remedies specifically address the physical, tangible nature of a particular item.
In doing so, its physical possession, location, or state, is modified. Although properly
conceived domestically as forms of injunctive relief,@ given ongoing distinctions in
English law between tangible goods (such as LPs, Blu-rays, DVDs, USBs, or CDs)
and more intangible forms (such as music files, video files, e-books or other rights),
remedies in relation to them are considered separately in this part.@ In 2014, the
Court of Appeal considered this tangible/intangible distinction in Your Response.[m_zl
In that case, a possessory lien was expressly refused extension to an ‘intangible’
database. Moore-Brick LJ noted that as a result of the distinction drawn, choses in
action could be possessed while choses in action could not: there was no ‘third type’
of something that fell between the two”’] The case has been applied since””"
Pending movement by the EU, the Law Reform Commission, Parliament, or the
Supreme Court, it appears that trial or intermediate appellate courts are unlikely
to expand conceptions of property, considering themselves bound by OBG v Allan.

One wonders if an application of IPRED, and consequent Marleasing obligations

See eg Convatec (HC) (n [129] wherein Birss J notes that orders for delivery-up are really

mandatory injunctions in nature.
See generally: OBG v Allan (Douglas v Hello) [2007) UKHL 21, [2008] 1 AC 1.
Your Response Ltd v Datateam Business Media Ltd [2014] EWCA Civ 281.

Your Response (n ) [13], [25—26].

See eg: Environment Agency v Churngold Recycling Ltd [2014] EWCA Civ 909, [2015] Env LR 13
[16]-[18]; Computer Associates UK Ltd v Software Incubator Ltd [2018] EWCA Civ 518, [2018]
FSR 25.
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would alter that. In any event, it remains appropriate to consider tangible remedies

separately from more general injunctive relief.

4.4.1 Seizure, forfeiture, and delivery-up

There are three over-arching forms of ‘seizure’ identified in the international instru-

ments:

1. a requirement for general (final) seizure;
2. a requirement for expressly interim or provisional seizure;

3. forms of seizure (broadly described) expressly related to the channels of com-

merce.

Each of these find expression in the international and EU instruments, particu-
larly the third class, yet their domestic corollaries are more shortly stated. As a result
of this, international and EU obligations will be considered first, before turning to
the domestic applications of the three classes.

First, final civil seizure. This was the first form of remedy recognised in the in-
ternational agreements. Berne has, since its original 1886 text, required that coun-
tries provide for seizure of infringing copies by competent authoritiesm The 1979
Paris Act of Berne now requires seizure to be available for possession of any Berne-
infringing copies, or on importation of unauthorisied copies of sound recordings.@

TRIPs provides for criminal seizur@ (see Criminal Remedies). However, the only

Berne Convention for the Protection of Literary and Artistic Works 1886 (Original) (Berne (Ori-
ginal Text)) art 16.

Berne Convention for the Protection of Literary and Artistic Works 1886 (Paris Act 1979) (Berne)
16(1), 13(3).

TRIPs (n ; art 61.
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other international instrument which identifies civil seizure as a remedy to be avail-
able is ACTA, although only provisionally (below). At the EU level, final seizure is
required to be available by both the InfoSoc and Software Directives. Under InfoSoc,
‘infringing material’ as well as circumvention devices — for effective technological
measures — must be liable to Seizure@ Under the Software Directive, ‘any in-
fringing copy’ of software must be liable to seizure. This raises questions in the
context of physical media full of other, non-infringing, material. Optionally, any
‘means’ (ie device) for removing any technical device (technical protection measure)
which protects computer programs may be made liable to seizure.[fl IPRED does,
however, also consider ‘recall’, but this is different and is dealt with below@

Second, only ACTA provides for provisional civil seizure in an international
treaty. Under ACTA, ‘suspect goods ... (and) ... materials and implements relev-
ant to the act of infringement” must be available to be seized by civil court order.@
At the EU level, IPRED is the only directive expressly requiring such provisional
measures to be available.@ Under IPRED, courts may provisionally seize or order
the delivery-up of items suspected of infringing IPRED-recognised IPFEl Further,
under art 9(2), Mareva or asset-freezing style relief is provided for as ‘precautionary
seizure’, although this was dealt with above (under Asset-Freezing).

Third, there are a number of overlapping requirements regarding regulation of

InfoSod, arts 8(2), 6(2).

Directive 2009/24/EC on the legal protection of computer programs [2009] OJ L111/16 (Software
Directive) arts 7(2)-7(3).

IPRED, art 10.
ACTA, 12(3).

IPRED, arts 9(1)(b), 9(2).
IPRED, art 9(1)(b).
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the ‘channels of commerce’ with slightly differing language — ‘disposal’, ‘recall from’
and ‘definitive removal from’ all being used to mean similar things. The concept of
‘disposal” emanates from language in the international instruments, whereas the EU
instruments refer to ‘recall’ and ‘definitive removal’. These are each dealt with in
turn. It is an area in which the European IP Observatory has noted there are very
few court cases, and remains unclear as to the extent to which these ‘corrective
measures’ in IPRED, and the proportionality principle are properly implemented

within the EU 2

4.4.1.1 Disposal

The concept of ‘disposal’ in the international arena originates with TRIPs art 46. Un-
der that provision, goods are liable to be ‘disposed outside the channels of commerce’
so as to ‘avoid any harm caused to the right holder’ or, alternatively, destroyed. The
WTO Panel in China generally defined disposal in line with its ordinary meaning in
the New Oxford Dictéonary.@ In effect, such a disposal will normally mean giving
the goods to the right-holder (forfeiture), a charitable organisation, or some other

non-commercial entity, or even putting the goods to non-commercial government

European Observatory on Counterfeiting Piracy, Corrective Measures in Intellectual Property
Rights (http://ec.europa.eu/internal_market/iprenforcement/docs/corrective_measures_en.pdf).

Although constrained it with context by reference to the rest of the sentence it appears in (partic-
ularly having regard to the French and Spanish versions of TRIPs) (at [7.249]). The WTO Panel
Decision in WTO, China - Measures affecting the protection and enforcement of intellectual prop-
erty rights (US v China) (WTO Dispute Resolution Panel Decision) WT/DS362/R (2009) (China
Enforcement Panel Decision) (WTO Dispute DS362/07) tended toward using the ordinary dic-
tionary meaning save when context otherwise required. The New Shorter Oxford Dictionary was
referred to (or relied upon) when considering each of: ‘authority’ [7.236], ‘avoid’ [7.281], ‘principles’
[7.264], ‘simple’ [7.369], ‘exceptional’ [7.390] (although noting this is insufficient in the context),
‘commercial’ [7.533], and ‘scale’ [7.534].
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USG.@

The objective for this disposal is to create an ‘effective deterrent’ to infringement.
In making such an order, proportionality is to be taken in to account, although
this TRIPs-specific proportionality is defined: it is the proportionality between the
seriousness of the infringement, the remedies ordered, and third-party interests. As
a part of this process, the ‘materials and implements’ predominantly used must
similarly be liable for disposal without Compensation.@ Again, proportionality of
the aforementioned considerations is to be part of the process. Gervais considers
these forms of seizure one of the ‘(few) effective deterrents’’) The WTO panel
has identified that these remedies are non—exhaustiveFEl ‘Disposal’ is also required
to be available to competent (ie customs) authorities on import under TRIPs. Its
availability is expressly subject to judicial review@ and the ‘principles’ of art 46
— including deterrence objectives and disposal method requirements (ie outside
commercial channels and no harm to right—holder).@ Vander argues that the express
deterrence goal of the provision properly categorises its primary aim or function as
preventative ]

These disposal obligations are similar but not the same as what is available un-

der ACTA. ACTA provides for civil destruction but not disposal, yet provides for

Daniel J Gervais, The TRIPS Agreement: Drafting History and Analysis (Sweet & Max-
well/Thomson Reuters 2012) 585; |China Enforcement Panel Decision| [7.279]-[7.280].

TRIPs (n t 46.

Gervais (n [238) 585.

China Enforcement Panel Decision|[7.240].

TRIPs (HE]) art 59.

China Enforcement Panel Decision|[7.266]-[7.270].

Peter-Tobias Stoll and others, WTO — Trade-Related Aspects of Intellectual Property Rights (Mar-
tinus Nijhoff Publishers 2009) 725.
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criminal destruction and disposal for at least ‘pirated copyright goods’. In customs
and implements cases both are available:@ competent (ie customs) authorities must
have powers for disposal (save in exceptional cases) where goods are not destroyed,
though these powers extend to import, export, and possibly transiting goods. Im-
plements used@ must be available for destruction or be disposed ‘in such a manner
as to minimize the risks of further infringements’, optionally at the expense of the
infringer.@

In the EU, the term ‘disposal of goods outside commercial channels” appears only
in the Customs Regulation (this is dealt with below under ‘Destruction’). Curiously,
art 2(16) of the Customs Regulation gives the term ‘destruction’ an oddly expans-
ive meaning to include things that are plainly not considered destruction in other
international instruments. In the Regulation, it may mean physical destruction,
recycling, or disposal of goods outside commercial channels ‘in such a way as to

preclude damage to the holder of the decision’.

4.4.1.2 Recall and definitive removal

Under IPRED, similar wording is used to convey similar obligations in terms of ‘re-
call”’ and ‘removal’. Pursuant to art 10, following a merits hearing, judicial authorities
are required to have the power to both recall from the channels of commerce and or-
der the ‘definitive removal’ of goods from those channels.@ Such orders are expressly

subject to the proportionality requirements of balancing infringement seriousness,

ACTA| 25(3) cf|[ACTA| art 20.
The predominant use of which has been the manufacture or creation of such infringing goods.
ACTA, 10(2), 10(3).

Without prejudice to any damages calculation, without compensation and mandatorily at the
infringer’s cost.
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the remedies ordered, and third-party interests: this being the same proportional-
ity balancing requirement as defined in TRIPs. Further, as a matter of EU law, a
second, general European proportionality consideration will intrude as well.

The European Observatory report on these corrective measures noted that the
object of ‘recall’, in application, is more often applied as a temporary remedy —
something which may be ‘reversed once there is a final decision’. Under IPRED,
the ‘general principle’ is that destruction ought to be ordered to meet IPRED’s
purposes, which the report asserts are correction of infringements and deterrence of
future infringements;@ that is, unless it is disproportionate or otherwise not sought
by the right-holder.

Definitive removal, is said to be necessary to collect items that ought to be seized
— to cast a wider net than would otherwise be cast at the end of a merits proceed-
ing.@ It is vague whether this includes goods that have reached distributors but
not yet reached consumers/end-users, and in what form an order can be properly
made: whether any more than a letter writing campaign is required. One argument
is that it must include orders incidental to this purpose, such as an infringer deliv-
ering up the names of customers, shipping agents and suppliers such as to make it
effective. The Belgian approach is to require such claiming back, the Netherlands
requires letter writing, whilst in Sweden, the orders tend to be limited to when goods
have reached retailers but not final consumers. The Luxembourgish, Polish, French,

German and Austrian positions are all differentFiTl

Corrective Measures in Intellectual Property Rights (n [236]).
Corrective Measures in Intellectual Property Rights (n [236
Corrective Measures in Intellectual Property Rights (n [236
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4.4.1.3 Destruction and recycling

The provisions relating to destruction are the same as those for the disposal pro-
visions: TRIPs and ACTA provide their foundation in international instruments,@
whilst IPRED and the Customs Regulation provide the basis in EU law >

The only particular nuances are comparatively minor. TRIPs makes disposal
mandatorily available and destruction required to be available unless it would breach
that Member’s constitution, whilst ACTA provides for civil destruction but not civil
disposal of infringing goods, although destruction and disposal are available for the
implements of infringement.@ Such destruction of infringing goods is, subject to
exceptional circumstances, to be without compensation of any sort, and states may
make it at the expense of the infringer. This has been considered in the UK in
Merck Canada, and, even then, only in passing in the context of patent infringement
complying with the obligation.@

Inside the EU, IPRED provides for destruction to be available under the con-
ditions identified under disposal. The Customs IP Regulation provides for ‘destruc-
tion’, which takes on a particularly broad definition and includes recycling. In either
case, such destruction requires different steps in different countries; for example, in
criminal cases it is not available in the BeNeLux countries without first obtaining
a criminal conviction as it would be a penalty, whilst in Greece, the State will pay

for the destruction. That may be contrasted with civil cases — where the infringer

TRIPs (n D arts 46, 59; |ACTA| arts 10, 20.

TPRED, art 10(1)(c); Regulation (EU) No 608/2013 concerning customs enforcement of intellectual
property rights [2013] OJ L181/15 (Customs IP Regulation) arts 2(16), 23, 26, 29.

ACTA, art 10.
Merck Canada Inc v Sigma Pharmaceuticals Plc [2013] EWCA Civ 326, [2013] RPC 35 [88]-[95].
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normally pays — but a court decision is required ﬁrst@ The purpose of such a
provision was set out by Jacob LJ in Mayne Pharma: to ensure that the injunc-
tion is obeyed 7| The patent provision (s.61(1)(b)) of the Patents Act 1977 was
found — in a retrofit, check-list way — to comply with IPRED obligations by being
‘consistent’ P>

The Customs Regulation sets up a regime of deadlines and presumptions. These
enable a right-holder to give notices asserting both ownership and infringement in
relation to particular shipments. If a shipper doesn’t respond to a notice from the
customs authorities by giving a contradicting counter-notice they are deemed to
agree to the destruction.[zgl If the notice is contradicted by a counter-notice ship-
per, proceedings must be commenced or the goods will be released from customs
suspension. Customs authorities may, however, act on their own motion.@

In a report by the European Observatory on Counterfeiting and Piracy, the
destruction of infringing goods ought to be the general principle and there should
be few exceptions to this rule. As such, a destruction order for infringing goods
is a likely outcome when such goods have been seized in the course of litigation
and issues relating to them are to be resolved finally, subject to usual constraints,

including proportionality.

Corrective Measures in Intellectual Property Rights (n 4-5.

Mayne Pharma Pty Ltd v Pharmacia Italia SpA [2005] EWCA Civ 294 [4].
Merck v Sigma (n [89].

This may be within a 3-day or 10-day window.

Case C-583/12 (EU:C:2014:244) Sintaz Trading OU v Maksu- ja Tolliameti Péhja maksu- ja
tollikeskus (CJEU, 2014).
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4.4.1.4 Domestic seizure

Aside from customs measures, domestically, there are four forms of seizure provided
by law: first, self-help remedies (something not foreshadowed in the international
instruments); second, provisional measures; third, final measures; and fourth, meas-
ures in equity. Under the CDPA, delivery-up and seizure are different strings of the
same bow.@ Inside of the United Kingdom, civil seizure is provided for under the
CDPA in two ways: either as a right to seizure without order, or as an order.

The first form, without an order, is provided under ss 100 and 196 of the CDPA.
Those provisions enable that in particular circumstances, certain right-holders may
seize certain classes of infringing goods from particular vendors, provided they have
given notice to the local police station.@ To then deal with the seized goods, a
follow-on order permitting forfeiture, destruction, or other outcome must be applied
for and made.@ This ‘without-order’ seizure (or ‘do-it-yourself’ seizure, as Lord
Campbell of Alloway deemed it during Parliamentary debates)@ remedy arose to
deal principally with the issue of traders outside of concert venues and was opposed
when the Bill was presented to the House of Lord{’®| and debated % Absent pro-

visions of this type, courts in other jurisdictions established what was dubbed a

Copyright, Designs and Patents Act 1988, ss 99, 114, 195-197A, 203—-205.

Amongst other obligations. Unlike jurisdictions such as the United States, which provides an ex-
tensive ‘notice-and-takedown’ procedure under the Digital Millennium Copyright Act (DMCA),17
US Code, s 512 the UK does not yet provide such options for managing infringements. This is one
of the few types of ‘self-help’ available.

CDPA| ss 114, 204.
HL Deb 12 January 1988, vol 491, cols 1134-1135.
HL Deb 12 November 1987, vol 489, cols 1486-1487 (Lord Lloyd of Kilgerran).

HL Deb 10 December 1987, vol 491, cols 410— (Lord Lloyd of Kilgerran, Lord Mottisone, Lord
Morton of Shuna, the Earl of Dundee, et al).
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‘Metallica’ order. As considered by the author elsewhere@ in Tony Blain Pty Ltd
v Splain (Blain)@ the exclusive licensee merchandiser of Metallica and Paul Mc-
Cartney goods sought orders on an urgent basis against (amongst others) persons
unknown who were expected to set up stalls outside of two upcoming concerts to
sell unauthorised memorabilia which infringed on their exclusive rights. The Court
was persuaded that it had power in its equitable jurisdiction to extend Anton Piller-
style relief to include ‘the realities of modern commercial situations’ by applying the
equitable maxim of ubi jus ibi remedium (where there is a right there is a remedy).
Specifically, the orders were addressed to the second defendant as:
All persons who sell unlicensed METALLICA merchandise at or about

the M.T. Smart Stadium in Auckland on 26 March 1993 who are served

with this statement of claim.

These were similarly addressed in relation to the third defendant substituting
Paul McCartney for METALLICA mutatis mutandis.

That order was of significant interrogatory breadth. It required that those who
were served with the order, inter alia: identify themselves; disclose their address;
show identification bearing an address; give all of their merchandise to solicitors for
the plaintiff; file affidavits disclosing the number of items of merchandise in their
control both at the time of swearing the affidavit and at the time that they were
served; and disclose the source of such merchandise, including the name and address
of any other person of who, to the knowledge of the defendant, had engaged in

infringements of the plaintiff’s rights. In the context of John Doe orders, the Court

Quentin Cregan, ‘Roving injunctions and John Doe orders against unidentifiable defendants in IP
infringement proceedings’ (2011) 6(9) Journal of Intellectual Property Law & Practice 623.

Tony Blain Pty Ltd v Splain [1994] FSR 497 (HCNZ).
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in Blain noted:

The fact that persons cannot be identified at this stage of proceedings
is no bar to relief against persons who may be identified at a relevant
time. It is not the name but the identity and identification of the in-
fringing persons which is relevant. The identity may not be immediately
established, but persons infringing will be identified by their act of in-

fringements. Jane Doe and John Doe will be known by their works.

It was this aspect that has been picked up most strongly in subsequent UK
decisions post-CPR, and in relation to seeking injunctive seizure-style relief.

The second and third forms of seizure and delivery-up are by way of court order.
Sections 99 and 195 of the CDPA provide for delivery-up relief, provided that, again,
‘follow-on’ orders under ss 114 or 204 of the Act are also made, dealing with disposal
of the relevant infringing copies of the relevant work. The right to claim for delivery-
up is a wholly separate mechanism from seeking a discretionary order under s 96(2)
of the Act or by way of equitable relief@ Such orders do not require any ‘guilt’ on
behalf of the defendant, as Ferris J noted in Lagenesm — the power is general and
applies to even innocent possessors of infringing goods, possibly trade clients of an
infringer distributing infringing goods, thereby meeting the ‘channels of commerce’
obligations. An order for delivery-up must meet the relevant requirements for such
mandatory injunctive orders, and in particular, it is circumscribed in certain cases,
such as where certain undertakings regarding licensing are given[’]]

These CDPA powers were devised as substitution for conversion damages that

Brugger v Medicaid (No 1) [1996] FSR 362 (HC) 366 (Jacob J).
Lagenes Limited v It’s at (UK) Limited and Others [1991] FSR 492 (HC) 504-505.
CDPA| ss 98, 191K.
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had existed under the 1956 Act which had been highly criticised P7?] These particular
provisions were not entirely uncontroversial in their formative stages in the House of
Lords ™ where the CDPA itself originated as a BillP™] In the course of considering
the provisions, in the House of Commons, Mr. Butcher MP indicated that as to
rights to delivery-up (as expressed in what was then clause 94 of the Copyright,
Designs and Patents Bill):

Subsection (2) is connected with the abolition of conversion damages. I

believe that everyone agrees that damages based on the value of an in-

fringing copy rather than on the loss to the copyright owner are excessive

and wrong. The same result as conversion damages might be achieved

if infringing copies were able to be seized because the owner will lose

their value by losing the copies themselves. The court will always have a

discretion because it will be up to the court to decide whether damages

would be enough. If they would not, an order under the clause will be

made. In any event, an injunction will always be available to prevent

further infringement.

The nature of the right to seizure was principally expressed in its purposive
explanation: as indicated above, conversion damages were excessive (presumably as
it would over-compensate the right-holder), whereas an infringer having the copies
seized would be stripped of their value by ‘losing the copies themselves’. That is to
say, the seizure’s purpose is akin to the purpose of an account of profits: to strip
the value from the infringer, rather than to compensate the right-holder. This sits a

little at odds with Jacob LJ’s endorsement of the accessorial idea in Mayne Pharma

Banks v CBS Songs Limited and Others [1992] FSR 278 (CA) 290 (Scott LJ).
HL Deb 25 February 1988, vol 493, cols 13591411 (Lord Beaverbrook, Lord Williams)
HC Deb 28 April 1988, vol 132, col 525.
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some years before: that delivery-up is to ensure that the injunction is obeyedFEl

Curiously, despite the legislative reticence during the debates regarding the
CDPA, the court must consider whether other remedies would be sufficient to protect
a claimant’s interests and to compensate themm This is perhaps best explained
as dealing with the removal of the ‘excessive’ recovery that the prior provisions en-
abling conversion damages had allowed. Yet, it is by these provisions that [PRED’s
requirements (including aspects of recall and definitive recall) were considered to
have been met in domestic law. In the IPO’s consultation document, proportional-
ity, as expressed in the CPR, was considered an appropriate domestic approach to
the proportionality required under art 10 of IPRED.@ That cannot be right at law,
save insofar as it gives courts the power — if required — to construct and construe
law in a properly EU-law consistent way.

Finally, there is a fourth provision for seizure and delivery-up in English law.
Apart from the statutory basis, it is important to note that the English courts
retain an equitable jurisdiction to order delivery-up of goods created in violation of
rights for the purposes of destruction. The foundation for this is, in contrast to the
statutory position, one of protecting the claimant’s rights by preventing use by the
defendant, and therefore not punishment of the defendant.@

In all cases, where a court makes an order for delivery-up or destruction, the

defendant will pay the costs of complying with that order, unless ordered otherwise.

Mayne Pharma (n[257)) [4].
CDPA, ss 114(2), 204(2).
The UK Implementation of the Directive on the enforcement of intellectual property rights

(2004/48/EC) (n[104).

See generally: Nicholas Caddick QC, Gillian Davies, and Gwilym Harbottle (eds), Copinger and
Skone James on Copyright (17th edn, Sweet & Maxwell 2016) 21-330.
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This change was brought about to CPR rules following IPRED ™|

Curiously, it is an open question of whether the United Kingdom fully complies
with art 9(7) of IPRED as, whilst the ‘adequate compensation’ under that provision
would normally be available because, at the time of making the initial ‘seizure’ order,
the court had extracted an undertaking from the applicant, it is not a guarantee.
There are — admittedly, rare — circumstances upon which the usual undertaking
is either overlooked or expressly not given, yet the order is made. Given that the
undertaking is the jurisprudential basis for liability for the applicant, in the absence
of the undertaking — or relevant statutory provision — courts in the United King-
dom could have difficulty making an order where such an undertaking had not been
given. In such a case, it would be open to an injured defendant to seek ancovich@
damages if such an undertaking is not implied.

Unlike, for example, damages, which provides extensive CJEU and judicial cov-
erage, there have been few reported cases which give substantial guidance on the
proper application of the seizure and delivery-up style provisions of the international,
EU, and domestic provisions relating to seizure. That being said, the money rem-
edies cases are indicative of the proper application of Marleasing, Jade, and SGAE
considerations, and how they ought to apply to the powers expressed in the CDPA

and in equity.

63 PD 26.1.

Joined Cases C—6/90-9/90 (EU:C:1991:428) Andrea Francovich and Danila Bonifaci and others v
Italian Republic [1991] ECR I-5357 (Francovich).
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4.5 Summary of tangible relief

Aside from the domestic self-help innovation, delivery-up and seizure remedies find
their corollaries in international and EU obligations and ought to be construed and
applied in line with those obligations. This construction includes the curiosity of a
defined proportionality approach that must then be met with a second application
of ‘proportionality’ taking into account different factors.

There are few reported IP cases on these EU pointsFiT] If other remedies are
any guide, this likely means the remedies are being applied haphazardly across the
Member States. Consequently — like some other forms of injunction — there is
little to guide lawyers on the proper application of these interrelationships, aside
from applying first principles and the generic obligations, and even less material
to consider the burgeoning effects of Internationalisation and Europeanisation in

application in this field.

4.6 Conclusions on injunctions and remedies over

tangibles

This chapter has considered orders of restraint and compulsion in two ways: first, it
considered the field of injunctions (general and specific) before moving onto forms
of orders with injunctive effect specifically over tangibles.

In relation to general injunctions, this taxonomical exploration has shown that
European considerations are being applied by courts in an uneven way. From the

high-water mark of HTC v Nokia (damages in lieu of injunction), loose references

8L Corrective Measures in Intellectual Property Rights (n [236)).
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to proportionality in Cantor Gaming,@ all the way to cases which don’t even men-
tion basic EU obligations, injunctive relief runs the entire gamut of steps on the
Europeanisation scale. Final injunctions have particularly evidenced changes but
have tended toward a ‘retrofit’ application of European principles. The Court (in
FAPL)@ considered that such European obligations could not fetter a court’s ex-
ercise of jurisdiction under s 37 of the SCA 1981, the same judge in a later case
identified that, all the same, they must be the guiding principles for considering
whether to grant or withhold relief@ Therefore, it appears to be more of an issue
of semantics as to what amounts to a fetter, as opposed to simply a mandatory
consideration.

Interim injunctions have seen similarly mixed outcomes. In freezing orders, one
tends to find a repeated application of American Cyanamid, without mention of
EU-specific considerations. This is contrasted with the approach to intermediary in-
junctions, which have taken a well-blended approach of both European and English
law, although this blended approach seems to occasionally suffer a slide to ‘retrofit-
ting’PEl It may also be contrasted with the approaches taken to information orders.
In Norwich Pharmacal relief, Europeanisation has beaten a strong path: EU propor-
tionality has effectively supplanted equitable discretion. In each of these injunctive
cases, there has been sufficient material to allow initial views to be formed. That
has not been the case in the field of tangible relief, where litigated cases have been

fewer and further between, even on a pan-European basis.

Wherein otherwise orthodox domestic principles were expressed.
FAPL (HC) (n [93)].

Merck KGaA v Merck Sharp (n [307] (Kitchin LJ).

See eg Cartier (CA) (n|104) at the intermediate appellate stage.
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4.6 Conclusions on injunctions and remedies over tangibles

Injunctive orders have, like damages, seen an uneven application of European
principles. However, there has been rapid expansion of the references to Furopean
principles in judicial decisions over the last decade. This has been driven, at least
in part, by the guiding decisions of the Court of Justice and the helpfully expansive
expressions of judicial reasoning by, amongst others, Arnold J, who has extensively

considered the application of European principles in domestic cases.
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Infringement of copyright is widespread. It does, in
an ethical sense, involve stealing other men’s prop-
erty, and in its cumulative effect is able to cause ser-
ious damage to legitimate commercial and propriet-

ary interests.

— Jowitt and Astill JJ - R v Du’kett
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5.1 Introduction

This chapter considers declarations, criminal sanctions, and interim customs meas-
ures. There is no easy thematic grouping for these three sets of outcomes: the first is
a civil remedy; the second is a cluster of criminal sanctions; and the third grouping
is not, in truth, a collection of remedies. Instead, the third is a series of outcomes
that have practical effect of interim relief, and so are here juxtaposed against more
‘normal’ curial orders. This chapter continues to consider the taxonomy of enforce-
ment measures and the assessment of the impact of transnational obligations on the
English law.

The four previously identified themes find far less expression in this chapter,
yet remain present. As a first step, this chapter again identifies the connections —
where present — between particular domestic outcomes and the transnational ob-
ligations. These are, however, more vague in criminal law. Second, the relevant level
of proscription as to the various forms of relief is considered. Third, the passing

of the Cybercrime Convention, signing of ACTA, and attempts to bring forward
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IPRED2 evince a development of pace. Fourth, this chapter considers specific vari-
ations to domestic law brought about by that proscription together with the scope of
movement available to domestic law. In all, these remedies and their judicial applic-
ation point toward increasingly Internationalising and Europeanising codification,
although more weakly than is the case in respect of money remedies or injunctions.

The chapter identifies different outcomes for the material it considers, for separ-
ate reasons. First, that customs measures in this field are nearly wholly European-
ised. Those measures are, in turn, consistent with international obligations, and
thereby Internationalised. Therefore, this aspect of the field has, again, seen a shift
in the domestic law away from the independent, national approach and toward a
transnationally harmonised approach. In the context of an internal market and cus-
toms zone, this is consistent and appropriate. Second, that despite broad EU and
international coherence for subsistence and scope of the relevant rights, that coher-
ence does not find expression when considering correlative declaratory relief. Such
relief has predominantly been expressed and remained upon domestic considerations.
Similarly, and despite certain international requirements for criminal sanction, only
one appellate decision in the field (of over 40 since 1992) considered an interna-
tional IP agreement or EU instrument. Criminal cases, despite dealing with the
most severe infringement outcome, have not — by and large — expressed an appre-
ciation of the wider framework, purposes, and context in which the protected rights

they are sentencing offenders for infringing exist.
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5.2 Declaratory remedies

Though of limited practical utility against determined infringers, TRIPs and ACTA
both provide for the possibility of declaratory relief. Under TRIPs, declarations must
be available where certain forms of remedies are inconsistent with a Member’s law
in government or government-authorised use situations.ﬂ Under ACTA, the remedy
is made available in similar termsﬂ The form of relief does not otherwise appear in
other international instruments.

At an EU level, declarations are not unknownﬂ but do not expressly feature as
a specified remedy in any copyright instrument.

As a matter of domestic practice, both final and interim declarationﬁ are avail-
able, as specified in the CPRE and as empowered under statuteﬁ although they
remain a discretionary remedyﬂ The form of relief has been engaged repeatedly by
English courts in dealing with copyright mattersﬁ provided it doesn’t fail to meet

the test set by Pumfrey LJ in his final case{]

Would the declaration if granted be the legal equivalent of shouting in

an empty room, or is there some point in it?

Agreement on Trade-Related Aspects of Intellectual Property Rights , 44(2).
Anti-Counterfeiting Trade Agreement (ACTA) 8(2).

See eg Consolidated version of the Treaty on the Functioning of the European Union [2008] OJ
C326/1 (TFEU) arts 264, 266 though query if ‘finding’ would be more apposite in English terms.

Qua remedy. Declarations under, for example, the Human Rights Act 1998 invoke different con-
siderations.

Final: CPR 40.20; Interim: CPR 25.1(1)(b).
Senior Courts Act 1981, s 19.

See eg Samsung Electronics (UK) Ltd v Apple Inc (No 2) [2012] EWCA Civ 1339, [2012] FSR 9
(Samsung (CA) 2) [75].

Point Solutions v Focus Business Solutions Ltd [2007) EWCA Civ 14.
Nokia Corp v Interdigital Technology Corp [2007] EWHC 3077 (Pat) (Nokia v Interdigital) [4].
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Declarations must have utility and must address a real, as opposed to hypothet-
ical questionm Positive declarations are common, whilst negative (ie declarations
of non-infringement) are correspondingly rare. As noted by Lightman J in L’Oréal

(UK) Limited v Johnson & Johnson{"]

the constraints on the almost unlimited jurisdiction of the Court to grant
declarations are not rules of law, but rules of practice which inform
the exercise of the discretion whether to grant or withhold declarations
... The guiding principle which determines how the discretion is to be
exercised whether to grant declarations is that the Court must do what

is necessary to achieve justice ...

Or as summarised by Birss J{7]

The ability of the court to make such declarations is an important part
of the court’s armoury of powers to do justice between the parties to a
dispute. Sometimes a declaration may be the only remedy sought and
the only thing which settles a point of contention between two rivals.
Declarations are always discretionary and ... it is worth recalling that
whether to make a declaration depends on taking into account justice
to the claimant, justice to the defendant and whether the declaration

would serve a useful purpose.
Without specific international or EU obligations, there has been no real Interna-
tionalisation or Europeanisation of the remedy to speak of, save insofar as ancillary

European processes have impacted, or have been assessed as whether they impact,

upon relief gra,ntedE Declarations thereby remain a particularly English approach,

10

11

12

13

Point Solutions (n.
L’Oréal (UK) Limited v Johnson & Johnson [2000] FSR 686 (CA).
Apple v Samsung [2012] EWHC 2049 (Pat) [9] affirmed on appeal: |Samsung (CA) 2|

See eg consideration of Regulation (EC) No 44,/2001 on jurisdiction and the recognition and enforce-
ment of judgments in civil and commercial matters [2001] OJ L12/1 in the reasoning in |Samsung

(CA) 2| ]58).
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constrained by English principles,@ operating in an otherwise increasingly European

environment and over Internationalised and FEuropeanised rights.

5.3 Criminal sanctions

The other principal form of outcome from infringements is criminal sanctions. Whilst
it is debatable if these ought to properly be considered ‘remedies’ per se, they are
referred to as such in the international instruments, notably TRIPs. These outcomes
are called different things in other instruments: in ACTA they are called ‘sanctions’
and in the Cybercrime Convention they are expressed as ‘penalties’. They will be
called ‘sanctions’ below.

International rules have tended to shy away from requiring criminal sanctions
save in the clearest of cases. This has had the effect of establishing an ‘outer limit’
or area of conduct so agreeably poor that international consensus has been found,
normally around commercial infringement. EU Directives and Regulations, while
not precluding criminal sanctions, and even having the EU Commission urge them
in affiliated communiques, have been studious to avoid requiring them. The purpose
of including criminal sanctions in this thesis is three-fold: first, to exhaustively un-
derstand the fields in which Europeanisation and Internationalisation have (or have
not) reached; second, to identify the litmus point at which right-infringing conduct is

considered to warrant criminal sanction; and third, to ascertain the level of sanction

Applying generally the requirements ‘a declaration cannot be granted by consent or by default.
There must be a proper examination by the court of the relevant facts, assessed in the light of the
applicable law, before a judge can be satisfied, as he must be if the relief sought is to be granted,
that the claim for the declaration is indeed made out...: In re A and Other (Legal Parenthood:
Written Consents) [2015] EWHC 2602 (Fam), (2016) 1 WLR 1325 [12] (Munby P) citing traditional
Wallersteiner v Moir (No 1) (1974) 1 WLR 991 (CA) factors.
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relevant to the level of infringement and the language used for that sanction.

With that being said, it is necessary to briefly touch on the Council of Europe
Cybercrime Convention. That instrument is the first and only multinational agree-
ment dealing with computer-mediated crimeﬂ Central for present purposes are two
(of its five) chapters: Chapter 2 (National Measures) and Chapter 3 (International
Cooperation). Whilst much of the Convention deals with specific computer-related
crimes relating to illegal access or interception, interference with data or systems,
misusing devices, forgery, fraud, child pornography, and publishing racist or xeno-
phobic materialm this chapter will consider the provisions dealing with intellectual
property (art 10) and procedural law. In particular, art 10 requires the criminalisa-
tion of contraventions of Berne, TRIPs, WCT, Rome, and WPPT rights (or related
rights) when done wilfully, on a commercial scale, and by means of a computer sys-
tem. Given the stark prevalence of online infringement, this is — or ought to be —

of wide import and impact.

5.3.1 Domestic law

Before considering specific sanctions, it is necessary to first set forth the domestic
position, as the picture is more mosaicked than that under international law. Copy-
right offences are located within the broader domestic criminal justice system, and

the factors influencing their application do not derive from a single instrument giving

The Convention was signed at Budapest in 2001 between member states of the Council of Europe,
together with non-member states including Japan, Canada, the United States and South Africa.
The Convention was ratified by the United Kingdom on 25 May 2011 and entered in to force on 1
September 2011.

COE Convention on Cybercrime 1144 ETS 185 (Cybercrime Convention) arts 2-9; COE Con-
vention on cybercrime - Protocol on xenophobia and racism ETS 189 (Cybercrime Xenophobia
Protocol).
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broad guidance. To gain insights into this process, a review of allm reported Court
of Appeal-level sentencing appeals from 1992 to the present day for infringements in
copyright, trade mark, conspiracy and fraud (related to IP or content) was under-
taken. The review involved considering all decisions, with particular attention being
paid to first, the basis of charges for offences; second, conceptions of the charges,
parties and rights as expressed by the courts; third, conceptions of ‘loss’ as they
relate to the criminal conduct; and fourth, approaches to sentencing in such cases.
Each of these four areas then impacted the below assessment on the coherence of
criminal outcomes and sanctions. In essence, the review identified the facts that were
being put before sentencing courts, and how judges expressed their reasoning in re-
lation to the sentences they imposed. The purpose was to then ascertain whether
that reasoning had any consistency with the rationales for the right protected, or

the stated rationale(s) for its enforcement.

5.3.1.1 Charging bases

Domestic law complies with international obligations for criminalisation within the
CDPA, yet the practical prosecution of copyright crime is complicated in two ways:
first, what is copyright crime has rarely been prosecuted as an infringement under
of the law of copyright. Instead, large-scale infringement of what would have been
predominantly copyright rights have been dealt with under, usually, the criminal
provisions of trade mark law. This is generally based on infringements of paralleling

rightsH together with engaging generalist legislative bases for ancillary orders such

Or of all that were locatable.

See, eg R v Hatton [2007] EWCA Crim 1860 [(Davis]J): 20,000 discs, 11,000 albums, but prosecuted
under the Trade Marks Act 1994, though again, without reference to EU or international contexts.
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as search, forfeiture, and confiscation. Such prosecutions have also often been com-
bined with, linked to, or based in offences of fraudB conspiracym or contravention
of the Video Recording Act 1984 for possession for supply of ‘unclassified works’
— normally, polite code for pornographyﬂ This approach leads to the second com-
plication: the grouping of copyright offences within a wider class of wrongdoing has
the effect of making it difficult to distil ‘pure’ considerations in a copyright case
from more generalist propositions that apply horizontally across the widened class
of wrongdoing.

This use of alternate charging base@ can, has, and does lead to errors in senten-
cing. That was particularly evident in the case of Nz’mley@ In that case, a student
recorded (‘cammed’)ﬁ three films to a mobile phone at a cinema. He uploaded to a
website with no commercial element: it was done for ‘kudos’. He was charged with
fraud. On that charging basis, the Crown Court imposed a custodial sentence having
applied sentencing guidance relevant to fraud, rather than imposing a more lenient
sentence appropriate to the copyright nature of the case before them. When that was
done by the appellate court, the sentence was reduced to one of community serviceﬂ
although not before Mr. Nimley had served a period of incarceration. The approach

of using charges such as fraud is inconsistent with appellate guidance when there is

R v Nimley [2010] EWCA Crim 2752.

R v Bennett [2007) EWCA Crim 2371 [(Jack]J) (web forum for trading infringing material).
R v Chen [2008] EWCA Crim 2441 [2]-[3] (Owen J).

To copyright.

Nimley (n .

Ie ‘camera recorded’ or ‘camera-ed’.

Nimley (n [16], [18], [21] (Aikens LJ).
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a more apt charge to be laid. In R v Rz’mmmgtonﬂ the House of Lords made plain
that ‘good practice and respect for the primacy of the statute require that conduct
falling within the terms of a specific statutory provision should be prosecuted under
that provision unless there is good reason for doing otherwise’ﬂ though the Lords
were not prepared to go so far as holding that conduct may never lawfully be prosec-
uted as a generally-expressed common law crime. As a result, the (mis)use of fraud
as a basis for criminal charges ought not occur when it is conduct that otherwise
properly falls within the CDPA.

The position where trade mark offences are used is more difficult than that of
fraud. Take the common example of a movie recording (eg what is presently a Blu-
Ray or DVD) that is duplicated complete with its relevant cover(s) which include
relevant mark(s). There is a valid prosecution of an infringement of a separate right:
the trade mark. What then tends to occur is that the value of the infringed DVD-
applied mark(s) is/are taken as the retail value of the DVD itself (complete with
content). This is not the (undoubtedly lesser) value of the trade mark affixed to that
DVD nor indeed the actual loss. That is, the damage to the mark cannot be the
same as the infringement of the entirety of the copyright having been infringed, nor
is the retail value a true measure of loss. There is therefore a variance in the genuine
loss attributable to the trade mark infringement — applying, for example, labels to
infringing CDs, DVDs, or Blu-Rays — as the loss related to the rights qua trade
mark, contrasted with the loss attributable to the copyright infringement. Yet, this
is what goes on when these altered charging bases are used, which, whilst perhaps

practical, does not comport with otherwise understood principles of loss.

R v Rimmington [2005] UKHL 63, (2006) 1 AC 459.
Rimmington (n [30] (Lord Bingham).
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This difficulty and preferring of charges based in trade mark or other laws is
likely to have occurred for (at least) three reasons. First, as a matter of evidence,
it is more difficult to prove substantial copying of video, sound, or software than
proving an infringement of a mark. One involves accessing and comparing several
hours or more of material, in contrast to looking at documents and registrations
that may readily be annexed to witness statements. Second, in contrast to trade
mark law, there is no Sentencing Council guidance which has been made available
for copyright offences, and so prosecuting authorities, defence counsel, and courts
have been reliant on meagre case law for assistance. Third, copyright offences are
taken as comparable in culpability to trade mark offences, so a comparable sentence
is arrived at in any event.

That something is more difficult is not a reason for diluting and expanding
conceptions of wrongdoing and applying different considerations. This applies both
to the ease of a prosecution’s evidentiary burden and the lack of guidance, requiring
the incremental development of the law. Should the problem be so egregious that
more streamlined evidence-taking needs to occur in such cases, that can, no doubt,
be dealt with be legislative change. Second, for reasons to be discussed further below,
the eliding of copyright and trade mark offences and considerations is not something
to be so lightly adopted and accepted, as it causes difficulties for both systems and
leads to outcomes arising otherwise than from the ‘true’ considerations which ought

to apply to the offence.

5.3.1.2 Terminology

A second issue that arises from a review of the cases is the use of language which

evidences criminal-law conceptions of the offences, the rights of right-holders, and the
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position of defendants. This language does not comfortably align with any expression
in an international agreement (save ‘piracy’), European law, the CDPA or TMA,
and so their foundation is curious.

First, the offences have been described in ‘loose’ terms during sentencing. In
1992 in the case of Carter, Jowitt J considered that (emphasis added) making and
distributing ‘pirate copies of films is to steal from the true owner of the copyright,
the property for which he has to expend money in order to possess it. It is an offence
really of dz’shonesty’.@ A similar wording is found in the expression by Hirst LJ of
‘cheating legitimate producers . .. of their rights’”’| Those judges were far from alone
in describing what had gone on as piratingﬂ stealingﬂ cheatingﬂ a fraudﬂ or a
scam@— seemingly words attributable to the tangible goods set out in the previous
chapter.

Second, the positions of the various parties — notionally right-holders — whose
copyright works form the basis of the prosecution itself have also been the subject
of substantial comment. In relation to the position of right-holders, Hooper J in
Kemp considered that, as a matter of criminal law, ‘... (t)he owners of copyrights

are entitled to be protected against their unlawful exploitation. They are entitled to

R v Carter [1992] 13 Cr App R 576 (CA) (Jowitt J).
R v Gibbons [1995] 16 Cr App R (S) 398 (CA) 398 (Hirst LJ).
R v Yanko [1996] 1 Cr App R (S) 217 (CA) 220 (Roch LJ).

R v Du’Kett [1998] 2 Cr App R (S) 59 (CA) 60 (Jowitt J); Du’Kett (n 5 (Jack J citing the
sentencing remarks from HGHJ Maxwell below); R v Sarbjit Singh [2014] EWCA Crim 1803 [11]
(Holroyde J).

R v Gill [2010] EWCA Crim 324 [3] (Openshaw J) (counterfeit designer label clothing); Nimley
(n19) [15] (Aikens LJ citing HHJ Anderson).

R v Sheikh [2005] EWCA Crim 3692 [11] (Sir Douglas Brown).
R v Woolridge [2005] EWCA Crim 1086 [11].
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have their commercial reputation protected against those who would seek unlawfully
to damage it’.ﬁ Their position has further been variously described as entities having
an entitlement to profits ‘having invested in design and marketing’ from which they
are cheated [

At its highest, the Court in R v Lee considered it had a positive ‘duty’ to protect
trade mark owners ‘and the commercial activities of manufacturing and retailing
employees’, together with a ‘duty to protect the jobs of their employees ... affected
by Counterfeiting’m This protection of companies and, oddly, employees has been
further cited in H Singhﬁ while expressions of the importance of IP industries has
been a recent refrain Y

This in part echoed Hatton, a case about low-level counterfeit pottery, where the
commercial activities of ‘manufacturing and retailing companies specializing in this
field and their profits and ultimately the jobs of their employees” were of concernm

Third, as to the infringers themselves, they are described in a multitude of ways,
although not in any discernable groupings beyond categories best explained by gen-
eral mitigation grounds, such as previous good character. Though being predomin-
antly (but not exclusively) men, infringers’ features were various: some were newly

unemployedﬂ some were hobbyists who undertook meticulous planning, and ex-

R v Kemp [1995] 16 Cr App R (S) 941 (CA) 943 (Hooper J).
Gill (n [3] (Openshaw J) (counterfeit designer label clothing).
R v Lee [2010) EWCA Crim 268 [10] (Jones LJ).

R v Harpreet Singh [2012] EWCA Crim 1855 [14] (Spencer J).

R v Evans (Wayne) [2017] EWCA Crim 139 [19] (Davis LJ); R v Manrico Toschi [2017] EWCA
Crim 141 [23] (Davis LJ).

Hatton (n|18]) [21].
Lee (n [7] (Jones LJ).
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pended substantial effort and investment to create a criminal venture;@ others were
unrepentant repeated infringers;ﬁ some repeatedly ignored warningsﬂ some made
millions deliberately skirting the lawﬁ while others were illiterate, modest parts of
a wider criminal enterprise run by others;@ or were in some middle level of proﬁtﬂ

Fourth, as to investigators and the crimes themselves, the courts have repeatedly
expressed that they are difficult, time consuming and expensive to detect@ This
has reached a point of having become a standard sentencing refrain, recited in a
number of sentencing decisions, normally those indicating a more stern punishment.
This is dealt with below.

Fifth are expressions of public impact. The public are said to have suffered ‘dam-
aging impactsﬁ from counterfeiting, have ‘been the losers’ from copyright infringe-

ment [ sufferers of ‘fraud’ 'Y being ‘defrauded P being ‘clearly deceived’ | suffering

R v Gross [1996] 2 Cr App R (S) 189 (CA) 190 (Ebbsworth LJ).
Bennett (n (5]

Eg R v MacAtonia [2008] EWCA Crim 1812 [6] (Coulson J)

R (Virgin Media) v Zinga [2014] EWCA Crim 52 [8].

R v Xiaobing Lin [2016] EWCA Crim 862 [6] (HHJ Ford QC).
Toschi (n D [2] (Davis LJ).

Kemp (n j 943 (Hooper J); R v Khan & Ors [2013] EWCA Crim 802 [39] (Sweeney J); Gill
(n[32) [3] (Openshaw J); Lee (n[37) [7] (Jones LJ); Xiaobing Lin (n[i6) [4] (Ford QC HHJ); Toschi
(n[39) [23] (Davis LJ).

Hatton (n D [21].
Gross (n D 190.

R v Priestly [1996] 2 Cr App R (S) 144 (CA) 145: though this was a recitation of how a case had
been put rather than a court’s conclusions.

R v Holborough [2002] EWCA Crim 2631 [18].

Woolridge (n [16].
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‘commercial damage’ﬂ payers of ‘increase(d) ... prices’ because of infringement’ﬂ
although it was sometimes said they were in on any infringement and knew they
weren’t getting genuine articles.m Yet, the public interest is said to be furthered in
a majority of cases by private prosecutions of this kind of crimeﬂ

These expressions of criminal courts tend toward a particular narrative of copy-
right and intellectual property which will be discussed in Chapter Seven. What they
do not do is comport with Europeanised and Internationalised conceptions of har-
monised rights, nor an understood position of right-holders, nor infringers in that
framework. The Europeanisation scale has no work to do as the harmonised nature
of these rights is not expressed or considered. Although some incidental parallels may
be drawn with some expressions purpose of the protected IP rightﬂ the connections

are just that: incidental, and therefore wholly inadequate.

5.3.1.3 Concepts of loss

By way of comparability to civil remedies, one aspect of the cases was the quan-
tification of loss or value caused by the infringements. This was often mentioned,
but rarely particularised beyond a ‘headline value’. Only on a few occasions was
the headline value even quantified beyond a generic expression such as ‘substantial’

or ‘minor’. In particular, the definition and identification of true ‘loss’ has proved

Eg investment.
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difﬁcultﬂ Yet, it is this ‘loss’ that is highly important to get right as it impacts the
severity of sentencing. In Ansari, the Court of Appeal considered that ‘values are a
guide to the criminality of the whole operation’ﬂ whilst in Gleeson, the potential
loss to the ‘music industry, had the appellant’s activities not been interrupted by
police ... was a factor properly relevant to the level of sentence’.@ But which values
are correct? Some judges have accepted submissions as to the ‘infliction’ of loss on
the (somewhat amorphous) ‘industry’ in its entirety. As expressed by HHJ Maxwell
(cited by Jack J){7

In many counterfeit cases there is a fraud not merely on the industry
but on the purchasers, who buy what they think are genuine items when
in fact they are pirate items ... The losers were the companies who
published the disks, the artists who were deprived of their royalties,
the shops who missed out on legitimate sales, rental companies. The
entertainment business is a very big one, and it has a huge turnover, and
this contributes very substantially to the tax income of the revenue. The
loss to the industry by pirating is enormous, and there has recently been
a great deal of coverage in the press about loss inflicted by the industry
by piracy, and there is a growing public awareness of the scale of this
problem; and it is not only the industry who expect severe sentences for
this sort of activity, but it is the public who also are concerned; and of
course the public lose because the loss to the industry forces the industry
to increase their prices to cover the loss, and it is the ordinary members

of public who find themselves having to pay more.

See eg R v Lewis [1997] 1 Cr App R (S) 208 (CA), where the ‘value of each game to the copy-
right owner was £40’, and from that point losses of £40,000 were extrapolated. It was unclear
whether that ‘value’ to each owner was a genuine estimate of loss (applying civilian damages-type
considerations), or simply a wholesale (or indeed, retail) value.

R v Ansari [2000] 11 Cr App R 94 (CA) 95 (Curtis J).
R v Gleeson [2001] EWCA Crim 2023 [15] (Rose LJ).
Bennett (n ) [5].
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That appears to have been the ‘writ-large’ approach which was also seen in
Nimley, whereby ‘surveys’ conducted by FACT, an industry group, ‘estimated loss’
at about £500 million, exacerbated online, where uploads cause dissemination to
be ‘truly international’@ Again, these were submissions — their direct relevance
to individual sentencing may have been more limited. Loss and its assessment has
taken on a number of shapes and forms in the course of the litigation.

For one, a contrivance in assessing ‘loss’ has been the assertion that ‘potential’
losses were a substantial element. The basis of that ‘potential’ loss has generally
required two further factors: first, that each infringement would otherwise have been
a fully authorised sale at full price; and second, the unremitting continuation of
action — that is, what may have happened were the infringer not stopped. Neither
of these arguments have traction in general commercial damages assessments, yet
they have traction in the more important (in the sense that personal liberty is on
the line) criminal context.

In Carey, a case about unlicensed TV decoders, the Court heard submissions that
the entire cost of upgrading BSkyB’s encoding technology (some £30 million) ought
to be attributed to the technical person who developed the unlicenced decoders.
The Court did consider it appropriate to consider ‘loss’ in cases of such ‘fraud’
(ie decoder cases); however, the £30mn figure was rejected. The prosecution also
sought to assert a parity of each sale (some 850,000) to people who would otherwise
have signed up to BSkyB, though the Court considered that it was impossible to
truly assess the economic implicationsﬂ In similar circumstances in Holborough,

the Court was more sceptical, noting that figures which assume all infringers would

Nimley (n [17].

R v Carey [1999] 1 Cr App R (S) 332 (CA) 323-324 (Rivlin QC).
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otherwise be full customers would be wrong, and it would more likely be a ‘fraction’
of such a figure in given circumstances.ﬂ The Du’Kett Court considered such a ‘one
infringement one lost sale’ formula ‘naive’, although accepted that each sale was
an unjust enrichment of each (knowing) purchaser, seemingly to the extent of the
difference in price.@ In Khan, the losses to trade mark owners of certain trade mark
infringing clothes were ‘estimated’ at £70,000, though the Court was sceptical of
the figure["’]

Such perspicacity is not always expressed. In another case, Gleeson, despite
profits of only £2,000, the ‘potential loss’ to industry was suggested at £1.5 million %]
In Kirkwood, lists of films, games and music which could be acquired were calcu-
lated on a list multiplied by sales price to assessing profit (cf actual sales), against
retail prices which indicated some £7,000 plus £17,000 of ‘value’ at ‘high street
retail prices’[’| As to a website where trading was arranged (“pir8forums.com”) in
Bennett[Y the Court considered that, having seized the MP3 music libraries from
nine large-scale users of the site, those music libraries were valued at £380,000 as
the ‘legitimate wholesale value’. From that, the Court considered it could concluded
that the site was a conspiracy ‘to steal copyright to the tune of millions of pounds

. and that was the value of them that would have been charged to shops or to

wholesalers’. The Court recognised much of what went on was ‘trading’ music for

Holborough (n [10] (Jack J).
Du’Kett (n[31) 60.

Khan (n{48)) [9] (Sweeney J).
Gleeson (n @ [7], [15] (Rose LJ).

R v Kirkwood [2005] EWCA Crim 3534 [9] (Grey J). (Principally CDs and DVDs of films, music
and games).

Bennett (n [5] (Jack J).
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music, and not music for money. However, the Court considered that the ‘loss to
the industry’ was the same. Oddly, despite recognising that trading was less likely
to have a commercial character, the Court considered that one copy was one lost
sale in that case.

In other cases, the derivation of ‘loss’ and/or the basis for pricing is even more
opaque. In Chen, the ‘retail value’ of infringing DVD goods was indicated as £108,000,
but the ‘potential loss to the industry’ was in the order of £204,000, and this gap
between retail pricing and ‘potential loss’ is unexplained.ﬂ Manders took much the
same approach — ‘loss to the industry’ was calculated at £276,000, yet, while not-
ing that figure was relevant for sentencing, it is otherwise unexplained.@ In Lee,
the basis was more clear ‘benefits’ of £105,000 (from sales) against profits of ap-
proximately £10,00qﬁ — yet Lee was in the context of a confiscation hearing (cf
sentencing) wherein those particular figures are highly relevant.

Loss, therefore, is something about which there needs to be greater guidance to
the criminal courts so that there is at least consistency in methodology, which has
a consequence for sentencing. What figure is appropriate? Genuine loss to right-
holders (as would be acceptable on a civil/tort basis)? Headline retail values? There
are compelling arguments why, in crime (only), one could take something as simple
as a headline retail value. For example, because retailers are the first point of sale
in a chain of payments which eventually reach the relevant right-holders. But this
ought to be done expressly. Such retail figures cannot and ought not to be conflated

with true loss or harm. Stock costs money. Sales cost money (staffing, insurance,

Chen (n [3] (Owen J).
R v Manders [2012] EWCA Crim 908 [5].

Lee (n [9] (Jones LJ).
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rent, etc). Governments levy taxes. That there were 1,000 copies of, for example,
Christina Aguilera ‘Dirty’ on CD does not mean the loss was 1,000 times the retail
cost. That is a gloss on commercial reality, and does not properly reflect the relevant
criminality. Coherence of the framework for relief both generally and inside of a
Europeanised and Internationalised system of property rights seems to demand that
like infringements be considered and dealt with alike. Therefore, the harm of the
impact, whether sufficiently serious to be considered criminal, doesn’t imply that
wholly different calculations of loss are appropriate, even though extra, other factors

(eg societal aspects) may reasonably be considered in sentencing.

5.3.1.4 Sentencing generally

Taking into account all of the factors above, sentencing is more art than science.
Whilst the courts aim to give sentences that are consistent, it is a matter for the
individual sentencing judge. The Court of Appeal only intervenes where a sentence is
wrong in principle or manifestly excessive. As the Court of Appeal said in Gleesonﬂ
the appellate courts do not tinker with sentences, and drawing strict comparisons
is difficult in the absence of a full repetition of the facts of each case, the specific
charges, the surrounding circumstances, prior history and mitigating circumstances.
Even then, the answers would be in broad brush, as the Court noted in in Sheikhﬂ a
range of two to four years of imprisonment was suggested as a generally appropriate
range in many cases (other than minor cases). Domestically, the ‘totality’ principle
is applied to sentencing which means that a sentence must be proportionate to

represent the totality of the conduct before the court, taking into account all relevant

Gleeson (n ) [16] (Rose LJ).
Sheikh (n i [12] (Sir Douglas Brown).
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factors, mitigations and so forth|™]

The level of criminality is dependent upon facts which are changeable. However,
the scale and complexity of operations remain important considerations. These are
recognised in the factors identified below in Khan as relevant to both the profes-
sionalism of the venture, profit, and the scope of the diminution of respect of the
‘true’ owner of the relevant right(s).

As to professionalism, matters were described differently depending on where on
the sliding scale the offending reached. Toward the top, there were those descrip-
tions of: ‘highly professional criminal enterprise’ or ‘highly lucrative business’;m ‘a
professional operation on a significant scale carried on for profit at the expense of
the owners of the Copyright’;lﬂ a ‘serious fraud’ﬂ a ‘large scale (enterprise)’ﬂ in-
fringing on a ‘large-scale and for commercial purposes@ ‘a sophisticated, large-scale
commercial fraud which was planned and executed with care and skill. ... (T)he
fraud was a very deliberate and highly sophisticated one, committed over a period
of time’;@ ‘large-scale and sophisticated” and ‘... big business’;ﬁ ‘... what could

only be described as serious commercial trading (for £3.2mn)’;|?| ‘a conspiracy to

See eg Macatonia (n D [4]-[6] (Coulson J).

Yanko (n|30) 220 (Roch LJ).

Gross (n[42)) 190 (Ebsworth J).

Priestly (n ) 147 (Waterhouse J) (counterfeit perfume).

) 208 (Crawford QC).

R v Lloyd [1997] 2 Cr App R (S) 151 (CA) 151 (Ebsworth J).
Carey (n[64) 324 (Rivlin QC).

Ansari (n[60) 95-96 (Curtis J) (counterfeit clothing).

Sheikh (n[33)) [7], [11] (Sir Douglas Brown).

Lewis (n
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steal copyright to the tune of millions of pounds’f’| ‘a cottage industry’f9 ‘a fairly
professional operation’ﬂ ‘a professional, well-organised business’@

Whereas, toward the bottom-end of the scale were hobbies turned criminal ven-
turesﬂ and those lacking sophistication or ranking two from five (on an ascending
scale of offending) often operating at home@ No doubt, there were fewer appeal
decisions in less serious cases because of less serious sentences. A generalised lack
of available reporting in Magistrates Court-level offences makes separate assessment
hard to independently check.

The review of sentencing cases has shown that the courts have considered sen-
tencing difficult. The reasons for this have been expressed in number of ways. First,
that balancing the seriousness of the offence with proportionality and mitigation is
a challenge.ﬂ Second, that taking into account the ‘duty’ to protect right-holder
interests ‘means frequently sentencing offenders ... to prison’ may be hard in differ-
ent circumstances.@ Third, the lack of frequency of such matters before the courts,
together with a lack of guidelines makes it more complicatedﬁ Variance in the

circumstances ] or in cases of ‘commercial crime’, taking into account maximum

Bennett (n ) [5] (Jack J) citing the decision below.

Manders (n D [6] (HHJ Batty QC).

Khan (n(48)) [39] (Sweeney J).

R v Ian Guy [2015] EWCA Crim 2438 [5] (Kerr J).

R v Passley [2004] 1 Cr App R (S) 70 (CA) 6 (Henriques J); Kirkwood (n @j [18] (Grey J).

R v Kilcourse [2009] EWCA Crim 445 [3]-[6] (Calvert-Smith J); Lee (n ) [9]-[10] (Jones LJ).
Carey (n 324 (Rivlin QC) (decoder cards).

Woolridge (n } [14] (Silber J).

Ansari (n (Curtis J); Nimley (n [18].

R v Brayford [2011] 1 Cr App R (S) 107 (CA) 9, 12 (Evans J) (25tn of washing powder).
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sentences for the different offences also contributes to this challenge[”” Fourth, the
level to which each set of facts stands on their own, yet a sentence needs to be not

‘out of kilter’ with other decisions, also makes sentencing difficult 9]

5.3.1.5 Sentencing factors

Across the 40 or so decisions, a variety of factors were mentioned which ought to
be taken into account. The general premise is that each case rests on its own facts;

however, that is not to say that certain factors ought not be considered. As expressed

in the 2013 decision of Khan[”"|and citing Brayford{™

. when considering sentence in a case of this type the court must
take into account, amongst other things, that: (1) offences of this type
are difficult, time consuming and expensive to detect; (2) they under-
mine reputable companies who are entitled to be protected; (3) the court
should consider how professional the offending was; (4) there should be
an estimation of the likely or actual profit; (5) the need for an element

of deterrence must be borne in mind.

These had been expressed in similar ways in other cases; for example, points 2,

3, and 4 were expressed in Ansam’@ Other considerations have included:

e the dishonesty of the exploitation of the IP for financial benefit{"|

e the deception on purchasers{"]|

9% Holborough (n ) [17]-[19] (Jack J).

9% Brayford (n | 12 (Evans J).

9 Khan (n|48) [38] (Sweeney J).

9% Brayford (n|94) 9 (Evans J).

99 ) 96 (Curtis J) applying Yanko (n . Both are trade mark cases.
100 Carter (n .

101 Holborough (n [18].

Ansari (n
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e the generalised benefit obtained from the deception{'™|
e the frankness of the wrongdoer{™|

e the damaging public impact (and consequent impact on manufacturing and
retailing companies and their employees and/or the ‘undermined ... integrity

of legitimate commercial practice’);@ and
e the defendant’s level of (legal) interest in the goods and the operationsm

The Court gave a non-exhaustive series of suggested considerations in R v Evans@
While acknowledging the need for flexibility and consideration of relevant circum-
stances, there were seven suggested points: difficulty in detection and losses; time of
the unlawful activity; profit from the activity; significance of profit or loss, or wider
impact on the (music) industry; consideration (where appropriate) to the guidelines
on fraud, bribery, and money laundering; personal mitigation; and scale of sophist-
ication.

That is to say, there are a variety of factors and considerations that courts have
taken on board in the sentencing of offenders in IP cases. They do not refer to the
international or EU explanations or expressions of the rights in question. The factors
for sentencing remain both in flux and driven without Sentencing Council guidance.
For present purposes, the deterrence aspect referred to in the sentencing appeals is

of significance.

102 Woolridge (n D [13] (Silber J). This was a case about trade marks.

103 Woolridge (n D [17] (Silber J).

104 Hatton (n|18)) [21] (Davis J); re: commercial practice - Guy (n [14] (Kerr J).
105 Chen (n ) [8] (Owen J).

106 Bvans (Wayne) (n ) [16]-[22].
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5.3.1.6 Deterrence concepts

One of the elements that arose in the case review was the use of the concept of
deterrence in sentencing. Deterrence is engaged by the Criminal Justice Act 2003[117'
(CJA) as part of the second purpose (of five purposes) for sentencing offenders:
seeking the reduction of crime. In the decisions, it was only considered a relevant
element in egregious cases. For example, sales of 850,000 decoder cards for unauthor-
ised access to Sky TV called for a deterrent element{ "% as did production of 4,000
infringing CDs in an arrangement where there was a goal to produce 2,000 CDs per
week as a business@ Similarly, a ‘sophisticated and professional scam carried out
with a view to making substantial profits’ in counterfeit pottery ‘clear(ly)’ called
for deterrence elements;@ as did a case of £500,000 of infringing goods{n_TI being
discovered, despite profits of only £10,000E

At least in part, deterrence has been suggested in cases of scalem or in cases
where the seeming ‘mantra’ of detection, prosecution, and cost difficulties has been
cited, together with an expression of a court’s ‘duty’ to protect IP owners and
manufacturers/™ In essence, deterrent elements in sentencing have been reserved for

more egregious cases where the seriousness requires it. It is appropriate to contrast

Criminal Justice Act 2003, s 142(1)(Db).
Carey (n|6_4|) 323-324 (Rivlin QC).
Gleeson (n[61) [6], [10], [15] (Rose LJ).
Woolridge (n ﬂ) [11]-[14] (Silber J).

At retail prices.
Hatton (n|18]) [21] (Davis J).

Manders (n|72) [7] (HHJ Batty QC): a case of a ‘cottage industry’ where a floor of a home was
dedicated to mass infringement of DVDs.

Lee (n [7] (Jones LJ): a case of counterfeit golfing equipment and accessories, in which there
had been approximately £105,000 from counterfeit sales and profits in the region of £10,000.
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this need for deterrence in sentencing (ie outcome) with the position of ‘dissuasion’
being required for all civil remedies under IPRED art 3(2), discussed earlier. These
concepts of deterrence and the interrelation with dissuasion will be explored further

in Chapter Seven.

5.3.2 Conclusions on domestic law

What a review of the domestic case law has indicated is fourfold. First, that the
preference for using trade mark, fraud, and other laws is skewing considerations
in copyright prosecutions toward factors best reserved for other areas, or at least,
trade mark alone. This has two driving elements: i) a consideration that the cases are
seemingly interchangeable because of similar (ie intellectual property-based) subject
matter; and ii) an obvious preference in prosecution for using, in particular, trade
mark law in cases that ought to be properly prosecuted as copyright infringements.

Second, there has been an adoption of dishonesty-related terminology applied in
judicial sentencing remarks to copyright cases — whether by way of ‘stealing’, ‘theft’,
‘piracy’ and other words — apposite in tangible chattel circumstances — to describe
the unlicensed copying of a non-rivalrous good. It is a serious question as to whether
this conception of copyright as theft ought to be permitted to continue for at least
two reasons. One, it does not comport with the Europeanised and Internationalised
context in which these rights subsist, harming underlying harmonisation efforts.
Two, given the ongoing distinction in English law between tangibles and intangibles,
and a fortiori when theft is neither apposite, comparable or appropriate beyond
it being the rhetoric that tends to be deployed by right-holder groups inferring a
moral equivalence between rivalrous goods and intangible property. Whilst copyright

infringement involves an interference with a property right, that does not make it
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theft. A simple application of such a tie ought to be avoided — deeper consideration
is required.

Third, conceptions of ‘loss’, which bear on sentence, are being dealt with in un-
even and inconsistent ways. Without the application of a more considered approach
to determining genuine ‘benefit’ from a criminal venture alone (as the emerging tests
suggest ), versus concepts of ‘loss’ or an appropriately considered view of ‘harm’ (bey-
ond, for example, citing surveys conducted by a lobbying body that seeks stronger
penalties), sentencing cannot help but be impacted and prone to error. This is partic-
ularly so when it is open to debate whether trade mark loss is reasonably considered
equivalent to copyright loss. In crime, this is treated with a gloss, despite the impact
on property and personal freedom.

Finally, in relation to sentencing, the factors being applied to criminal copy-
right infringement through the proxies of trade mark and fraud law is leading to
the application of a series of tests and considerations that do not appropriately
match copyright protections or the harm of infringement. Whilst undoubtedly a
more convenient method for prosecution because it is easier to evidence marks and
their owners with certificates instead of expert evidence of sound duplication, the
approach provides for troubling impacts on the application of criminal law by dilut-
ing and modifying conceptions of wrongdoing. Eliding considerations of trade mark
infringement, copyright infringement, and fraud when considering sentencing serves
no body of law. Doing so in the absence of recognising the Internationalised and
Europeanised nature and justifications for copyright and the consequential harms
suffered by its infringement even more so. Such an approach undermines harmon-
isation in the separate fields, it muddies conceptions of wrongdoing, and leads to

unfair outcomes or sentences that are disconnected from the rights they are aimed
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at protecting. In contrast, the harm of criminal copyright infringement is best met
by prosecution for that offence, taking into account the nature of the right infringed,

and the harms agreed upon as the rationale for the protection.

5.3.3 Generalised sanctions

Moving to general and express outcomes, there are three places in which generalised
sanctions for infringement are considered. Those are in the Phonograms Convention,
TRIPs, and ACTA. In the Phonograms Convention, ‘penal sanctions’ are offered as
an optional-mandatory method for implementing the requirements of the Conven-
tion’s protectionsflgl with optional or additional alternatives being a grant of a
copyright or other right or protection under unfair competition laws.

Under TRIPs, there is a generalised obligation for ‘criminal procedures and pen-
alties’, which extend imprisonment or fines in cases of inter alia commercial-scale
copyright piracym Under ACTA, and consistently with a theme of criminalisation
for more wide-scale infringement, art 23 and following provide for both general-
ised and specific outcomes. Under art 23(1), copyright or related rights piracy on
a commercial-scale must be met with the application of criminal procedures and
penaltiesm and optionally ‘camming’ in cinemas may be Criminalisedm Crim-

inal sanction for aiding and abetting must also be available, and legal persons such

Convention for the Protection of Producers of Phonograms Against Unauthorized Duplication of
Their Phonograms 866 UNTS 67 (Phonograms Convention) art 3.

TRIPs (n art 61.

Being ‘at least’ those activities carried out as ‘commercial activities for direct or indirect economic
or commercial advantage’.

ACTA| 23(3) (‘camming’ is recording movies whilst attending the cinema: previously by video
camera recorders, and more often by mobile phones, as at the date of writing (see eg Nimley

(1)
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as companies may also be made criminally liable.@ In contrast, EU law does not
provide for or require criminal sanction in copyright cases, although that is not for
lack of trying: the Commission ultimately withdrew its proposal for a second en-
forcement directive (widely dubbed ‘IPRED2’), the draft of which contained such
provisions.@

Domestically, the CDPA provides criminal penalties for a number of acts that
contravene the rights of the copyright owner or their exclusive licensee. The common
thread of criminality has tended to focus upon elements of substantial infringement
upon a copyright owner’s rights. For example, the cases apply principally where the
infringement is of a commercial nature["> where there is some form of broader distri-
bution@ or dissemination of the work (or preparation thereupon)mimportation,lllzl
public performance[””]| or where the rights of the copyright owner are prejudicially
aﬁected.@ In this context, as set out above, it has been argued that criminal trade

mark counterfeiting ought to be considered similar to commercial copyright infringe-

ACTA, 23(4), 23(5).

Withdrawal: European Commission, ‘European Commission Notices: Withdrawal of obselete Com-
mission proposals’ (Communication) C252/9 (0J:C:2010:252:9); see also European Commission,
‘Amended Proposal for a Directive of the European Parliament and of the Council on criminal
measures aimed at ensuring the enforcement of intellectual property rights’ COM(2005) 276/1
final.

cf Copyright, Designs and Patents Act 1988, s 107(1)(a) ‘making for sale or hire’; 107(1)(c) ‘possess
in the course of business’; 107(1)(d) ‘selling, offering to sell’; 198(d)(ii) ‘offers or exposes for sale
or hire’.

CDPA| ss 107(d)(iv), 198(1)(d)(iii) each ‘distributes’.

CDPA| ss 107(1)(d), 107(2) being ’distributing’ and ’creating or possessing an article for making
copies’.

CDPA| s 107(1)(b) ‘importing’ (otherwise than for private or domestic use).
CDPA, s 198(2).
CDPA| ss 107(1)(e), 107(2A)(b).
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ment, and so guidance may be taken from those cases.m This, it has been said, is
apposite. When sentences for copyright infringement were raised from two to ten
years in 2002 — and to permit unlimited fines, in both cases, at least for some
offences — the Explanatory Notes stated that this was ‘to bring the penalties into
line with the existing ones for similar trade marks offences’ [

Should that be accepted,@ the Magistrates Court Sentencing Guidelines (as
updated to 3 August 2018) which relate to trade mark offences, although not directly
applying to copyright infringement offences, become relevant.@ Those Guidelines
identify a number of factors to be taken into account when considering trade mark
offences. In essence, the scale of the operation, the level of professionalism, the
profit involved, the risk to purchasers of infringing wares, the defendants’ knowledge
and role are all expressly taken into account, akin to the Khan/Brayford criteria
above. The guidance ranges for those involved in a small number of counterfeit
items being considered for a ‘Band C fine to low level community order’ (wherein
Band C considers 125-150% of weekly income), to those who have a central role
in a large-scale operation being referred to the Crown Court for more significant
sentencing.

At a superficial level, there is little reason why such a comparable scale shouldn’t
apply in copyright cases, particularly given that trade mark counterfeiting is nor-

mally used as proxy allegation to copyright infringement. Yet, this gloss exacerbates

Nicholas Caddick QC, Gillian Davies, and Gwilym Harbottle (eds), Copinger and Skone James on
Copyright (17th edn, Sweet & Maxwell 2016) 22-31.

Copyright etc and Trade Marks (Offences and Enforcement) Act 2002.
Contrary to the views expressed above.

Magistrates’ Court Sentencing Guidelines: Definitive Guideline (Sentencing Council for England
—Wales) [2018], 105.
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difficulties, as mentioned before. A lack of specific copyright considerations leads to
the application of trade mark principles and concerns (such as ‘risk to purchasers’)
which aren’t highly relevant in copyright cases. An infringing copy of a movie is
unlikely to cause the same harm as, for example, counterfeit pharmaceuticals with
significant health implications. As such, the urge to use the quickest and easiest
approach to prosecution (often by using trade mark principles for, bluntly, lack
of other guidance) ought to be avoided. It leads to a failure of applying a proper
Europeanised conception of rights affected or infringed and therefore leads to in-
apposite sentencing due to improper charging and the consideration of improper

factors.

5.3.4 Imprisonment

Imprisonment is expressly countenanced in the international obligations and is not
specifically mentioned in the EU instruments. Under TRIPs, again, copyright piracy
on a commercial-scale (together with wilful trade mark counterfeiting) is to be met
with criminal sanction. Such ‘remedies’ are to include imprisonment (and/or fines)
‘sufficient to provide a deterrent consistent with the level of penalties applied for
crimes of a corresponding gravity’.@

TRIPs’ criminal obligations were extensively considered in the WTQO’s China
decision, which identified those provisions as (at the time) ‘unique’ in providing some

foundation for common minimum standards of criminal enforcement processes[7

TRIPs (n ) art 61.

WTO, China - Measures affecting the protection and enforcement of intellectual property rights (US
v China) (WTO Dispute Resolution Panel Decision) WT/DS362/R. (2009) (China Enforcement
Panel Decision).
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In particular, the Panel in the China decision contemplated the meaning of the
phrase ‘on a commercial—scale’@ being the litmus for imprisonment. It inclined to

a definition of ‘scale’ that aligned with an ordinary meaning@

The ordinary meaning of the word includes both the concept of quantity,
in terms of magnitude or extent, as well as the concept of relativity.
Both concepts are combined in the notions of degree and proportion.
Therefore, a particular ‘scale’ compares certain things or actions in terms
of their size. Some things or actions will be of the relevant size and others

will not. ...

‘Commercial’ proved more challenging to merge with ‘scale’. This was because
‘scale’ has a quantitative aspect while ‘commercial’ was a qualitative considera-

tion.lTEI The question was resolved as follows (emphasis added)F_%]

... 7.577 The Panel recalls its view at paragraph 7.545 above and, in light
of the evidence considered above, finds that a ‘commercial scale’ is the
magnitude or extent of typical or usual commercial activity. Therefore,
counterfeiting or piracy ‘on a commercial scale’ refers to counterfeiting
or piracy carried on at the magnitude or extent of typical or usual com-
mercial activity with respect to a given product in a given market. The
magnitude or extent of typical or usual commercial activity with respect
to a given product in a given market forms a benchmark by which to
assess the obligation in the first sentence of Article 61. It follows that
what constitutes a commercial scale for counterfeiting or piracy of a par-
ticular product in a particular market will depend on the magnitude or

extent that is typical or usual with respect to such a product in such a

China Enforcement Panel Decision|[7.532]-[7.579].
China Enforcement Panel Decision|[7.533].
China Enforcement Panel Decision|[7.538].

This finding is without prejudice to the qualitative aspect of ‘commercial-scale’ considered with
respect to the second limb of this claim.
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market, which may be small or large. The magnitude or extent of typical

or usual commercial activity relates, in the longer term, to profitability.

Under the Cybercrime Convention, ‘deprivation of liberty’ must be available.m
This is a layered obligation which is expected to dove-tail into rights granted un-
der other treaties, wherein those committing wilful, commercial-scale infringements
of Berne, TRIPs, WCT, or Rome (excluding the moral rights provisions) by way
of a computer system are to be met with ‘effective, proportionate and dissuasive
sanctions’ which must include such deprivation[™

ACTA similarly provides for the ‘penalties’ of imprisonment and fines. Like
TRIPs, these penalties must be sufficiently high to provide a deterrent to future
acts of infringement and be consistent with penalties applied for crimes of corres-
ponding gravity@ Under ACTA, such a penalty is to be available for commercial-
scale infringement of copyright and related rights, wherein commercial-scale means
something carried out as commercial activities of direct or indirect commercial or
economic advantage.

Domestically, imprisonment can occur — with sentences theoretically ranging

from three month@ to ten yearsfzrl depending on the offence, although as noted in

Cybercrime Convention), 13(1).
Cybercrime Convention), 13(1).
ACTA, art 24.

See eg CDPA on summary conviction: ss 107(4A)(a) — Knowingly communicating a work to the
public in the course of business or a level affecting prejudicially the owner of the copyright; ss
198(1A), 198(5A)(a) — Knowingly communicating a work to the public in the course of business or
a level affecting prejudicially the owner of the copyright.

See eg CDPA on indictment: ss 107(1)(a) & 107(4)(b) — Making for sale or hire knowingly infringing
articles; ss 297A(1)(a), 297A(2)(b) — Makes, imports, distributes, sells or lets for hire or exposes
for sale or hire unauthorised decoders.
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Sheikh above, the range tends to be between two to four years@ The trade mark
sentencing guidelines identified above raise the prospect of custodial sentences (at
least in trade mark cases) as the upper end of offences including ‘a large number
of counterfeit items but (accused has) no involvement in wider operation’ — to
being the starting point (at least in the 6 to 12 weeks range) where there is a ‘High
number of counterfeit items or involvement in wider distribution eg manufacture or
distribution’.

Copyright sentencing decisions alone are comparatively thin on the ground, and
so reference is had to trade mark decisions where the subject matters overlaps but
it has occurred.@ In relation to copyright infringement, in Du’K. ett@ the Court of
Appeal noted the dishonest nature of the business and its capacity to cause serious
damage to legitimate commercial and proprietary interests.

In a similar vein, in K empjzgl Hooper J noted:

Offences of counterfeiting are offences which normally attract at least a
short sentence of imprisonment. They are difficult, time consuming and

expensive to detect.

That being said, certain allegations (particularly conspiracy allegations) are not

without safeguards[1*]

Sheikh (n [12] (Sir Douglas Brown).

However, as guidance, it should be remembered that the 2002 and previous cases were under
previous maximum sentences (broadly, in many cases, two years rather than ten years).

Du’Kett (n i (Jowitt, Astill JJ).
Kemp (n j 943.

See, Redcar v Dady & Ors [2013] EWHC 475 (QB). Redcar was a criminal case about a website
which was said to have been established to infringe copyright in football broadcasts (whereby if
members of a website paid a £10 fee, they would be allowed to see football games whose copyright
properly belonged to, amongst others, Sky Sports).
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Sentences of imprisonment have varied considerably in these cases. In Du’Kett,
the defendant, who was one of seven co-accused, had pleaded guilty to charges of
making and knowingly distributing infringing CDs in the course of business. The
legitimate value of what had been sold was ‘very considerably in excess’ of £40,000.
As such, Du’Kett’s 27-month prison sentence was upheld, the Court having rejected
comparative sentences from two earlier cases on the grounds. Whilst, in Kemp, there
were 48 pre-recorded cassettes, cassette boxes, and 15 satellite broadcast decoding
cards, which put it ‘at the bottom end or near the bottom end of the scale’, and so
a six-month sentence was applied.

In Lewss, there was approximately £40,000 in damage wherein Lewis had a Bul-
letin Board System (BBS), whereby users would dial-in and be able to upload and
download computer games (and was therefore charged with distributing infringing
material in the course of a business contrary to s 107(1)(d)(iv) of the CDPA). There
were approximately 1000 games, of which it was estimated 95% were infringing, and
as such, the Court held there was ‘a significant enterprise involving theft of copyright
material’. The Court considered ‘an immediate prison sentence was necessary and
appropriate’, but was more of the view that concurrent 12-month sentences were ap-
propriate than consecutive 9-month sentences (which would have led to 27-months
of actual confinement). In Lloyd, in a private prosecution brought by FASTE the
defendant was convicted on six counts of making infringing articles. This was on
the basis of copying on a ‘large scale and for commercial purposes’, after the police
discovered 61 CDs containing infringing copies of computer programs. Computer

hardware, and 500 blank discs were also recovered. A six-month sentence was con-

The Federation Against Software Theft: a UK software industry group of right-holders.
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sidered appropriate, having reference to Kemp and Gross.

Whilst the above are the predominantly copyright decisions, there has been a
decided preference for using trade mark law for cases of mass infringement of music,
movies or games, with R v Manders (32,000 fake CDs and DVDs) being a good
example@ Again, any mention any transnational obligation or consideration has

been asbsent.

5.3.5 Fines

As set out above, under TRIPs and ACTA, criminal fines must be available together
with imprisonment: optionally as an either-or remedy under TRIPs, and mandatorily
(with imprisonment also being available) under ACTA ™

On much the same terms as for imprisonment with individuals, companies (or
‘legal persons’) committing wilful, commercial-scale infringement by way of com-
puter system under the Cybercrime Convention must be liable to monetary sanc-
tions, whether as a criminal or ‘non-criminal’ Sanction.@ Domestically, penalties
range from £5,000 (false authorisation)™] to £50,000 (commercial distribution )™
— again, depending on the offence in question.

Fines are, in fact, routinely issued, although often there is an interplay in the ap-

pellate decisions between fines, confiscation/forfeiture of infringing wares and equip-

Manders n.
TRIPs (nl art 61; ACTA| art 24.

Cybercrime Convention, 13(2).

Also known as ‘Level 5 on the standard scale’ pursuant to Criminal Justice Act 1982, s 37(2).
See eg |(CDPA| s 201: False representation of authority to give consent to a performance (summary
conviction).
See eg|CDPA| ss 107(d)(iv), 107(4)(a): Distributing infringing articles in the course of business (on
indictment).
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ment to make infringing wares (usually computers of some form), and compensatory
orders. That being so, one must be careful to think of fines as a matter dealt with in
insolation. Fines are more likely to be dealt with at a Magistrates Court level, and
so less likely to become a reported decision. That being said, fines (but not transna-

tional obligations) have been referred to in higher court cases, including Yankom

and Kilcourse[™

5.3.6 Seizure, forfeiture, and destruction

Under ACTA and TRIPs, criminal seizure, forfeiture and destruction must be avail-
able in member countries. Under TRIPs, this is dealt with in a broad-brush manner,
although under ACTA, more specific detail is given.

In TRIPs, these three outcomes must be available for any infringing goods, to-
gether with ‘any material and implements the predominant use of which has been in
the commission of the oﬂence’.@ TRIPs ends there. ACTA, however, goes substan-
tially further and deals with an alleged infringer’s assets. For those actions crimin-
alised under art 23 of ACTA [P% TRIPs-style final relief of forfeiture and destruction
of infringing goods and creating implements is available. Such infringing goods must
be disposed of outside the channels of commerce ‘in such a manner as to avoid caus-

ing any harm to the right holder’, and the forfeiture and destruction of the goods

Yanko (n 218 (Roch LJ). This was a trade mark case where counterfeit steroids were sold,
though the accused had a very minor packaging role. It led to a fine of £4000).

Kilcourse (n [9], [21] (Calvert-Smith J). This was a trade mark case regarding DVDs. The fine
was (reduced to) £2500 in context).

TRIPs (n ) art 61.

Being (for present purposes) commercial-scale copyright or related rights piracy (including wilful
import and export of such goods), (optionally) camcording movies at a cinema or aiding/abetting
either of these.
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and implements is to take place without compensation to the infringerm Interim
seizure of suspected pirated copyright goods with related materials and implements
is similarly available[™

On an interim basis, ACTA also provides for seizure of documentary evidence
related to the offence together with ‘the assets derived from, or obtained directly or
indirectly through, the alleged infringing activity’. Criminal proceeds confiscation
rules have begun to permeate the criminal provisions of international IP instruments.
Optionally, Member States can provide for interim seizure and final forfeiture of
assets — seemingly even ‘clean’ assets, where the value of those assets ‘corresponds
to that of the assets derived from, or obtained directly or indirectly through, the
(allegedly) infringing activity [

In the usual course of a copyright criminal prosecution, the full raft of criminal
sanctions are available, including orders for seizure and delivery-up, fines, imprison-
ment, deprivation, forfeiture, and confiscation and so forth@ Confiscation orders
may also be made under the Proceeds of Crime Act 2002 (POCA 2002) ['*] which
although a generalist statute, provides for financial relief. IP crime is considered a
presumptive ‘lifestyle offence’ under Schedule 2 of POCA 2002@ Those who have
an order made against them have the onus of showing their assets were acquired law-
fully, and not as a result of a crime such as commercial-scale infringement. If they

cannot, those who have been financially disadvantaged may make an application for

ACTA| 25(3)-25(4).

Final relief: [ACTA| 25(3)-25(4); Interim relief: ACTA| 25(1).
ACTA, 25(5).

CDPA| ss 107-116.

Proceeds of Crime Act 2002.

POCA 2002, (Schedule 2).
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compensation out of the seized assets@ Compensation orders are also otherwise
available.@ The net effect of these remedies, when ordered together, needs to be
balanced, with compensation being paid first and prioritised.@

Each of seizure['% forfeiture['"] destruction [’ confiscation ] and compensa-
tionm orders are routinely sought and made in copyright (and related)m crim-
inal proceedings. In Gleesonm orders were made seizing the property used in the
commissioning of trade mark offences, including specific computers used to make
counterfeit music CD cases. Other property included labels, CD boxes, printing and
wrapping machinery.

Seizures are sometimes seen as ‘warnings’ and ignoring them can have con-
sequences in terms of aggravating sentence. For example, in Holborough regarding
decoders (at [11]):

In sentencing the appellant, the judge stated that the main aggravating
feature of his case was the fact that, having been arrested in June 1999, he
started up again and went on as before. ... The arrest of the appellant,
his questioning and the seizure of items must, at the very least, have

been seen by him as a shot across his bows — a warning to desist. It was

a warning which he ignored.

POCA 2002, s 13(5).

Powers of Criminal Courts (Sentencing) Act 2000, ss 130, 143.

Zinga (n [42].

Eg Holborough (n D [11].

Eg Passley (n @) 4.

Eg R v Long [2008] EWCA Crim 2384 [1].

Eg financial Sheikh (n [11], [15] and physical: Long (n D [1].

Eg Zinga (n } (though ultimately abandoned).

Ie copyright-proxy proceedings.

Eg Gleeson (n [1] (Rose LJ) (£20,000 losses to ‘industry’, £2,000 profit to infringer).
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On the topic of confiscation, by way of example, again in Holborough, a confisca-
tion order of £114,009 was made{”™| and in Lee an order of £105,000 was made['™]
This is in contrast to Shiekh I and II]°] where the confiscation proceedings caused
the defendants to seek to withdraw their guilty pleas, given the extent of the con-
fiscation foreshadowed. However, preventative or interim confiscation of stock can
have consequences. In Holborough, a degradation in value of goods not used in the
course of an offence was taken into account when calculating the level of confiscation
that ought to be made[™ In Davies[l"] when considering confiscation orders under
(then) s 72AA of the Criminal Justice Act 1988 (CJA 1988), for the purposes of
confiscating a benefit obtained through infringing conduct (in that case counterfeit

clothes, accessories and discs), the Court cited:

[20] In Wilkes ... Gross J in delivering the judgment of the court
and giving the reasons for the court’s view as to the proper construction
of the statutory provision said this:

“(1) Section 72AA of the Act can be draconian in accordance, we
think, with the intention of Parliament. As Lord Rodger observed in
paragraph 23 of his speech in Smith (David Cadman) in the House of
Lords:

“That may not be out place in a scheme for stripping criminals of

the benefits of their crime.”

Holborough (n [1], [30] (Jack J).

Lee (n|37) [1], [9].

Sheikh (n ; R v Sheikh (Family) [2004] EWCA Crim 492.

Holborough (n]52)) [23]-[30] (Jack J).

Davies v The London Borough of Waltham Forest [2002] EWCA Crim 3110.
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Confiscation orders in the context of stripping ‘benefits’ to infringers under the
CJA 1988 are to have the same purpose as the civil remedy of an account of profits:
stripping benefit.

Compensation orders may become more difficult, with substantial issues being
foreshadowed in ngam regarding the complex position of private prosecutors in
seeking compensation orders in an era where private prosecutions are becoming both

more likely and common in this field.

5.3.7 Specific Cybercrime Convention provisions

State parties to the Cybercrime Convention must have various forms of restraint and
evidence-gathering remedies available to them. These are worthwhile to consider as
they echo, in part, the interim and procedural orders that are available in other
classes of case. However, in other instances, the powers provide for more exceptional
orders than would be likely to be granted in a civil case, though just as search/Anton
Piller and freezing/ Mareva orders were novel for their day, these kinds of procedures
may yet come to pass.

The Convention takes a number of approaches which State Parties are obliged
to provide.@ First, the Parties are required to ensure that the application of the
Convention is consistent with that country’s human rights obligations, incorporating
the principle of proportionality, and is subject to appropriate supervision, judicial or
otherwise@ Second, State Parties of the Convention must provide for 90-day data

preservation orders, and those orders may even be ‘secret’ orders in the sense that

Zinga (n |_5b

Cybercrime Convention), 14(1).
Cybercrime Convention, 15(1), 15(2).
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they are not to be disclosedFEl This data must include ‘traffic data’, which appears
to be what is technically termed ‘packet data’,@that can then be produced together
with any subscriber information of a relevant service[’™| Further, authorities must
be given the power to search (and seize) the data, even at the cost of deleting the
data once it has been seized, with the further power to co-opt others with relevant
knowledge into assisting them.lTEl

The Convention also requires that States enable their relevant authorities to
be able to collect real-time traffic data of specific communications, and, in serious
cases, the real-time content data, which constitutes the actual substance of messages
transmitted, not merely metadata about those messagesFisl Both types of collections
are possibly subject to secrecy orders.@ The true force of the Convention, however,
is in its extended international cooperation with other States including subjects
of extradition, and mutual legal assistance ‘to the widest extent possible’FEl This
includes the passing of ‘spontaneous’ unrequested information; obtaining expedited
preservation and disclosure of computer and traffic data across borders; assistance in
accessing, seizing and securing data across borders; and assistance in collecting real-

time traffic and content data[™® Such requests are facilitated through Member States

Cybercrime Convention, 16(1)-16(3).

{enquoteAny computer data relating to a communication by means of a computer system, gen-
erated by a computer system that formed a part in the chain of communication, indicating the
communication’s origin, destination, route, time, date, size, duration, or type of underlying service.
(Cybercrime Convention, 1(d)).

Cybercrime Convention, art 17.

Cybercrime Convention, 19, 19(3)(d), 19(4).
Cybercrime Convention, arts 20-21.
Cybercrime Convention, 20(3), 21(3).
Cybercrime Convention, Chapter III, 24, 25(1).
Cybercrime Convention, 26, 29(1), 31, 34.
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providing a 24-hour/7-day a week contact centre for receipt of such requests@
Though principally targeted at other forms of crime (such as child exploitation

imagery), these extended provisions are available in IP cases and worthwhile to note

when dealing with such, particularly given the expansive powers available to private

prosecutors.

5.3.8 Conclusions on crime

Domestic sentencing decisions have not engaged with the fundamental copyright
regulation framework in which the protected rights subsist. This has led to incon-
sistency, if not incoherence, in the protection of those rights between the civil and
criminal spheres. This uneven application of law treats like cases dissimilarly, can
work an injustice on individual defendants, and has the potential to undermine con-
fidence in the courts. In reviewing the domestic decisions in this field, a few themes
have emerged. First, contrary to guidance in Rz’mmmgtonm prosecutors are pre-
ferring the use of fraud, trade mark, and other laws for the prosecution of what are
properly copyright offences leading to an errant eliding of concepts and protections.
Second, the adoption and acceptance by the courts of loose terminology (such as
‘theft’) adds to the difficulties arising from this eliding of considerations. It creates
false equivalences between non-rivalrous goods, such as copyright works, and indi-
vidual rivalrous goods, such as televisions. The policy and economic rationales for
protecting such chattels vary wildly and, as such, sentencing for interfering with

rights attached to such property ought to reflect those policies. Third, conceptions

Cybercrime Convention), 35(1).

Rimmington (n ) .
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of ‘loss’ vary so significantly from case to case, yet these conceptions have such a sig-
nificant impact on sentencing that it ought to be regulated. Without regulation, or
some form of forced coherence, it is inevitable that there will be uneven, inconsistent,
and thereby likely disproportionate sentences, leading to injustice. Fourth, under-
standing the nature and level of the wrongdoing is to be determined by reference
to the nature of the harm. But in sentencing, the international, EU, or generalised
copyright-specific concerns and harms are not mentioned. It does not service copy-
right nor the criminal law to dilute and modify conceptions of wrongdoing. This is
an area ripe for reform.

On more general level, the review has indicated that the UK provides the crim-
inal sanctions and outcomes that it is obliged to under its international obligations.
This does not only take place through acceptance and adoption in the CDPA, but
also through the leveraging of offences at common law or in the general criminal
statutes. Despite having these internationally-compliant specialised criminal provi-
sions available in the CDPA, reviewing sentencing decisions from 1992 to now found
no reference to international or EU law, save MurphyFiTl In this way, criminal law
is starkly different to civil law, where extensive reference is made to European and
international obligations, both generally and to assist in interpretation. Despite the
infringed rights being highly Europeanised and set within a European rights con-
text, EU and international considerations do not appear to be being substantively
considered, at least in the material before the courts in sentencing appeals. This
absence of proper context appears to be a significant cause the inconsistencies and

consequent issues identified above.

Case C—403/08 (EU:C:2011:631) Football Association Premier League Ltd and others v QC Leisure
and others [2011] ECR I-9083 (FAPL v QC (CJEU)).
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5.4 Other outcomes: customs measures

This distinction in approach will be explored further in Chapters Seven and

Eight.

5.4 Other outcomes: customs measures

There are two aspects of customs measures that ought to be noted as not falling
neatly within a definition of procedure or remedy: suspension and inspection. Whilst
neither is, in truth, a remedy, the practical effect of their application gives interim
or other relief to right-holders that is at least akin to remedies set forth in the earlier
chapter. Customs suspension is akin to an interim injunction with extra provision
of information, whilst customs inspection provides both injunctive elements and
information provision, akin in part to Anton Piller or civil search order relief. By
reason of regulation, and that regulation’s consistency with international obligations,

these aspects may be said to be fully Europeanised and/or Internationalised.

5.4.1 Suspension

Starting with TRIPs, proceeding through to ACTA, and then embodied within
the amended Customs Regulation are processes which determine how potentially
infringing goods may be stopped at the borders of the EU and UK. Customs sus-
pension brings into sharp legal contrast the demarcation between the online and
offline world. In the offline world, goods are routinely opened and inspected if there
are allegations of infringement and/or grounds for suspecting infringing goods are

passing across a border. Online, however, such packet inspection at an Internet level
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has been banned, or if not banned then strongly criticised@

Put briefly, the customs regime established under TRIPs provides that a right-
holder may apply either to an administrative (eg customs) or judicial body for an
order suspending goods which they suspect, on valid grounds, and with particular
evidence,@ to include pirated copyright goods. This must be available for goods
being imported into the territory. Optionally (at least under TRIPs), members may
provide for the same facility for exports, and for other infringements of IPRS.ITEI Un-
der ACTA, both import and export of shipments must be subject to the potential for
customs on its own motion, or a right-holder on application, to suspend the suspect
goods.@ It is only in respect of goods in transit/transshipment where states may
optionally decline to provide the availability of this form of remedy@ Information
may be provided to a right-holder["]

These overarching obligations find their EU parallel in the Customs Regula-
tion.@ That Regulation is said to protect both private rights and public interests.@
Under art 17 of that Regulation, when the party has successfully applied for a cus-

toms suspension process or series of them — called the ‘holder of a decision’ in the

Case C-70/10 (EU:C:2011:771) Scarlet Extended SA v Société belge des auteurs compositeurs et
éditeurs [2011] ECR I-11959; Case C-360/10 (EU:C:2012:85) Belgische Vereniging van Auteurs,
Componisten en Uitgevers CVBA (SABAM) v Netlog NV [2012] ECR 1-0000.

TRIPs (n ) art 52.
TRIPs (n ) 51, 51(1).
ACTA| 16(1).

ACTA! 5(i), 5(f), 5(n).
ACTA| art 22.

Regulation (EU) No 608/2013 concerning customs enforcement of intellectual property rights [2013]
0J L181/15 (Customs IP Regulation).

Case C-583/12 (EU:C:2014:244) Sintaz Trading OU v Maksu- ja Tolliameti Péhja maksu- ja
tollikeskus (CJEU, 2014) [43].
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regulation — and customs officers identify a potentially infringing product covered
by such a decision, that ‘holder’ is informed of the goods having been suspended,
together with images of the goods and information on the quantity and nature of the
goods. Upon request, they also provide the names and addresses of the consignee,
consignor, declarant (from the customs forms), and the holder of the goods, together
with information on the origin, provenance and destination of the goods.

The customs authorities may also act when there is no decision, save where the
goods are perishable (art 18). In such cases, images of the goods, the nature of the
goods, and quantity of the goods may be published to those possibly interested in
making an application for suspension and those people requested to provide relevant
information.@ In the absence of such an application, the goods are released.m
Where an application is made and granted, the further information on the consignees
and so forth are provided to the (then) decision—holder@ The consequences for
improper suspension — often payment of appropriate compensation@ — are dealt

with elsewhere.

5.4.2 Inspection

Inspection is provided for under TRIPs and the Customs Regulation. It is not
provided for under ACTA. Under TRIPs, as with so many aspects, the provision is

comparatively broad-brush: right-holders may inspect suspended goods with a view

Customs IP Regulation, arts 18(1)-18(2).

Or in a number of other circumstances: art 18(4).
Customs IP Regulation, art 18(5).

TRIPs (n |1 art 56.
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to substantiating rights (a right that importers must also have) P%7]

Under the Customs Regulation, both the holder of the decision and the declar-
ant /holder of the goods must be able to inspect the goods. The authorities may take
representative samples and give them to the holder of the decision for analysis ‘to
facilitate the subsequent procedure in relation to counterfeit and pirated goods’,@

although such samples must be returned P9

5.4.3 Conclusions on customs measures

The distinction between the offline and online worlds is alive and well in the European
Union. For physical goods, customs authorities provide monitoring and quasi-filtering
relief on the back of an application for customs measures. The effect of such relief
is that right—holdersFEl obtain the benefit of Norwich Pharmacal or Anton Piller-
style outcomes (ie the provision of information), together with the benefit of an
injunction. The right-holder obtains this without the trouble and cost of an opposed
application before a court.

These are the kinds of relief which, in the online world, the CJEU has come out
against strongly. In decisions from Scarlet Extended‘ﬂ through to Telelmbe (dis-
cussed in the previous chapter), the CJEU has repeatedly noted the non-absolute

nature of IP protection, and the requirement for balancing of those private rights

TRIPs (nEI) art 57.

Customs IP Regulation, art 19(2).

Customs IP Regulation, art 19(3), save if the circumstances do not allow.
‘Holders of decisions’

Scarlet Extended (n|192)).

Case C-314/12 (EU:C:2014:192) UPC Telekabel Wien GmbH v Constantin Film Verleih GmbH
(CJEU, 2014).

248



210

5.5 Conclusions

against the fundamental rights of others. Aside from the physical/intangible dicho-
tomy, the existence of this aspect of customs authority is difficult to reconcile with
the approach taken to intangible property, which ostensibly, remains art 1, prot 1
property to which right-holders are entitled protection.@

In the context of questions about Internationalisation and Europeanisation, this
must be seen at two levels. From the UK’s perspective, this field has been (near)
wholly Europeanised: there is a regulation that covers the field and a domestic
change is not permitted. That regulation itself finds its consistency with the inter-
national instruments to which the EU is a party, even though the obligations under
international instrument are more open about how the results are to be achieved.

In that sense, it has both been wholly Europeanised and Internationalised.

5.5 Conclusions

This chapter has considered criminal sanctions, and explored declarations and ancil-
lary outcomes in customs measures having comparable effect to interim injunctions.
Two outcomes, at starkly different ends of the spectrum, have been identified: the
customs measures considered have been wholly Europeanised and Internationalised.
At the other end, criminal sanctions and declaratory remedies have seen nearly no
influence of European or international law, despite, at least in the case of declarat-
ory remedies, the express requirement for providing such an outcome. This spectrum

will be further addressed in Chapter Seven.

Convention for the Protection of Human Rights and Fundamental Freedoms (opened for signature
4 November 1950, entered into force 3 September 1953) 213 UNTS 221, as amended by Protocol No
14bis to the Convention for the Protection of Human Rights and Fundamental Freedoms (opened
for signature 27 May 2009, entered into force 1 September 2009) CETS No 204, art 1, prot 1.
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5.5 Conclusions

The following chapter will explore inferential remedies, rights-inferring remedies,

together with procedural variations in copyright infringement actions.
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This is not a fair or reasonable probability of the
defendants having a bona fide defence. It is no more
than an unfounded and Micawberish hope that some-

thing will turn up.

— Laddie J - Microsoft Corp. v Electro-Wide Ltd
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6.1 Introduction

An analysis of copyright enforcement mechanisms must include consideration of the
substantive relief available and the procedure by which such relief is provided. This
chapter considers the procedures related to reliefEl
Procedure is a wide field and in parts overlaps with what has been already
addressed in this thesis. This chapter will consider procedural aspects in two parts.
First, it looks to procedures and complementary powers which judicial and ad-

ministrative bodies must have, or optionally legislatures may choose to grant themﬂ

As identified in the Introduction: that which is identified as ‘procedure’/‘procedural’ is anything
that is ancillary to the grant of remedies: whether by way of standing to bring a claim, evidence,
documentary requirements, or otherwise.

See eg the permissibility of domestic legislative choice in passing regulations under the European
Communities Act 1972: ITV v TVCatchup [2011] EWHC 1874 (Pat); Oakley v Animal [2005]
EWHC 210 (Ch); Oakley v Animal [2005] EWCA Civ 1191; The United States of America v Nolan
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6.2 Standing

under transnational lawﬂ Five areas are considered: standing to bring proceedings,
evidence, special measures, fairness, and general ‘over-arching’ obligations.

Second, the chapter will explore domestic procedural innovation in IP cases.
This has three aspects: the first is the specific handling of IP claims under the Civil
Procedure Rules. The second is the prevalence, availability, and use of criminal
prosecution and self-incrimination. The third is the yet-to-be-established Digital

Economy Act 2010 regime for enforcing copyright.
A note on the Customs Regulation

As set out earlier, the EU IP Customs Regulation provides for, in essence, its own
procedural code. That code deals with standing, evidence, fairness and outcomes.
As an EU regulation, it is fully harmonised. Therefore, such measures are wholly

transnational (EU) in nature.

6.2 Standing

Standing is the procedural component that has found the most repeated expression
in transnational instruments: whether to institute proceedings, enforce rights, apply
for border measures, or to claim equitable remuneration. Yet, there has been little
consideration in judgments about these transnational aspects.

Depending on the instrument and context, standing is variously described. Berne

defines ‘authors’ as being ‘entitled to institute infringement proceedings’, publishers

[2015] UKSC 63, [2016] AC 463 [54]-[64] (Lord Mance JSC). See further Martin Howe, ‘Oakley v
Animal Ltd: designs create a constitutional mess’ [2006] EIPR 192.

Before considering domestic counterparts and their construction.
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6.2 Standing

to ‘protect and enforce the author’s rights’ (for anonymous works) and for ‘compet-
ent authorities’ designated by legislation to ‘represent the author ... protect and
enforce his rights’ (for works of unknown, unpublished authorship)ﬁ TRIPs and
ACTA similarly provide for ‘civil judicial procedures’ for ‘right holders’, although
ACTA defines ‘right holder’ somewhat expansively, and a little Mobius-esque, to
include federations or associations having standing to assert rightsﬁ InfoSoc and
IPRED provide recognition for rightholders. InfoSoc provides for ‘rightholders whose
interests are affected. .., and/or ‘rightsholders’ more generally as being able to bring
‘an action’; or ‘apply for’ an injunction in proceedingsﬂ IPRED provides for wider
classes of people as ‘entitled’ to seek ‘measures, procedures and remedies’: IPR hold-
ers, authorised users, collective rights-management bodies, and professional ‘defence’
bodies (who represent holders of IPRs)[]

Standing is considered almost exclusively a matter of domestic procedural law.
It remains axiomatic that a remedy is consequent upon a right, and the enforcement
of that right could (almost exclusively) be brought by the owner of that rightﬁ

As a matter of domestic law, copyright infringement proceedings may be brought

Berne Convention for the Protection of Literary and Artistic Works 1886 (Paris Act 1979) (Berne)
15(1), 15(3), 15(4)(a).

Agreement on Trade-Related Aspects of Intellectual Property Rights , art 42; Anti-Counterfeiting
Trade Agreement (ACTA) 7(1), 5(1): that is, the party with standing to bring an action is a party
with standing to enforce rights.

Directive 2001/29/EC on the harmonisation of certain aspects of copyright and related rights in
the information society [2001] OJ L167/10 (InfoSoc) arts 8(2), 8(3).

Directive 2004/48/EC on the enforcement of intellectual property rights [2004] OJ L157/45
(IPRED) art 4.

See eg Australian Broadcasting Corporation (ABC) v Lenah Game Meats [2001] HCA 63, (2001)
208 CLR 199 [60] (Gaudron J), considered in the UK in 20th Century Fox & Ors v Harris [2013]
EWHC 159 (Ch) [27] (Newey J). There are exceptions to every rule, for example, derivative actions:
though, a court in those cases is usually acknowledging the rights of the company which are not
being enforced.
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by the owner of the copyright or neighbouring rightﬂ an exclusive licenseem and
non-exclusive licensees in certain circumstances, at least as to Copyright.E There
are further provisions relating to the ‘person entitled to the right’ when consider-
ing non-property rights of performers or other recording rightsH It is unclear if
there are sufficient domestic mechanisms for implementing the UK’s IPRED art
4(c) obligations to provide standing to collective rights-management organisations,
particularly consistently with recent CJEU case laW.E This is because, as explained
in Media CAT E copyright is a property right and the owner of that right is the
copyright owner. The basis for a claim by an exclusive licensee is statutory. There
may be circumstances where the owner has, perhaps improperly, authorised a third
party to engage in CDPA-restricted conduct regarding a work without reference to
an exclusive licensee. Such may breach an exclusive licence, but it would not be an
infringement of copyright. Hence, the CDPA requires exclusive licensees and owners
to be parties to an infringement action["]

As to border measures, different agreements also slightly alter who may be en-

titled to ‘apply’. Under TRIPs and ACTA, it is a generic ‘right-holder’ (under partic-

Copyright, Designs and Patents Act 1988, ss 96(1), 1911. See further Ezperience Hendriz LLC v
Time Newspapers Ltd [2010] EWHC 1986 (Ch) [24]-[27] (Sir William Blackburne).

CDPA, ss 101(1), 101(2), 191L, 191M.
CDPA, ss 101A(1), 101A(2).
CDPA, s 194.

That is, does domestic law sufficiently enable a collecting society to have standing to bring copyright
enforcement proceedings? Arguably not, see generally: CPR 19; IPRED) art 4(c); as considered
in Case C-521/17 (EU:C:2018:639) Codperatieve Vereniging SNB-REACT UA v Deepak Mehta
(CJEU, 2018).

Media CAT Ltd v Adams & Ors [2011] EWPCC 6 [78] (HHJ Birss QC).

CDPA| s 102; see eg Nekoti Ltd v Univilla Ltd (t/a Consol) [2016] EWHC 556 (Ch) [44] (Marsh
CM).
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ular conditions) who can to apply to border agencies to invoke the customs processes
discussed in earlier chapters (eg suspension)m while the EU Customs Regulation
actually permits a wider and more express class of applicants (including collect-
ive rights management bodies, professional defence bodies, certain authorised IPR
users, and certain exclusive licensees), subject to some Constraintsm Under TRIPs,
‘importers’, ‘consignees’ and ‘owners’ of goods have a reflected right to ‘appropri-
ate compensation’ for goods wrongfully detained under a customs measure. Other
aspects, relating to standing to claim remuneration, are also raised in the instru-
ments [

Perhaps more than most other aspects, the position of standing has been dealt
with in domestic decisions without reference to directives or treaties: it is seen as
an adjunct to the domestic civil process, and yet it is one of the areas that is more
clearly considered and expressed transnationally. The Media C’ATH decision ex-
amines standing and Media CAT’s attempts to be seen variously as a collecting
society and/or licensee, although no mention was made of any transnational obliga-
tion when considering the position. Media CAT clearly identifies that when parties
beyond actual owners seek to bring infringement actions — for example, licensees
— such a claim is one reliant on standing being provided by statute. Such statutes

must provide for a wider class of litigant than would ordinarily be entitled to bring

At least in respect of ‘pirated copyright goods’. TRIPs (n ) art 51; JACTA| 16(1), 16(2), 17(2).

Regulation (EU) No 608/2013 concerning customs enforcement of intellectual property rights [2013]
0OJ L181/15 (Customs IP Regulation) arts 3, 12, rec 13.

WIPO Performances and Phonograms Treaty (1997) 36 ILM 76 (WPPT) 15(2): Those authorised to
claim under established systems for a ‘single equitable remuneration’ (in the case of performances)
is defined expressly in the WPPT as being the performer, the producer (of a phonogram) or both,
it turns on domestic law. TRIPs (n[f)) 14(4) also provides saving mechanisms for ‘right-holders’ in
certain schemes.

Media CAT Ltd v Adams & Ors (n [20].
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proceedings and, as such, domestic processes are impacted insofar as they must be

altered to comply with such requirements.

6.3 Evidence

Civil trials are conducted and evidence assessed on the balance of probabilities. At
both the interim and final stages, evidentiary requirements vary depending on the
form of relief sought. The threshold of certainty required for some forms of interim
relief substantially Varies.m There are a number of assistive mechanisms provided for
under the latticework of treaties, directives and legislation that procedurally regulate
the enforcement of IP rights. These exist in relation to what will be broadly called
‘evidence’ in three major fields: presumptions as to evidence, definitions of what is
evidentially required for relief, and finally, methods for assisting in the obtaining of

evidence.

6.3.1 Presumptions

Presumptions advantage right-holders in enforcement proceedings, but must be
viewed in their legislative and policy contextﬂ In copyright, depending on the
presumption in question, such advantage is given by either lowering a (usually pro-
cedural) requirement or deeming it met. The effect is to alleviate the requirement.
Presumptions are not unknown in other areas of private law, but they do have more

far-reaching effects in copyright cases than those involving other property rights.

For example, the varying standards apply when seeking interim injunctions: see eg Play It Ltd v
Digital Bridges Ltd [2005] EWHC 1001 (Ch).

A A S Zuckerman, Zuckerman on Civil Procedure: principles of practice (Sweet & Maxwell 2013)
22.71.
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In the transnational instruments, there are three forms of presumptions which
are raised: creation and ownership (normally tied), formalities, and damages. As
Zuckerman notes, presumptions represent ‘techniques for distributing risk of error
by means of a conditional allocation of the burden of persuasion or the burden of
adducing evidence’.@ In the usual case, there is a basic fact which the party must
prove, which if they do prove, the presumed fact is assumed in their favour. For
example, that if a CD bears the name ‘A’ (the primary fact), it is presumed A is

the author (the presumed fact).

6.3.1.1 Creation and ownership

Presumptions as to creation and ownership are, in essence, evidential presumptions
and often closely affiliated with definitions related to procedural standing. This is
separate to the ‘true’ ownership in certain C&SGSE Berne and IPRED require that
the name on a literary, or artistic (or neighbouring rights (IPRED), cinematograph
(Berne)) work, without more, be presumed the author and/or ‘maker’ sufficient to
commence infringement proceedings.@ A version of this obligation has been present
since the original 1886 text of Berne[””| This is domestically implemented under the
CDPA, where claimants of copyright in literary /dramatic/musical/artistic (LDMA)

works, sound recordings, films, and Crown copyright materials have, amongst others,

Zuckerman (n 22.62.

See eg Directive 2006/116/EC on the term of protection of copyright and certain related rights
[2006] OJ L372/12 (Term Directive) art 2(2); Case C-277/10 (EU:C:2012:65) Luksan v van der
Let (CJEU, 2013) [45], [72] regarding disputes between producers and directors of cinematographic
works.

Berne| 15(1) (L&A); 15(2) (cinematograph); TPRED), art 5.

Berne Convention for the Protection of Literary and Artistic Works 1886 (Original) (Berne (Ori-
ginal Text)) art 11.
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the advantage of evidentiary presumptions of which a court must take notice@
In relation to LDMA works, if evidence is led that the copy of a work bore the
name of the author, unless the contrary is proved, that person is presumed to be
the author.@ In the case of anonymous works, but where a publisher’s name is
present, the publisher is deemed to be the owner of the work.@ In the case of works
where the author has died, the claimant’s allegations are presumed true@ These
types of presumptions are further available in respect of sound recordings and films
where similar notices, although necessarily asserting copyright, are presentm This
is consistent with obligations under the Rome Convention.ﬂ Similar presumptions
are also available in respect of ownership of computer programﬂ and other rightsﬁ

The presumptions made available under these provisions carry what would other-
wise be a not insubstantial burden for claimants. A defendant cannot put a claimant
to proof of the matters so presumed unless the defendant can put evidence before

the court to negate the presumption. Indeed, on the analogous s 104(4) provisions

CDPA. ss 104 106, 197A.
CDPA| s 104(2)(a).
CDPA| s 104(4).

CDPA| s 104(5).

CDPA,| ss 105(1), 105(2), 105(5), 105(6). See also: |Term Directivel art 2(1): for principal directors
of cinematographic and audio-visual works being considered as (at least) one ‘author’. This is also
reflected in Directive 2006/115/EC on rental right and lending right and on certain rights related
to copyright in the field of intellectual property (codified version) [2006] OJ L376/28 (Rental
Directive) art 2 and elsewhere. See further Luksan (n on the interplay of such provisions,
and Henry Hadaway Organisation Ltd v Pickwick Group Ltd [2015] EWHC 3407 (IPEC) for a

discussion.

International Convention for the Protection of Performers, Producers of Phonograms and Broad-
casting Organisations 1961 (Rome Convention) art 11.

CDPA| s 105(3), see application in Microsoft Corp v Electro-Wide Ltd € Anor [1997) FSR 580
(HC).

CDPA] ss 197A, 17A.
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in the previous Act] Plowman J found it was for a person challenging the effect of
the presumption to ‘prove affirmatively, if they can’ the alternative situation of fact,
not merely to point to ‘inherent probabilit[ies]’.ﬁ The power of this presumption
was shown in Microsoft Corp. v Electro-Wide Ltd.@ In that case, Laddie J dealt
with a summary judgment application in respect of computer program copyright.
The defendants sought to put the claimant, Microsoft, to proof on the matters that
were presumed in their favour and thereby would normally be entitle Electro-Wide

to discovery. This failed. Laddie J held{]

The rules of pleading allow defendants to put the plaintiff to proof of al-
legations in the statement of claim, even if doing so results in a significant
and predictable waste of time and money. ... If the issues of subsistence
and ownership were to be resolved ... now, then Microsoft would clearly
win, not least because of the statutory presumptions. The defendants
have not asserted that they have any reason to challenge the plaintift’s
case on these issues. They do not assert that they have a defence, whether
strong or otherwise. All that they can do is say that there is a possibility
that discovery or cross-examination may reveal some currently unknown
defect in their opponent’s title. This is not a fair or reasonable probab-
ility of the defendants having a bona fide defence. It is no more than an

unfounded and Micawberish hope that something will turn up.

This means that, for the most part, defendants in a copyright matter must rely
upon the assertions of copyright ownership as being truthfully represented in the

content of a copyright notice on the cover of a work as evidence. In Microsoft, it

Copyright Act 1956, s 20(4).

Warwick Film Productions Ltd v Eisinger [1969] 1 Ch 508 (HC) 517.
Microsoft (n .

Microsoft (n ) 595-597.
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seemed to the Court to be a difficult proposition that a company such as Microsoft
would not adequately take steps to protect its intellectual property; it logically
cannot be the case that all asserted owners would be so diligent | There are examples
in major copyright cases of claimants needing to substantially amend pleadings and
assertions of fact, and even to join significant numbers of parties, because the defence
has pointed out deficiencies in proof.@ Similarly, there are cases of substantial latent
claims to authorship or otherwise[Y]

These creation /ownership presumptions are not generally available in other forms
of civil claims where ownership of rights must be proven by non-hearsay evidence on
the usual balance of probabilities, which at trial requires first-hand witness state-
ments@ In a copyright context, absent statutory presumptions, proving ownership of
the copyright in collaborative works — say, a significant multimedia computer game
or movie — would prove challenging, given the number of those providing input. The
UK meets its transnational obligations for these presumptions by express wording in
the CDPA. These provisions are thereby both Internationalised and Europeanised.
However, for present purposes, regard is being had to the domestic application and
interpretation of those obligations beyond such implementing legislation.

Domestic decisions have not tended to cite these transnational provisions. That
raises the question of whether the law is being properly applied or Construedﬂ

Presumptions have been raised in passin@ by way of a summary of law in the

Or be seen to be so diligent.

See eg Nekoti (n ; Universal Music Australia Pty Ltd v Cooper [2005] FCA 972.

Fisher v Brooker [2009] UKHL 41.

This is outside of a formalities-based registration system, such as for patents or trade marks.
Taking into account the (likely) autonomous, pan-EU meaning of these words.

See eg VLM Holdings Limited v Ravensworth Digital Services Limited [2013] EWHC 228 (Ch) [58]

261



44

45

46

47

6.3 Evidence

Daleks casef] or as in Brighton v Joneq™ wherein the presumption was engaged
more substantively — but again, no reference was made to European or international

context.

6.3.1.2 Formalities and contractual steps

The second type of presumption is one dealing with formalities and/or contractual
steps. Generally, formalities aren’t required: Berne, WPPT, and BTAP expressly
state that for copyright protection, at least to their requisite minimums, members
cannot subject works to such a requirement @ Those provisions, however, highlight a
requirement for an absence of formalities, rather than a presumption as to the same.
Some countries apply some formalities in relation to, for example, enforcement of
rights, although that is not the position in England.

The first form of presumption to be considered here is compliance with form-
alities, which is are closely tied to presumptions regarding creation and ownership.
Neighbouring-right treaties provide for phonograms by bearing a (P) symbol and

year of publication to be sufficient to deem compliance with any formality.@ A more

(Mann J) in which s 106 was mentioned in passing without international or EU context, although
no context was strictly necessary given the reference.

JHP Ltd v BBC Worldwide Ltd [2008] EWHC 757 (Ch) [8] (Norris J) (re: ownership issues related
to the Daleks of Dr. Who). Though this decision did not consider an international or EU context
for the presumptions (or indeed, at all for other provisions).

Pamela Dallas Brighton, Dubbeljoint Theatre Company Limited v Marie Jones [2004] EWHC 1157
(Ch) [31], [34] (Park J).

Berne, 5(2); WPPT), art 20; WIPO Beijing Treaty on Audiovisual Performance (BTAP) art 20;
although this was a gradually-made change for Berne, which in the original text still allowed for
the possibility of some formalities. See eg |Berne (Original Text), art 11. This is in contrast to
TRIPs for other forms of IPRs (eg TRIPs (n 5] art 62).

Rome Convention, art 11; Convention for the Protection of Producers of Phonograms Against
Unauthorized Duplication of Their Phonograms 866 UNTS 67 (Phonograms Convention) art 5.
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caveated protection is required under the UCC using the symbol (¢), although under
the UCC, this does not impact judicial proceedings@ The Rome and Phonograms
protections extend into identifying ownership of rights, similar to the approach for
Berne works, where (as set out above) there are presumptions associated with names
being borne on the work.@ These presumptions find their way into IPRED, and are
reflected more liberally in the CDPA without the requirement for particular sym-
bolsFY The effect of these are discussed above.

The second form of formality/contractual presumption is that of contractual
rights transfers. These arise under the Rental Directive and apply when considering
(inter alia) the assignment of rental rights by performersﬂ There has not been sub-
stantial domestic litigation drawing consideration of these matters beyond those set
out above. However, when considered from a different perspective by the CJEU, the
Court considered such a presumption is permissible provided it is not an irrebuttable

one precluding alternative agreements.@

6.3.1.3 Damages presumptions

The final type of presumption with particular relevance to remedies is one regarding
damages. As mentioned in Chapter Three, these have not been legislated for in

the UK nor by the EU, but are considered here as a potential requirement as they

Universal Copyright Convention as revised on 24 July 1971 943 UNTS 178 (UCC) III(1), III(3).
Bernel art 15.
IPRED, art 5, rec 19; (CDPA| ss 104-106.

Rental Directivel arts 3(4), 3(6) (films, equitable remuneration classes). See further: Luksan (n
[87].

Luksan (n [87], [108]-[109].
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are proposed in ACTA.@ ACTA proposes the inclusion of damages presumptions
in a compulsory-optional manner@ The alternative is that of additional damages,
which the UK offers. By doing so, the UK meets the ACTA requirement.ﬂ Damages
presumptions/‘statutory damages’ are used extensively in the United Statesﬂ and
these have been the source of substantial critical comment. To take a one example:
file-sharing 24 songs led to judgments of $1,920,000, $54,000 and ultimately $222,000
against otherwise impecunious defendantﬂ — a level of award which is, on its face,
inconsistent with UK tortious damages principles applicable to property rights.@
Damages presumptions are therefore proposed, but have not been applied do-

mestically.

6.3.2 Powers, requirements, disclosure, and compulsion

6.3.2.1 General

International and EU measures also engage the issues of if, how, and when evidence
is or ought to be required for granting relief. This occurs at three stages: provi-
sional measures, final measures, and border /customs measures. The presentation of
evidence is separate, and dealt with below under fairness.@

TRIPs, ACTA, and IPRED require that judicial authorities may themselves

Noting the UK and EU are both signatories to ACTA and subject to the earlier caveat about
ACTA and the Vienna Convention obligation as to the same.

Ie a Member State must either legislate A or B, but must legislate one. ACTA 9(3).
Though has offered such prior to ACTA.

17 US Code §504(c)(1).

Capitol Records Inc v Thomas-Rasset 692 F3d 899 (8th Cir 2012).

Ie that they meet the harm and do not overcompensate.

TRIPs (n ; art 42.
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require ‘reasonably available’ evidence to support applications for provisional meas-
uresﬂ including providing further evidence when required by the judicial author-
ityPl] These are what Gervais describes as ‘empowerment norms’[? In the China
decision, the WTO Panel gave guidance on this aspect of TRIPs. Most relevant for
the power of courts is TRIPs’ use of the phrase ‘shall have the authority’. Similar
to the outcome in the India decision, the China WTO Panel identified that the
provision refers to a power, and not an obligation, to exercise the discretion in a

particular way, nor a limitation on remedies{"|

Therefore, the obligation that competent authorities ‘shall have the au-
thority’ to make certain orders is not an obligation that competent au-
thorities shall exercise that authority in a particular way, unless other-

wise specified.

Moreover, the obligation to have the authority to order certain types
of remedies is not an obligation to have the authority to order those
remedies only. Both parties to the dispute, and certain third parties,
expressly recognize that the obligation that competent authorities ‘shall
have the authority’ to order certain types of remedies leaves Members
free to provide that competent authorities may have authority to order
other remedies not required to be within their authority by Article 59 of
the TRIPS Agreement

Optionally, EU states may permit a ‘reasonable’ sample (out of a substantial

TRIPs (n ; 43(1), 50(3); IACTA, 12(4); IPRED, arts 6, 7(1), 9(3).
TRIPs (n ; 50(3).

Daniel J Gervais, The TRIPS Agreement: Drafting History and Analysis (Sweet & Max-
well/Thomson Reuters 2012) 564.

WTO, China - Measures affecting the protection and enforcement of intellectual property rights (US
v China) (WTO Dispute Resolution Panel Decision) WT/DS362/R (2009) (China Enforcement
Panel Decision) [7.236]-[7.240].
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number) of copies be sufficient evidence in certain matters.@ This is unsurprising
and reflected in domestic law and practice: applications for provisional or interim
measures must be supported by evidence unless the court orders otherwise.ﬁ The
position is consistent in relation to final measures, although these are principally
couched around fairness (eg that a party is entitled to present its evidence)ﬁ which
is discussed below. This is consistent with longstanding domestic practice and again,
does not tend to get mentioned, likely because it is seen as such a fundamental part
of local practice "]

The position in respect of final decisions is more opaque. It is implicit in TRIP@
that evidence is required for a final decision, although the requirement is not quite so
directly pitched. Rather, the obligation is seen as tangential to fairnessﬂ and seems
to suggest a ‘proper “adversarial” procedure for all evidence’.m Similarly, IPRED
denotes that evidence is an element of ‘paramount importance for establishing’ in-
fringementﬂ but does not otherwise deal with evidence, save in relation to specific
measures. Again, such a rule would normally be seen (domestically at least) within

the context of a court’s general powers, and of evidence rules more generally.

IPRED, art 6(1).

CPR 25.3(2). Although sometimes Statements of Case are sufficient: CPR 22.1(1), 22.1(3), 32.6(2).
See further: Sir Geoffrey Vos (ed), Civil Procedure: 2018 White Book (Sweet & Maxwell 2018)
25.3.3. 25A PD 3.

TRIPs (n art 42.
See generally: CPR Part 32; 32 PD 1.

TRIPs (n 41(3): Decisions to be based on evidence where a party has had the right to be heard
on that evidence.

Peter-Tobias Stoll and others, WTO — Trade-Related Aspects of Intellectual Property Rights (Mar-
tinus Nijhoff Publishers 2009) 695.

Gervais (n 565; Carlos Maria Correa, Trade related aspects of intellectual property rights: a
commentary on the TRIPS agreement (Oxford University Press 2007) 415.

IPRED) rec 20.
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The position with customs measures is a little different. Rather than a general-
ist power needing to be given to judicial authorities, the requirements of customs
authorities are more direct. To engage suspension measures under TRIPs, specific
‘adequate’ evidence must be provided that there is a prima facie infringement of
an IPR, and that a sufficiently detailed description is provided to enable customs
authorities to recognise such infringing goods. ACTA waters this latter requirement
down to that which ‘may be reasonably be expected to be within the right holder’s
knowledge’.m EU customs measures, as a legislative code, are more detailed in what
specifically it requires, including identification of rights, technical data about the

goods, details on an applicant’s status, and so forthm

6.3.2.2 Disclosure and compelled provision

International and EU obligations also speak to control and compulsion regarding
evidence. The power to compel other-party disclosure must be available under TRIPs
and ACTAE This is considered to have a broad scope regarding evidence.@ This is
mirrored in IPRED and includes banking and financial or commercial information ™|
and remains a common part of domestic lawm Domestic law in the IP field has a

‘steer’ toward disclosure[™]

TRIPs (IIEI) art 52; |ACTAL 17(1).

Customs IP Regulation, art 6(3).

TRIPs (n ) 43(1); IACTA| art 11.

Stoll and others (n @j 710.

IPRED, arts 6(1), 6(2).

See eg CPR Part 31 generally, or CPR 31.12 for specific disclosure; Gervais (n 573.

Consistent with a general view of domestic law Elmo-Tech Ltd v Guidance Ltd [2011] EWHC
98 (Pat) [41], [46] (Lewison J); Morris v Banque Arab Internationale d’Investissement [2000] CP
Reports 65 (HC).
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At an international and European level, it is a power required to be granted to
judicial authorities to make an order: that is, an empowerment norm. Domestically,
the power to order standard disclosure is par for the course, at least in the superior
courts, although requires specific order in some courts or cases.@ Failure to provide
‘necessary’ information can lead to judgment under TRIPS@ and domestically un-
der, in the usual course, guillotine/self-executing orders for non—compliance.@ Con-
fidential information must be capable of protection under both TRIPs and IPRED
in such compulsion regimes@ which is met in the CPRE These provisions have
had limited mention in domestic cases. In Daniscof!| the provision was mentioned
in passing; in Elmo-Tech, it was more considered and applied, although in relation
to a competing French provision.ﬁ

As to customs measures, the power to give and receive information about par-
ticular goods is requisite in the customs/border regime. Goods which are suspended
may be inspected by a right-holder ‘to substantiate the right holder’s claims’@ In-
formation may otherwise be provided by customs authorities which can include,
depending on the precise situation, quantity of goods, presumed nature, names and

addresses of consignee, consignor, declarants, holders of goods, origin, provenance

CPR 8.1, 31.5, 31.6 cf CPR 63.24 (regarding disclosure in IPEC).

TRIPs (n 13(2).

CPR 3.5(1).

TRIPs (n art 42; [PRED, art 6(1).

CPR 32.13, 31.22.

Dansico A/S v Novozymes A/S [2011] EWHC 3288 (Pat) [68] (Arnold J).
Elmo-Tech (n | [40]-[44] (Lewison J).

TRIPs (n ) art 57; |ACTA| art 22.
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and destination of goods, and images of the goodsﬂ Some may even be provided
without a suspension decision at all,@ while customs authorities are empowered
to seek information from right—holders.@ That is to say, customs authorities can
provide, Norwich-Pharmacal (information) and even Anton Piller-style (civil search

order) relief regarding physical goods.

6.3.2.3 Special measures

The only truly ‘special measure’ in the evidence field from a transnational instrument
is the optional provision of, under IPRED, the protection of witnesses identities@
Although not specifically implemented, given the breadth of the UK Court’s inherent
powers regarding controlling evidence, and arguably, an application of Marleasing
to such powersﬂ this seems surprising. It matches the reasoning given in the ex-
planatory note to the regulationsﬂ that the courts already had power although the
explanation is common to all elements of art 7. Further, in Re: W (Children)[™|
the Court of Appeal did not doubt it had such power to allow anonymous evidence

(there, in a civil, family law context), which appears to have been accepted.ﬁ

TRIPs (n|g|) art 57; /ACTA| art 22; |Customs IP Regulation, arts 17(4), 18(2), 18(5), 19, 26(8).
Customs IP Regulation, art 18(2).
TRIPs (n 58(a); JACTA| art 15; |Customs IP Regulation| art 18(2).

IPRED), art 7(5). As of 2011, the EC considered that it had only been substantively implemented
in Ireland: European Commission, ‘Synthesis of the comments on the Commission report on the
application of Directive 2004/48 /EC of the European Parliament and the council of 29 April 2004
on the Enforcement of Intellectual Property Rights’ (Communication) COM (2010) 779 final, 18-
19.

Particularly post- Cartier.

The Intellectual Property (Enforcement, etc) Regulations 2004, (SI 2006/1028).
Re: W (Children) [2002] EWCA Civ 1626.

Re: C (A Child) [2013] EWCA Civ 1412
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6.3.3 Summary regarding evidence

There has been next to no mention of the transnational context of these eviden-
tiary obligations, with Elmo- Techﬁ being a rare contrary example.@ This is despite
near-blanket transnational instrument coverage of each evidentiary component, with
matching domestic provisions, and even specialist presumptions being available in
statute.

This has meant there has been little domestic consideration of the impact of
the transnational provisions on evidence-related procedure. This is likely for a few
reasons. First, and undoubtedly most prominently, what is done domestically is what
has generally been prior domestic practice. Second, this has been domestic practice
for so long, the origins or context of the practice are not questioned or referred
back to. As to the former, these are aspects which, in domestic law, would ‘go
without saying’: courts requiring evidence upon which to make a decision, or being
empowered to order disclosure and so forth. Its very nature as obvious, at least
domestically, lessens the likelihood of a serious challenge and a justiciable dispute
over which a judgment would be rendered. As to the second, that would apply to
presumptions of authorship /formality emanating from Berne obligations which have
been in place, in one way or another for over a century. That is to say that ‘hard’
or ‘edge’ cases are less likely to arise — so courts are less likely to be called upon to
interpret a statute and thereby render a reported judgment.

England is compliant with its transnational obligations in this field and so the po-

sition may be fairly described as legislatively Internationalised and /or Europeanised

Elmo-Tech (n | .

That was, again, a case before a specialist IP court with specialist IP counsel arguing the matter.
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as a result. However, an extensive appreciation of this context is yet to be expressed
in a reported judgment. This makes assessing the impact these transnational oblig-
ations have on domestic law difficult. It further makes it difficult to assess if there is
an appreciation of the constraints that these obligations put on domestic autonomy

in this field.

6.4 Other procedural mechanisms

There are four other areas where specific procedural processes are raised in the
transnational obligationsﬁ] First, without notice processes; second, summary pro-
cesses; third, requirements for security and undertakings to recompense; fourth,
criminal processes. Again, whilst presently common in the UK, they standardise
and regulate minimum requirements for IP cases. Their adoption constrains the po-
tential for domestic curial innovation or experimentation; for example, the compelled
use of a judicial case track (eg the small claims track in IPEC), or constraining the

availability of a provisional measure’s availability.

6.4.1 Without notice processes

TRIPs, ACTA, and IPRED provide that without notice/ex parte/inaudita altera
parte (called ‘without notice’ hereon) processes must be available,@ and notice
of them after the fact must be given[”| Internationally — they are general em-

powerment norms for cases ‘where appropriate’, but specifically where ‘irreparable

Aside from border/customs measures — generally dealt with in their express or related fields.

TRIPs (n | 50(2); JACTAL 12(2); IPRED, arts 7(1) (evidence, incl. pre-action), 9(4) (general
provisional orders).

TRIPs (n 50(4); IPRED), arts 7(1), 9(4).
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harm’ or ‘demonstrable risk of evidence being destroyed’ is shown. Vander calls these
‘special reasons’.m At an EU level, they remain empowerment norms similarly ex-
pressed, but contain a further constraint in evidence-seeking C&SGSE Without notice
measures are available as a matter of domestic law, although reported decisions have
not considered transnational context.@ Border measures are generally without no-
tice when suspension measures are provided for, but engage notice provisions when
actual goods are seized. They have not been judicially commented upon in domestic

decisions.

6.4.2 Summary judgment /strike-out

Construed broadly, art 43 of TRIPs optionally provides that its Members have a
summary judgment procedure (and arguably, a strike-out procedure); possibly con-
tingent upon a failure to provide ‘necessary information’. Whether this is only in
the context of disclosure, as is the predominant topic of the provisions, or more gen-
eral ‘necessary information’, such as a defence, is unclear, although commentators
incline to the latter View.@ Article 43 requires courts to have the power to order
discovery/disclosure, and to enable default and summary judgments or judgments
when a party ‘significantly impedes ... an enforcement action’ (by way of failing to
give information or otherwise).lﬂ_m-l Correa calls this the ‘Pandora’s Box’ provision of

TRIPs, as it can be difficult to assess such a situation as generally having arisen,

Stoll and others (n 743.
IPRED, art 7(1) ‘if necessary’ for evidence.

CPR Part 23.

TRIPs (n D 43(2); Correa (n 421-422; Stoll and others (n 713-714; Gervais (n 573-574.
TRIPs (np) arts 42-43.
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and in any event, non-compliance with this provision is unlikely to be referred to
by a state in a DSU complaint process.@ It is not plain that Gervais would be
of a similar view. Instead, Gervais broadly considers that if the power is provided,
it must be provided in that way not to contravene@ Indeed, what the provision
highlights, as Gervais notes, is that a state would not be contravening TRIPs by
providing such a measure[”'|

Summary judgment and strike-out are not expressly dealt with in the relevant EU
instruments.@ They are, however, a common part of domestic procedure and there
are rules in place for both on general grounds (failure to disclose a reasonable cause
of action, no real prospect of succeeding on a claim or issue, etc)m or sanction
grounds (strike-out or judgment being based upon a failure to comply an order,
or with some form of discovery or order for discovery/disclosure). In relation to the
latter, these would normally be considered a sanction under the CPR and dealt with
as such.m Such processes turn on specific pleadings, evidence and rules and are often
given,@ or refusedB depending on domestic provisions. Such provisions have not

been subject to consideration in the context of relevant international instruments.

70) 421 422.
Gervais (n[62]) 574.
Gervais (n[62]) 573—4.

Correa (n

Save, arguably, under general eg IPRED art 3(2) ‘effective, proportionate, dissuasive’ style grounds.
Summary Judgment: CPR Part 24. Strike-out: CPR 3.4; 3A PD.

See, CPR 3.9 and related provisions.

Eg Medical Innovations Ltd v Eakins [2014] EWHC 4626 (Pat) (Meade QC).

See eg Devonshire Pine Ltd v Day [2013] EWHC 2619 (Ch) (Isaacs QC).
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6.4.3 Security, assurances, and undertakings

As mentioned earlier, TRIPs, ACTA, and IPRED provide that judicial authorit-
ies/courts are to be empowered to require that applicants provide security or equi-
valent assurance for the orders they seek.@ Domestically, this is dealt with by the
‘usual undertaking’ given by an applicant to a court, essentially promising to indem-
nify the person being ordered to do (or not do) something against any loss should the
case fail or the order be set aside. In the EU, this is said to ‘ensure compensation’ for
prejudice suffered; TRIPs and ACTA both say it is to ‘protect the defendant and . ..
prevent abuse’; ACTA goes on to say that such a process ought not ‘unreasonably
deter’ people from seeking provisional measures.

Such security and undertakings are almost invariable domestic practice.@ Such
undertakings must be offered and cannot be directly compelled, although are some-
times impliedjﬂ_-gl and their enforcement is technically a matter of discretion, but
normally a person wrongly so injuncted can expect an inquiry as to damages ‘vir-
tually as of right’[19]

An order for their payment has been of a disputed nature. In Lily [cosjn_7| agree-
ing with earlier decisions, Arnold J considered such orders for payment a form of

equitable compensation and not damages. However, that was overturned in Hone v

TRIPs (n 50(3); [ACTA| 12(4); IPRED, arts 7(2) (evidence), 9(6) (general).
But are not expressly legislated for, save eg 25A PD 5.1.

Hoffman-La Roche & Co AG v Secretary of State [1975] 1 AC 295 (HL) [361] (Lord Diplock); re:
implication, see: Catnic Components Ltd & Anor v Bainbridge Brothers (Engineers) Ltd [1976]
FSR 112 (HC) 113 (Graham J); Nicholas Caddick QC, Gillian Davies, and Gwilym Harbottle
(eds), Copinger and Skone James on Copyright (17th edn, Sweet & Maxwell 2016) 21-196-21-197.

Lunn Poly Ltd v Liverpool & Lancashire Properties Ltd [2006] EWCA Civ 430 [42] (Neuberger
LJ).

Lilly Icos LLC & Ors v 8pm Chemists Ltd & Anor [2009] EWHC 1905 (Ch) [20].
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Abbey Forwardingm whereby the Court of Appeal (per McCombe LJ with whom
Vos and Arden LJJ agreed) considered that decision (amongst four others) had been
decided per mcurmmm Instead, the Court of Appeal considered that labels were

unhelpful, but that rules derived from the law of contract (for example, remoteness)

would be helpful:

63 In the result, therefore, and perhaps not surprisingly, I reach the con-
clusion that the law as to the recoverability of loss suffered by reason
of a cross-undertaking is as stated by Lord Diplock in his dictum in
the Hoffmann-La Roche case, but with this caveat. Logical and sens-
ible adjustments may well be required, simply because the court is not
awarding damages for breach of contract. It is compensating for loss for
which the defendant “should be compensated” (to apply the words of
the undertaking). Labels such as “common law damages” and “equitable
compensation” are not, to my mind, useful. The court is compensating
for loss caused by the injunction which was wrongly granted. It will usu-
ally do so applying the useful rules as to remoteness derived from the
law of contract, but because there is in truth no contract there has to be

room for exceptions.

The purpose of such enforcement of undertakings is, traditionally, compensatory
and not punitive@ This is consistent with the stated rationale for security under
IPRED. It is an open question whether now, in IP cases, a court may allow an
exception to giving an undertaking as there is no other usual basis in domestic law
for a court to be empowered to order a person wrongly granted an injunction to pay

a wrongly injuncted party ‘appropriate compensation’. In any event, this question

Hone v Abbey Forwarding Ltd (In Liquidation) [2014] EWCA Civ 711, [2015] Ch 309.
Hone (n [62].

Les Laboratoires Servier v Apotex [2011] EWHC 730 (Pat) [5] (Norris J), although note the criticism
of this judgment more generally in Hone (n [118).
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has not arisen in reported decisions.

Security may also be required for a customs measure for the same reasons (such
as protection and, anti—abuse),lzrl although the EU notes expressly that a person
engaging in the suspension process ‘shall be liable’ for those losses, subject to legis-
lation.E They may also require undertakings to assume liability, bear destruction

costs, and so forth.

6.4.4 Criminal procedures

TRIPs, ACTA, and Cybercrime Convention all mention criminal procedures@ In
TRIPs, such measures are optional; in ACTA and the Cybercrime Convention, they
are not. Attempts to bring EU harmonisation in this field, despite having been
proposed as ‘IPRED2’JTE| and being considered by the CJEU to be within the EU’s
competence[””| have failed [T

ACTA obliges states to provide criminal procedures and penalties for wilful copy-
right and related rights ‘piracy on a commercial scale’, whereby that commercial
scale encompasses those acts carried out as ‘commercial activities for direct or in-

direct economic or commercial advantage’, but no threshold is specified. Optionally,

TRIPs (n|g|) 53(1); IACTA| art 18.
Customs IP Regulation, arts 6(1), 26, 28, 29.
TRIPs (n art 61; JACTA| 23(1).

European Commission, ‘Amended Proposal for a Directive of the European Parliament and of the
Council on criminal measures aimed at ensuring the enforcement of intellectual property rights’
COM(2005) 276/1 final.

Case C-176/03 (EU:C:2005:542) Commission of the European Communities v Council of the
European Union [2005] ECR I-7879.

European Commission, ‘European Commission Notices: Withdrawal of obselete Commission pro-
posals’ (Communication) C252/9 (0J:C:2010:252:9), 7.
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criminal procedures for camcording are also requiredf‘z?] These may be acted upon
ex officio]™

The criminal obligations under the Cybercrime Treaty involve wilful infringe-
ments of Berne, TRIPs, WCT, or WPPT rights done on a commercial-scale by
means of a computer system['>] As set out in Chapter Five, these elements have not

been substantively considered by domestic courts.

6.5 Fairness and generic procedural obligations

As set out earlier, there are a series of procedural obligations under the instruments
that are over-arching. Under TRIPs, ACTA, and IPRED, procedures are to be fair
and equitable, not unnecessarily complicated or costly, nor entail unreasonable time
limits or unwarranted delays[®’ Much of the codification in international and EU
instruments is related to requiring, what, in English terms, would be considered
essential fairness for proceedings. This arises from a right to a fair trial or otherwise
in the interests of justice. To that end, and as already discussed, these are not factors
that necessarily see IP on a wholly separate train: only one that, presently, imposes
constraints on keeping the train on its particular, present, tracks. The essential right
to fair trial has been repeatedly embedded in international, EU, and English law, and
likely would be construed to mean similar things across instruments. Yet, it does have
the effect of codifying and requiring certain aspects of provisional hearings, trials,

and administrative actions that would otherwise be dealt with under predominantly

ACTA, 23(3).

ACTA, art 26.

COE Convention on Cybercrime 1144 ETS 185 (Cybercrime Convention) 10(1), 10(2).
TRIPs (n ) 41(2); |/ACTA| 6(2); TPRED, art 3(1) (applies to remedies and procedures).
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common arrangements, at least in an English context.lTEl

Fairness is an essential principle of judicial proceedings common in the EU and
expressed in the TFEU and TEU in a variety of contexts and in a number of Ways:@
whether by administrative action@ or CJEU judgment.rrfl It is also common to the
ECHR[™

TRIPs provides for a number of measures that meet the description of, in effect,
essential fairness. These include the opportunity to be heard and the right to (prefer-
ably written) reasons for merits judgments wherein such judgments are only based
on evidence which arose wherein there was an opportunity to be heard.@ Such
judgments must be appealable, at least on points of law, and if it involves an ad-
ministrative decision must be subject to judicial review and common protections.lTE]
This is not considered to require permission for appeals in all matters, although the
point has been argued domesticallyFigl

TRIPs also provides for the right to notice, legal representation (and to appear by

Cf CPR Part 63.
For example whether described as providing ‘justice’, or ‘fairness’.
Charter of Fundamental Rights of the European Union [2012] OJ C326/391, art 41.

Consolidated version of the Treaty on the Functioning of the European Union [2008] OJ C326/1
(TFEU) art 36, prot 3.

Convention for the Protection of Human Rights and Fundamental Freedoms (opened for signature
4 November 1950, entered into force 3 September 1953) 213 UNTS 221, as amended by Protocol No
14bis to the Convention for the Protection of Human Rights and Fundamental Freedoms (opened
for signature 27 May 2009, entered into force 1 September 2009) CETS No 204, art 6.

TRIPs (n ; 41(3).
TRIPs (n ; 41(4),50(8).

Pozzoli Spa v BDMO SA & Anor [2007] EWCA Civ 588 [1]-[8] (Jacob LJ); Mayne Pharma Ltd
& Anor v Debiopharm SA [2006] EWHC 1812 (Pat) [9], [32] (Pumfrey J) (though this was about
TRIPs).
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them), and the presentation of evidence@ The procedural requirements of art 42 are
said to ‘guarantee’ such ‘procedural rights’ ‘(to) an international minimum standard
for nationals of other Members’,@ such as to afford access to ‘rights holdersfzrl (and
later ‘parties’) with particular judicial procedures, and defendants obtain certain
protections.

This provision was extensively considered by the WTO Appellate Body in US
— Section 211 Appropriations Act@ To make procedures and remedies available,
the WTO Dispute Panel has considered that means ‘making it ‘obtainable’, putting
it ‘within one’s reach’ and ‘at one’s disposal’ in a way that has sufficient force or
efﬁcacy’@ The WTO Panel considered that: ‘ ...that the ordinary meaning of the
term “make available” suggests that “right holders” are entitled under Article 42
to have access to civil judicial procedures that are effective in bringing about the
enforcement of their rights covered by the Agreement@ while ‘(t)he use of the
words “their claims” suggests that, under Article 42, the choice of which claims
or how many issues to raise in civil judicial procedures is left to each party’;@
and ‘Members must duly entitle all litigants to “give substance” to, or “give good

grounds” for, their claims in order to prove the truth of a charge, and to demonstrate

TRIPs (n ; 42, 54, 53(b).

WTO, US — Section 211 Appropriations Act (WTO Appellate Panel Decision) WT/DS176/R
(2002) (US s211 WTO Appeal Decision) [221]-[226].

‘Rights Holders’ has been interpreted as providing access to TRIPs for putative claimants of rights,
and not merely those recognised or somehow registered:|US s211 WTO Appeal Decision|[221]-[226].

US s211 WTO Appeal Decision| [214]-[222].
US s211 WTO Appeal Decision|[215
US s211 WTO Appeal Decision|[215
US s211 WTO Appeal Decision|[219

J-
]
]
].
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6.5 Fairness and generic procedural obligations

or verify it by evidence’@ Procedural delay is to be avoided. Under TRIPs, delays
may be unwarranted if the basis for them is ‘not tied to any valid reason related to
the (relevant process)’.E] That is to say, if the reasons for a delay are unrelated to
the enforcement process, it may well be an unwarranted delay in contravention of
art 41. These provisions and remedies expressed in TRIPs are non-exhaustive[™]
The fairness requirements set out above are generic. However, some requirements
can be more specific, particularly relating to without notice measures: notice of ex
parte measures is a feature@ as is review (including a right to be heard) of such
measures [ and revocation of them['>!] Aspects of art 50 of TRIPs were considered
by the EU in each of the Hermés,@ Dz’orFis'I Schez’ving—NijstaaﬂTEI decisions — prin-
cipally relating to the EU’s competence and jurisdiction in relation to ‘provisional

measures’ in cases of mixed agreements. The answers were mostly opaque, but were

clarified by the CJEU in Merck Geném’cos@ and explained by Advocate-General

US s211 WTO Appeal Decision|[219].

See eg WTO, Canada — Term of Patent Protection (WTO Dispute Resolution Panel Decision)
WT/DS170/R (2000) (Canada Patent WTO Decision) [6.117].

China Enforcement Panel Decision|[7.240].
TRIPs (n ; 50(4); IPRED), arts 7(1), 9(4).

TRIPs (n ) 50(4) (provisional measures), 55 (border measures); IPRED) arts 7(1), 9(4) (evidence,
provisional measures).

TRIPs (n 50(6) (provisional measures), 55 (border measures); IPRED, arts 7(3), 7(4), 9(5)
(evidence; general).

Case C-53/96 (EU:C:1998:292) Hermeés International v FHT Marketing Choice BV [1998] ECR
1-3603 (Hermés).

Case C-300/98 (EU:C:2000:688) Parfums Christian Dior v Tuk Consultancy BV [2000] ECR I-
11307 (Dior).

Case (C-89/99 (EU:C:2001:438) Schieving-Nijstad VOF v Groeneveld [2001] ECR I-5851
(Schieving-Nijstad).

Case C-431/05 (EU:C:2007:496) Merck Genéricos - Produtos Farmacéuticos v Merck & Co Inc
and Merck Sharp € Dohme [2007] ECR I-7001.
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Sharpston in Lesoochmndrske@ In relation to interpretation itself, the CJEU in
Hermeés expressly considered whether a domestic Dutch interim remedy fell within
TRIPs art 50 (it did). It noted that the TRIPs fairness provision of requiring evid-
ence sufficiently implied that any order be based upon such evidence and a judicial
assessment of the same.@ Further, that parties allowing an interim order to be their
final resolution did not change its nature from provisional to final for the purposes
of TRIPS@ The extensive competence and power of the EU in relation to art 50
further embeds TRIPs procedural requirements at the EU level, which has an argu-
ably stronger interpretive effect, subject to the comments regarding the European
Communities Act 1972 in Chapter Two on England.

In strongly similar terms, ACTA requires ‘proportionality@ and generically pre-
serves ‘fair and equitable’ processes and ‘appropriate protect(ion)’ for the rights of
those subject to its processes@ while seeking to remain consistent with TRIPSE
and requiring what it describes as ‘fair processes’ in relation to digital enforce-
ment.@ For provisional measures, ACTA further requires that judicial authorities

be empowered to ‘make a decision without undue delay’, particularly in the context

Case C-240/09 (EU:C:2011:125) Lesoochrandrske zoskupenie VLK v Ministerstvo Zivotného pros-
tredia Slovenskej republiky [2011] ECR I-1255 [53]-[57]. For present purposes, the key points are
that where the EU has legislated in the sphere, it was a question of community law if an agreement
(eg TRIPs) would have direct effect ascribed to it. Otherwise it was a matter for domestic law,
though, determining grey areas of shared competence were a matter for EU courts to ensure a
uniform approach.

Hermes| [42].
Hermes| [44].

ACTA| 6(3): between ‘seriousness of infringement, interests of third parties and the applicable
measures, remedies and penalties’.

ACTA, 6(2).
ACTA, 1, 2(3).
ACTA, 27(2).
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6.5 Fairness and generic procedural obligations

of without notice orders|["*| while decisions as to infringement within a ‘reasonable
period” must be made where a customs suspension has been ordered.@ These prin-
ciples are also to apply to administrative procedures@

Similar to judicial authorities, customs authorities are required to adhere to
fairness obligations. This includes identifying outcomes of suspension applications,@
giving same day, next working day, or ‘promptly’ notice of suspensionsm although
such suspensions may be ‘suspended’ for non-complying or poor behaviour.@ Such
suspensions are subject to review, judicial review, and express time constraints,
which regulate the system.

These aspects are each a part of domestic law, and no substantial variation exists
in domestic practice from these norms. That being said, as noted in Hermes and
Dior, the obligations of TRIPs must oblige domestic courts to construe procedures
in line with TRIPs and related EU provisions, in conjunction with the obligations
of domestic law. This has not been, for the most part, raised at a domestic level,

save in relation to noting the obligation for interpretation@

6.5.1 Pending WTO decisions on TRIPs procedure

As at the date of writing, there are outstanding complaints regarding pharmaceut-

ical seizures that allege certain processes contravene generic TRIPs obligations by

ACTA, 12(2).

ACTA, art 19.

TRIPs (n ; art 49; ACTA, 7(2).

TRIPs (n}5) art 52; ACTA, 17(3); |Customs IP Regulation, arts 9(1), 12(3).
Customs IP Regulation, arts 17(3) (application), 18(3) (own motion).
ACTA| 17(4); |Customs IP Regulation, art 16.

England and Wales Cricket Board € Anor v Tixdaq Ltd & Anor [2016) EWHC 575 (Ch) [57].
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implementing measures which, in complaint DS408/2010 are said to: ‘create bar-
riers to legitimate trade, permit abuse of the rights conferred on the owner of a
patent, are unfair and inequitable, unnecessarily burdensome and complicated and
create unwarranted delays’["| In DS409 of 2010, similar (if not mirror) allegations
have been made by Brazil. In essence, generic pharmaceuticals from India to Brazil
were being seized, particularly at Schipol Airport.m Similar (if differently worded)
complaints are further made about the previous EU Customs Regulation 1383/2003
dealing with transit goods as domestic goods without having regard to their origin
or destination as being inconsistent with the WTO Agreement. These measures are
also complained of as being inconsistent with relevant provisions of TRIPS.@ This

proceeding has remained ‘in consultation’ since 12 May 2010.

6.6 Domestic variance in IP cases

Having dealt with transnational obligations and their relationship to domestic pro-
cedural law, the second aspect of this chapter will consider the existing ‘separate-
ness’ of intellectual property enforcement as a matter of domestic law. This impacts
conclusions to be drawn from transnational obligations discussed in this chapter,

particularly as it relates to the next steps considered in Chapter Eight.

See complaint: , ‘Dispute DS408 — European Union and a Member State — Seizure of Generic
Drugs in Transit’ (WTO Site, 2017) (https: //www.wto.org /english /tratop_e /dispu_e/cases_e /
ds408_e.htm) at p.3 at para 4.

See: , ‘Dispute DS409 — European Union and a Member State — Seizure of Generic Drugs in
Transit’ (WTO Site, 2017) (https://www.wto.org/english/tratop_e/dispu_e/cases_e/ds409_e.htm).
See further: Henning Grosse Ruse-Khan, ‘A trade agreement creating barriers to international
trade? ACTA border measures and goods in transit’ (2011) (Spring Edition) American University
International Law Review 8.

TRIPs (n ; 1.1, 2, 28, 31, 41.1, 41.2, 42, 49, 50.3, 50.7, 50.8, 51, 52, 53.1, 53.2, 54, 55, 58(b), 59.
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6.6.1 Civil Procedure Rules (CPR) and IPEC

Claims relating to copyright must be commenced in the Business & Property Courts
/ Chancery Division of the High Court, the Intellectual Property Enterprise Court
(IPEC) (formerly the Patents County Court or PCC) or certain nominated other
county courtsm The financial limit of the jurisdiction of IPEC for copyright matters
is £500,000, having been set following COHSUltatiOHS.ITEI IPEC is now considered a
Specialist List of the Chancery Division of the High Court.

In civil matters, the rules of litigation are regulated by the Civil Procedure Rules
(CPR). For the purposes of the CPR, claims in respect of copyright are considered
‘intellectual property claims’.m Intellectual property claims attract not only the
variations stated above, but also the variations set forth in Part 63 of the CPR
and Practice Direction 63 (PD63). Actions are available by way of claim[/"| with
interim relief supported by application either with or without notice. At the end
of any trial, parties dissatisfied are able to appeal to the Court of Appeal and the
Supreme Court [”7]

Part 63 and PD63 varies usual civil litigation processes in a number of ways,

particularly in IPEC. The changes to the processes in IPEC constitute a ‘radically

CPR 63.13; 63 PD 16.1.

As foreshadowed in Intellectual Property Office, Final Impact Assessment: Setting the Limit (http:
/ /www.ipo.gov.uk /consult- 2010- pcc-ia-final.doc), 17 (FIA). The FIA was published following
a consideration of responses to the consultation paper: Intellectual Property Office, Setting the
limit on the value of claims heard in the PCC (2010) (http://www.ipo.gov.uk/consult-pcc.pdf).
Patents County Court (Financial Limits) Order 2011, SI 1402/2011, s 2(1) made pursuant to
CDPA| s 288(1).

CPR 63.1(1)(b) ().

CPR 63.5(a) (when commenced in the High Court).

Subject, in many cases, to permission.
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different ... package of measures’m such as securing greater detail in statements
of casem requiring statements of truth by persons with knowledge of the facts
alleged in a statement of case;@ varying times to deliver defence and replies (from
14 or 28 dayﬁ to 42 or 70 days)@ requiring a case management conference@
avoiding oral hearings on applications altogether unless necessary, and even then,
with a preference for a video-link or telephone hearing@ Indeed, the court has a
strong capacity to severely limit trial timesFEl

Standard disclosure does not apply,lTE] such that parties are not immediately
obliged to provide their opponents with wide classes of documents. Further, adverse
costs orders are limited to £50,000 for trials and £25,000 for inquiries as to damages
or an account of profits, unless a party acts unreasonably, or in circumstances relating
to a Part 36 offer of settlement ]

These variations in the IPEC procedures were introduced to meet criticisms
of the court’s processes by the Intellectual Property Court Users Committee who
charged that the (former) PCC had failed to provide an affordable forum for litiga-

tion because it mimicked the High Court’s processes and did not limit the adverse

Technical Fibre Products Ltd v Bell [2010] EWPCC 11.
CPR 63.20(1).

CPR 63.21.

CPR 15.4(1)(a), 15.4(1)(b).

CPR 63.22(2), 63.22(3).

Similar to when a matter is on the ‘multi-track’ CPR 29.2(1)(b)(i); cf directions issued on the ‘fast
track” CPR 28.2(1).

CPR 63.25(3); 63 PD 30.1.
63 PD 31.2.
CPR 63.24(2).

CPR 45.42(1); Phonographic Perforamnce Limited v Hagan (t/a Lower Ground Bar) [2016] EWHC
3076 (IPEC).
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costs exposure of parties@

In essence, the changes were made to make IPEC a more attractive venue for
dispute litigation, particularly given the comparative expense of IP enforcement in
the United Kingdom.@ However, United Video has the potential to cause it difficulty
for the costs reasons mentioned earlierm but as noted in the one case it was raised

the point was dismissed[™]

6.6.2 Private prosecutions in criminal matters

Criminal offences are crimes against the ‘good order of the state’@ rather than
against an individual, even although the individual is the victim. As such, the Crown
through the Crown Prosecution Service (CPS) generally conducts prosecutions for
offences under the CDPA, although private persons also bring prosecutionsFEl
The right to bring private prosecutions is preserved in the Prosecution of Of-
fences Act 1985 (POOA), as the power to bring such a prosecution has been seen
as a ‘a useful constitutional safeguard against capricious, corrupt or biased failure

or refusal of those authorities to prosecute offenders against the criminal law’[™]]

Judiciary of England and Wales: Intellectual Property Court Users’ Committee, Work Group’s
Final Report on Proposals for Reform of the Patents County Court (2009) 6.

Intellectual Property Advisory Committee (IPAC), The Enforcement of Patent Rights (2003) (http:
/ /webarchive.nationalarchives.gov.uk/+ /http: /www.hm-treasury.gov.uk/d/contra_vision_1td_336_
p4_163kb.pdf) 50.

Case C-57/15 (EU:C:2016:611) United Video Properties Inc v Telenet NV (CJEU, 2016).

Raginder Tumber v Independent Television News Limited, ITV PLC [2017] EWHC 3093 (IPEC)
[20—32] (see Chapter 3 - ‘Expenses’).

Jones v Whalley [2006] UKHL 41 [16] (Lord Bingham).
Prosecution of Offences Act 1985, ss 1(1), 3(2).
Gouriet v Union of Post Office Workers [1977) UKHL 5, [1978] AC 435, 498 (Lord Diplock).
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although such a view is becoming deprecated.@ The Director of Public Prosecu-
tions has the power to ‘take over’ the conduct of proceedings at any stage@ Private
proceedings by commercial organisations are common and are often brought in copy-
right mattersm but it is an onerous obligation that the private party takes upon
itself when conducting such a prosecutionlzgl For example, a prosecutor must comply
with the Code of Practice for criminal investigation,@ which includes obligations
to, inter alia, record and retain all information in an investigation, provide fuller
disclosure than in civil proceedings, pursue fuller lines of inquiry, and so forth.m
Further, such a prosecutor loses the benefit of many presumptions under the CDPA
and, in the end, must prove every element of their case beyond reasonable doubt
instead of merely on the balance of probabilities.

However, criminal proceedings may be the only way that a copyright owner
can dissuade an infringer from repeat offences, and in other sources it has been
argued that a criminal prosecution may provide a costs advantage to the private
prosecutorFEl Many of the prosecutions brought have been by trade associations,

notably those in software and film, including FACT @ These have been extensively

Jones v Whalley (n ;R (Virgin Media) v Zinga [2014] EWCA Crim 52 [14] (Thomas LCJ).
POOA 1985, s 6(1).

See eg Scopelight Ltd & Ors v Chief of Police for Northumbria & Federation Against Copyright
Theft Ltd [2009] EWCA Civ 1156, [2010] 1 Cr App R 19, 4 (Leveson LJ (with whom Ward and
Wilson LJJ agreed); R (Gladstone plc) v Manchester City Magistrates’ Court [2004] EWHC 2806
(Admin), [2005] 1 WLR 1987 [9]-[10]. Zinga (n [195) [16] et seq (Thomas LCJ).

See generally: Zinga (n ) [10] et seq (Thomas LCJ).
Criminal Procedure and Investigations Act 1996, s 23.

CPIA 1996} s 3; Criminal Procedure Intestigations Act (Code of Practice) 2003, (per s 23 CPIA
1996) [3.5], [5.4], [10].

Caddick QC, Davies, and Harbottle (n D 22-59.
See eg R v Holborough [2002] EWCA Crim 2631 [3] (Jack J).
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set out in Chapter Five. This extensive corporate use of private prosecutions, again,

sees intellectual property as a ‘special case’ given the preponderance of use.

6.6.3 Digital Economy Act 2010

The online context has challenged the United Kingdom to repeatedly introduce new
laws to attempt to deal with the problem of copyright infringement in the digital
realm. On 8 April 2010, Royal Assent was given to the Digital Economy Act 2010
(DEA), such a Bill having passed the House of Lords and the House of Commons on
15 March and 7 April 2010 respectively™| Although the DEA itself covers a signific-
ant array of subject matter, including video game classiﬁcationjm_ml electromagnetic
spectrum access and broadcast licensingFEl the DEA’s most controversial aspects
have been the modification it has made in respect to management of online copy-
right infringement, principally through amendments made to the Communications
Act 2003 ™

The DEA’s goal, in part, is to ‘make provision for the online infringement of
copyright@ by@

Creating a robust legal and regulatory framework to combat illegal file
sharing and other forms of online copyright infringement and give Of-

com a specific new responsibility to significantly reduce this practice,

Though, with some ‘ping-pong’ in relation to minor amendments: , ‘Digital Economy Act 2010’
(Bills & Legislation Tracker, 2010) (http://services.parliament.uk /bills/2009-10/digitaleconomyhl.
html).

Digital Economy Act 2010, ss 41-42.
DEA 2010} ss 24-37, 39-40.
Communications Act 2003.

First reading speech on the Digital Economy Bill’s introduction into the House of Lords: HL Deb
19 November 2009, 27 Lord Young (on behalf of Lord Mandelson).

HM Government, Building Britain’s Future (Cmd 7654, 2009) 109-110.
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including two specific obligations on Internet Service Providers: the no-
tification of unlawful activity and, for alleged serial-infringers, collation
of data to allow rights holders to obtain court orders to force the release

of personal details, enabling legal action to be taken against them ...

In its passage through Parliament, the DEA was described by one Conservat-
ive MP as ‘botched legislation” and ‘a washed-up Bill from a washed-up Govern-
ment’@ Yet, it reflects UK policy on copyright enforcement over successive admin-
istrationsm Although proposals under it have been notionally ‘shelved’PlTl they
have not been repealed, and a highly similar ‘voluntary’ policy has been adopted by
1SPs P

The legislation seeks to achieve this goal through a multi-tiered system. The
first tier provides new methods for identifying connections associated with alleged
‘repeat infringers’@ The second tier provides the Secretary of State with powers
to proffer regulations that could either closely regulate or disconnect those asserted
to be repeat file-sharers’'] Finally, the DEA originally provided the Secretary of
State with power to draw regulations enabling the High Court to issue a ‘blocking

injunction’, although this has been repealed in light of s 97A of the CDPA ™|

HC Deb 6 April 2010, vol 508, 920 (Afriyie MP (Con)). Afriyie MP later voted for the Bill.
Labour and Conservative/Coalition.

Pinsent Masons, ‘Digital Economy Act copyright regime shelved by UK government’ (Out-Law,
24 July 2014) (http://www.out-law.com /en/articles/2014/july/digital-economy- act-copyright-
regime-shelved-by-uk-government /).

Mark Jackson, ‘UK ISPs to Send Internet Piracy Warning Letters from Early 2017’ (ISP Review,
30 November 2016) (http://www.ispreview.co.uk/index.php /2016 /11 /uk-isps-send-internet-
piracy-warning-letters-early-2017.html).

DEA 2010, ss 4 8.
DEA 2010, ss 10-16.
DEA 2010, s 17(1); see Deregulation Act 2015, s 56.
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6.6 Domestic variance in IP cases

It is worthwhile to note that the DEA itself principally provides powers, and
through those powers, a framework for the operation of a notice-and-identify, and
potentially, a notice-and-disconnect scheme. The detail of any scheme is specific-
ally left to codes to ‘fill-in’ the majority of details. A challenge by British Telecom
(BT) and TalkTalk against the DEA and the scheme which the DEA establishes

principally failed ™|

6.6.3.1 DEA — First tier

The first tier of the system requires the creation of an ‘Initial Obligations Code’
(IOC) which may have particular features"| and must have others ™| The frame-
work established under the DEA suggests a regime whereby copyright owners may
make copyright infringement reports (CIR) to ISPS.@ An ISP, upon receipt of a
CIRFETI must forward a notification to a subscriber within one month of having re-
ceived the CIRP? The ISP is further required to maintain a copyright infringement
list of these CIRs attached to particular subscriber accounts when that account has
received more than ‘the threshold set in the initial obligations code’ of CIRs[?

This list is then available for copyright owners to inspect, essentially on—demand.@

R (British Telecommunications Plc) v Secretary of State for Business, Innovation and Skills
[2011] EWHC 1021 (Admin); R (British Telecommunications Plc) v Secretary of State for Cul-
ture, Olympics, Media and Sport [2012] EWCA Civ 232.

CA 2003, ss 124A, 124D(1).

CA 2003, s 124E.

CA 2003, s 124A(2).

CA 2003, s 124A(3).

Should the IOC require the ISP to take these steps: (CA 2003, ss 124A(4)—(6).
CA 2003, s 124B(3).

CA 2003, s 124B.
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Copyright owners are then able, in the usual course, to bring Norwich Pharmacal-
style orders to obtain discovery of the identity of those people on the copyright
infringement list.

Progress has, so far, been both slow and limited. Ofcom published a draft I0C
on 28 May 2010 for the purposes of consultationFEl In 2011, a draft IOC implement-
ing order was prepared and published, but was subject to further consultations.@
In 2012, a draft order was published, but has yet to be progressed through Parlia-

ment.@ However, that has been, nearly, the sum total of progress.

6.6.3.2 DEA — Second tier

As a part of its obligations under the DEA, Ofcom is required to produce certain
reports on the ‘current level of subscribers’ use of internet access services to infringe
copyright’m Should there be an insufficient drop-off of ‘measured’ copyright in-
fringement, the Secretary of State may require ‘technical obligations’ to be imposed
on ISPs, which in turn require that ‘technical measures’ be imposed against ‘some
or all relevant subscribers’ such as throttling connectivity speed, preventing access
to certain materials, limiting use of accounts or, account suspension.@ A person is
a relevant subscriber if they have appeared on a copyright infringement list, being

a list of asserted but unproven infringements by copyright owners.@

Online Infringement of Copyright and the Digital Economy Act 2010: Draft Initial Obligations
Code Ofcom (draft 28 May 2010).

The Ouline Infringement of Copyright (Initial Obligations) (Sharing of Costs) Order (2011 Draft).
The Online Infringement of Copyright (Initial Obligations) (Sharing of Costs) Order (2012 Draft).
CA 2003, s 124F(5)(a).

CA 2003, s 124G(3).

CA 2003, ss 124B(3), 124G(4), 124B(3), 124GG(3).
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Ofcom would then be charged with creating a further ‘Technical Obligations
Code’ (TOC) to regulate the operation of these technical obligations@ Such a
TOC may not be prepared until at least one year after the implementation of the

I0C, which, as at the date of writing, is yet to occur ]

6.6.3.3 DEA — Third tier

The DEA also originally provided that the Secretary of State has the power to create
regulations which allow a court to grant a ‘blocking injunction’@ As mentioned,

however, these provisions were repealed in favour of s 97A of the CDPA.

6.6.3.4 DEA — Summary

The DEA sought to establish three systems to address copyright owner assertions
of widespread online copyright infringement. The first facilitates procedure by eas-
ing identification; the second facilitates enforcement by providing new, broad-brush
schemes, which aim to address modern Internet challenges. The third tier, blocking
injunctions, is already in effect under the CDPA.

The DEA has been repeatedly scheduled to come into effect. This has yet to
be done. Initially, delays were caused by the BT /TalkTalk challenge;@ however,
more recent delays are related to choice of government business and a favouring of

industry-based approaches ]|

CA 2003, s 1241(1).
CA 2003, s 124H(2).
DEA 2010, ss 17(1), 17(4)(a)~(c).

Which failed, save in respect of costs-sharing arrangements.

Jackson (n [212)).

292



6.7 Conclusion

6.7 Conclusion

This chapter has considered two broad matters: procedural requirements of transna-
tional instruments and domestic variance of procedure in copyright cases.

On procedure — seemingly colliding with conceptions of national procedural
autonomy and the international acknowledgment of separate enforcement systems
— what is occurring is a creeping, if presently partial and predominantly unacknow-
ledged, codification of procedure at nearly all stages of an enforcement action. This

occurs in every part of the procedure and includes:

1. standing to bring an action at all;
2. without notice (normally pre-trial) processes;
3. evidence supporting claims: powers, presumptions and compelled disclosure;

4. procedures for granting interim relief and requirements of security for such

relief;
5. summary processes for ending an action (by strike-out or summary judgment);
6. criminal procedures;

7. codification of what must be procedurally done so as to be considered ‘fair’.

An exploration of each of these areas has shown that there is nearly no acknow-
ledgment in judicial decision-making as to the transnational context in which these
domestic provisions, at least as they relate to IP cases, now exist. These areas are
not tangential matters. They are matters of substantive law and process. Some of

what has been done is by way of empowerment norm rather than specific outcome.
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However, as has been seen with remedies in the previous chapters, often remed-
ies (or considerations relevant to them) have gone from being rarely considered or
mentioned in transnational instruments, to specific forms of relief or specific con-
siderations being required of domestic courts and administrative bodies. The same
is true of procedure, although its codification appears to be occurring at a slower
pace.

A reason for this lack of acknowledgement is likely because the majority of these
processes, particularly relating to fairness, presently coincide with longstanding do-
mestic practice. As such, the transnational aspects of these requirements have been
nearly never mentioned when their domestic counterparts have been raised in con-
tentious litigation. This ingraining of processes, particularly in an age of curial in-
novation — such as the CPR, IPEC, small-claims tracks with limited material, costs
capping, costs limitations, and so forth — whilst not yet stultifying such innovation
poses a serious risk to possible domestic procedural change.

Copyright cases are at risk of being bound to these transnational approaches after
other types of private rights begin to be enforced differently. That which may be
considered domestically appropriate and ‘fair and equitable’ in relation to procedure
— particularly post—MitchellPigl and post—Dento@— may fail to meet CJEU views
on TRIPs, and/or IPRED, and/or WTO Dispute Panel views on TRIPs. Pursuant to
transnational obligations, courts would become obliged to do one thing for IP rights
and another for other forms of private rights. That, of itself, is not wrong. However,
what is troublesome and difficult is the level of acknowledgment of context, and

the proper application of rules, rights, and processes. Exercising powers in IP cases

Mitchell v News Group Newspapers Limited [2013] EWCA Civ 1537.
Denton v T H White Ltd [2014] EWCA Civ 906.
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must engage other considerations than in non-IP cases, given the deeply different
context in which the rights, remedies, and procedures subsist. Not engaging with
that context, or to gloss over it, is dangerous and serves neither domestic law, nor
a harmonising agenda of transnational IP law.

Second, this chapter has considered domestic variation. As already discussed in
relation to remedies, civil enforcement of copyright claims is attended by substantial
and growing variations in court and other enforcement processes from what is com-
mon for the enforcement of other private property rights. What began as separate
practice directions has evolved into modified civil procedure rules, separate courts,
and a wholly separate online regime. While these variations do not impact private
prosecutions, they show a deference and advantage to copyright right-holders that
is not provided to owners of other forms of property rights |

In essence, the procedure for intellectual property disputes, like remedies, is mov-
ing away from traditional conceptions and, whether it is acknowledged or not, mov-
ing toward separate enforcement. This has either been by way of a transnationally
codified series of obligations and norms which bind domestic practice, or separate a
schema of enforcement: by court rules, extensive private prosecutions, and a unique

arrangements for enforcement online.

Eg evidentiary presumptions, fast-track dispute handing, object seizure.
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.. anyone who by his or her own skill and labour
creates an original work of whatever character shall,
for a limited period, enjoy an exclusive right to copy
that work. No one else may for a season reap what

the copyright owner has sown. ...

— Lord Hoffmann, Designer’s Guild
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7.1 Copyright’s rationales, purposes, and natures

7.1.1 Introduction

The previous chapters have explored the developments throughout the transna-
tional and domestic framework of copyright regulation. They have had a particular
emphasis on the exploring the outcomes of cases and law at the touchpoints or in-
tersections of international, EU, and domestic law. This chapter turns to consider
some of the principles that underlie that framework’s constituent parts. To that end,
this chapter considers theory. In particular, it considers the theories and rationales
applicable when considering remedial and procedural enforcement actions. It does
this by looking at five matters.

First, it looks at overarching theories of copyright at the general, transnational,
and domestic levels to consider how (or if) there is an overlap or interaction at the
different levels. Second, the chapter considers the natures of the wrong of copyright
infringement from civil and criminal perspectives, and whether that is coherent with
transnational views. Third, it considers why it is reasonable to enforce copyright at
all in light of transnational and domestic theories. Fourth, the chapter turns to

consider the rationales for civil and criminal remedies and procedural enforcement,
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again, considering both transnational and domestic approaches. Finally, this chapter
turns to consider what, in the end, is going on from a theoretical perspective, and

what ought be occurring.

7.1.2 Rationales generally

As Fisher comments,ﬂ theories of and for intellectual property protections abound,
but there are four predominant ones. First, there is utilitarianism, which finds expres-
sion in economic or incentive-to-create terms. Second, there is natural law/labour
theory, which advances a Lockean view of property rights. Third, there is person-
hood theory, which finds its underlying origins in Kantian and Hegelian thought.
Fourth, there is social planning/proprietarian theory, advanced by Fisher and oth-
ers, which is directed to creating a just and attractive culture. It finds its theoretical
underpinnings in a cross between Jeffersonian and Marxist thought, and the legal
realist school of thought. These theories are said to find their strength in the ‘raw
materials’ of IP law: ‘constitutional provisions, case reports, preambles to legislation
and so forth’ [

Recent debate about copyright theory has developed from the first theory —
that of a ‘law and economics’ or utilitarian approach. This theory has been ad-
vanced by scholars such as Richard Posnelﬂ although such approaches have more

distant originsﬁ In the US context, utilitarian incentive theory is the constitutional

William Fisher, ‘Theories of intellectual property’ in Stephen R Munzer (ed), New essays in the
legal and political theory of property (Cambridge University Press 2007).

Fisher (n .

William M Landes and Richard A Posner, ‘An economic analysis of copyright law’ [1989] The
Journal of Legal Studies 325.

Toward the end of the 19th century, at the latest: Lionel Bently and Brad Sherman, The making of
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basis for federal regulation[] so it is unsurprising it has been an object of interest
for US-based scholars. The theory tends to emphasise the need for incentive and re-
ward as a primary driver for creation and dissemination. This leads to the notion of
the figurative genius auteur.ﬁ The theory argues that this genius must be appropri-
ately incentivised, lest creation stopﬂ The theory develops to what Ginsburg calls a
‘troublesome critique’ where it becomes accepted that an author’s creativity justifies
moral and economic claims, and but then observes that such creatives don’t actually
benefit, deploring the divesting of such author’s rights to ‘rapacious exploiters’ (ie
corporate publishers or other like bodies).ﬂ

Copyright in the United Kingdom has had a Criticisedﬂ but judicially promul-
gated, justification in the second type — natural law and labour theory. In Designer’s

Guild (per Lord Bingham){[|

The law of copyright rests on a very clear principle: that anyone who
by his or her own skill and labour creates an original work of whatever
character shall, for a limited period, enjoy an exclusive right to copy that
work. No one else may for a season reap what the copyright owner has

SOWI1.

modern intellectual property law: the British experience, 1760-1911 (Cambridge University Press
1999) 174 et seq.

Constitution of the United States of America, art 1, s 8: ‘The Congress shall have power ... To
promote the progress of science and useful arts, by securing for limited times to authors and
inventors the exclusive right to their respective writings and discoveries’.

Jane C Ginsburg, ‘The Concept of Authorship in Comparative Copyright Law’ (2003) 52 DePaul
Law Review 1063, 1065.

Benedict Atkinson, The True History of Copyright: The Australian Ezxperience 1905-2005 (Sydney
University Press 2007) 419 (critiquing).

Ginsburg, ‘The Concept of Authorship’ (u|6]).
See eg Atkinson (n (7).
Designer’s Guild v Russell Williams (Textiles) Ltd [2001] 1 WLR 2416 (HL) [2].
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As Deazley comments[T this bucolic (if not biblical [ reference finds provenance
in the political philosophy of John Locke, as set out in the Second Treatise on
Government {3

27 ... The Labour of his Body, and the Work of his Hands, we may
say, are properly his. Whatsoever then he removes out of the State that
Nature hath provided, and left it in, he hath mixed his Labour with,

and joyned to it something that is his own, and thereby makes it his

Property ...

Deazley contrasts this with ‘more contemporary and more easily digested justi-
fications’, being ‘innovation, incentive and reward, the advancement of knowledge,
the avoidance of the tragedy of the commons, or simply the moral right of the
author’ and criticises Lord Bingham’s adoption of labour theory as being of doubt-
ful accuracy, even if it has some historical currency.ﬁ Authors such as Sherman,
Bently, Deazley, and Atkinson, have all argued that present orthodoxy, including
the acceptance of Lockean theory, as to the justification, purpose, and function of
copyright regulation is unsupported by historical evidence.ﬁ Rather, Sherman and

Bently argue that ‘theory ... played at best an ex post facto role in legitimating the

Ronan Deazley, Rethinking copyright : history, theory, language (Edward Elgar 2006) xvi.

Deazley notes its parallels to Genesis 21:30 on the right of Abraham to maintain his well because
he had ‘digged’ it, or a more general ‘thou shalt not steal’ in Exodus 20:15.

John Locke, Second Treatise on Government (1689) ss 27-28, reprinted in Philip B Kurland and
Ralph Lerner (eds), The Founders’ Constitution (University of Chicago Press 2000) (http://press-
pubs.uchicago.edu/founders/ documentsﬁlchlfis?).html) Chapter 16, Document 3.

)

See: Deazley, Rethinking Copyright (n xix; Atkinson (HE[) 13; Ronan Deazley, On the origin
of the right to copy : charting the movement of copyright law in eighteenth- century Britain (1695-
1775) (Hart 2004).

Atkinson (n 3; eg Bently and Sherman (n D 205; generally: Deazley, Rethinking Copyright

(n.
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grant of property rights in mental labour’m which is increasingly a view expressed
by commentators.

Theories and explanations are myriad as, in reality, there is no single answer:
different parts of the copyright regime exist or operate for different reasons. For
example, parts of the regime have been passed as the result of serious and successful
lobbying by commercial interests.ﬂ Sometimes that lobbying is clear. The Sonny
Bono Copyright Term Extension Act 1998 in the United States was driven by the
Disney Corporation. This was because early Mickey Mouse works were due to fall out
of copyright protection. In the UK, Derek Wyatt (then MP for Sittingbourne and
Sheppey) commented in 200@ that the Digital Economy Act was passed because
News Corp./Fox had successfully lobbied for it so ‘we gave it to them’. This is
not an explanation found in Hansard. In Parliament, Wyatt MP commented ‘The
critical point is that the intellectual copyright of musicians and artists must be
protected online as well as ofﬂine’B Wyatt MP’s former explanation is more easy
to understand, if realpolitik, reason. In either case, it shows that the law in this field
may find a theoretical explanation or justification ez post facto, as argued by Bently
and others; that is, the manifold theories justifying, and seeking to explain, the
nature of copyright take a retrofit approach themselves. A further difficulty faced is
the positioning of laws and rights in this field is cast in different ways in different

countries. In some cases, it has been re-cast, such as IP’s pan-EU positioning in the

Bently and Sherman (n j 206.
Ginsburg, ‘The Concept of Authorship’ (n EI); Atkinson (n .

Derek Wyatt MP, Talk and Q&A with students of the Oxford Internet Institute (London, UK,
26 November 2009).

HC Deb 6 April 2010, vol 508, col 1113.
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human rights context, with consequent difficulties for common law systems | Such
re-casting imports with it different conceptions of how rights ought to be considered

and has the potential to elide historical explanations with the newer reasoning.

7.1.3 Applicability of generalised rationales and justifica-

tions

Does this aspect of theory matter for present purposes? In large part, the answer
is no. The exception is where such theories become adopted and reflected in part
of the legislative or judicial record by some means. Such a theory, or theories, then
have direct bearing on interpretation and therefore outcome.

This adoption occurs in three ways. First, by judicial comment, such as the Lock-
ean exhortations by Bingham LJ. Second, as set out in Chapter Two, by Deazley’s
‘more digestible’ justifications finding expression in recitals to, or active provisions
of, transnational instruments. These have an impact on, for example, WTO Dispute
Panel or CJEU decisions, which trickles through to domestic law. Third, exhorta-
tions in travauz (or equivalent) and legislative debates become imported as a matter
of tertiary interpretation by courts, although this may arguably be a wider version
of the first group.

For a justification to bear upon application, it must be sufficiently concrete. It
may then be acted upon by lawyers or others giving advice, legislative drafters im-

plementing complying and consistent legislation (eg to approximate transnational

Annabelle Lever, New frontiers in the philosophy of intellectual property (Cambridge University
Press 2012); Laurence R Helfer, ‘The New Innovation Frontier? Intellectual Property and the
European Court of Human Rights’ (2008) 49 Harvard International Law Journal 1; critiqued as
‘powerful rhetoric, with little historical or theoretical credibility, but which nonetheless threatens
to dominate copyright discourse and drive contemporary copyright policy’ Deazley, Rethinking

Copyright (n XX1v.
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instruments), and the judicial authorities in interpreting such legislation. This cre-
ates a self-reinforcing and self-sustaining cycle: an expressed justification becomes
the interpretive basis and justification. That becomes the accepted justification. The
law is what we (publicly) say it is. The reasons for it are what we (publicly) say
they are. Though there may be other ‘true’ reasons for why a draft bill has become
law, it is difficult for any court to look behind the expressed will of domestic or EU
Parliament, that of a treaty body, or a related WTO Dispute panel.

An analysis of the justifications and nature of copyright could easily fill a thesis
alone. What has been done so far throughout this thesis is continued in this chapter:
what the treaty bodies, legislatures, or the courts have expressed the function of a
relevant law or provision is considered against that claim and across contexts, both

within the domain of copyright regulation and beyond.

7.1.4 International and EU law

The position of preambles and recitals was set out extensively in Chapter T'wo, and
it is not proposed to revisit that analysis, save its conclusions. First, the prepon-
derance of international instruments have cast copyright and neighbouring rights’
protection and purpose in relation to utilitarian, economic terms. This in in compar-
ison to a more limited referencing of such protections in human, cultural, or social
rights terms. Second, where these other (secondary) rationales are expressed, they
tend to be recognised alongside economic rights of right—holders.@ The purpose of

copyright, at the international level has broadly been expressed in aims: providing or

See eg Universal Copyright Convention as revised on 24 July 1971 943 UNTS 178 (UCC); WIPO
Marrakesh Treaty to Facilitate Access to Published Works for Persons Who Are Blind, Visually
Impaired or Otherwise Print Disabled [2013] (Marrakesh VIP Treaty).
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managing economic incentives, dissemination (of works, technology), law and order,
and development. Third, this is closely mirrored at the EU level where copyright reg-
ulation has been principally justified for the reasons of securing economic incentives,
followed closely by trade. Where other (often cultural) goals are identified, they are
either contingent upon achieving economic incentive goals, or they are referenced
in a secondary way to these economic goals. In the end, the international and EU
obligations define copyright as property.@ Protection of property is conceived of as

a human right. Copyright must therefore be assessed in that framework.

7.1.5 Domestic legislation

Domestic copyright legislation rarely has the benefit of extensive recitals setting
out the reasons and purposes for which it was enacted. Instead, it has forerunner
in external independent inquiries or reportsE parliamentary or other committee
reportsﬂ Hansard, and/or explanatory notes on any legislative change. This may,
circumstance depending, be used to aid interpretation. That should express the un-
derlying rationales and natures of any particular change. Rarely do such documents
identify philosophical or jurisprudential underpinnings. Such legislation must be read

consistently with EU and international obligations. This includes an obligation that

See eg Agreement on Trade-Related Aspects of Intellectual Property Rights , Preamble: ‘intellectual
property rights are private rights’; Directive 2001/29/EC on the harmonisation of certain aspects
of copyright and related rights in the information society [2001] OJ L167/10 (InfoSoc) rec 9:
‘Intellectual property has therefore been recognised as an integral part of property.’

See eg Andrew Gowers, Gowers review of intellectual property (The Stationery Office 2006) (Gowers
Review); Prof Ian Hargreaves, Digital Opportunity: A review of intellectual property and growth:
an independent report (Intellectual Property Office 2011) (Hargreaves Review).

See eg The Gregory Committee, Report of the Copyright Committee (Cmd 8662, 1952); The Whit-
ford Committee, The Report of the Committee to Consider the Law on Copyright and Designs
(Whitford) (Cmd 6732, HM Stationery Office 1977).
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the overarching approach to copyright be harmonised in line with EU instruments,
such as InfoSoc and IPRED, as set forth in the earlier Chaptersﬂ

What does that mean in practice? Ultimately, domestic law, save exhortations
by Bingham LJ, does not provide for a single philosophical theory which copyright
must adhere to. What it does is expressly place copyright, an intangible right, in
the context of a domestic legal conception of intangible ‘property’. In being iden-
tified as a form of property, it must be protected as suchﬁ Yet, construing what
‘property’ means in the context of copyright must take into account these European
and international values. In taking account of these external influences, IP must be
considered, again, separately from other forms of property and separate from other
considerations for ‘like’ causes of action and remedies regarding property rights. The
conception of what is the property right (ie the copy right) is harmonised and im-
ports a series of EU-driven value considerations. This unsurprisingly is separate to
an unharmonised property right, such as in immovable land. Therefore, differences
are engendered and are appropriate given the Europeanising goals of the relevant
copyright-related directives. That is, as a harmonised form of property, the law’s
approaches must be sensitive to that EU context in a way that is not present for

other forms of ‘property’.

Subject to, eg arguments advanced by TVCatchup regarding the proper scope of Europeanisation
of domestic IP under EU directives and regulations in ITV v TVCatchup [2011] EWHC 1874 (Pat)
[49] (Floyd J).

Copyright, Designs and Patents Act 1988, s 1(1), consistent with [InfoSoc| rec 9.
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7.2 The wrong of copyright infringement

7.2.1 Civil wrongs

How does the conception of copyright as property then fit into the wider domestic
legal system? First, it is conceived of as a property right, and its invasion is a tort.
As argued by Kentridge QC for the plaintiffs in CBS v Amstmdm if copyright is
considered a property right, it ought to be protected by the law of tort generally, akin
to other property rights. Each act of infringement is a separate tort.@ But, without
revisiting debates about common law copyright,@ in its modern form infringement
of copyright is a wholly statutory tort. Its principles are to be drawn from and to
be applied consistently with the law of tort. In the interim Court of Appeal decision
in Credit Lyonnais Bank Nederland, Hobhouse LJ identified: ‘These are cases which
arise out of the law of intellectual property but the principles applied are drawn
from the general law of tort. Infringement of a patent or copyright is a tort’m
This domestic (and European) characterisation of copyright as a property right
attracts fundamental rights-level protection of that right, akin to the copyright being
land or a chattel. It is perhaps an oddity that copyright attracts human rights-level
protections and must be considered in the same class as, for example, restrictions on
the State from incarceration without trial, or, prisoner voting rights — yet that is

what law requires. Now entrenched in such a form, it is unlikely that copyright will

CBS v Amstrad [1988] AC 1013 (HL) pp 1020.

See generally: Nicholas Caddick QC, Gillian Davies, and Gwilym Harbottle (eds), Copinger and
Skone James on Copyright (17th edn, Sweet & Maxwell 2016) 21-348.

Eg the debates arising as to the true nature and effect of Donaldson v Beckett (1774) 4 Burr 2408,
98 ER 257. See further: Re: Dickens [1935] Ch 267 (HC) 302-304 (Maugham LJ).

Generale Bank Nederland NV (formerly Credit Lyonnais Bank Nederland NV) v Export Credits
Guarantee Department [1998] 1 Lloyd’s Rep 19 (CA) 44.
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recede to a lesser form of right. As Alexander noted regarding the establishment of
performing rights (emphasis added){]
These points can be brought under a still more general theme of copy-
right’s history, which is the observation that the current form of copyright
1s not ‘natural’ or ‘inevitable’. Laws, not just copyright laws, frequently
give this impression because of the authority they carry and their found-
ation in precedent. Copyright law does even more so, due to the influence

of natural rights arguments. ... But it is important to remember that it

was not always thus, and need not have been so.

Alexander’s remark finds historical support in the Opinion of the Lords of Session
(27 July 1774) in deciding the question of whether authors had, at common law, a
perpetual and exclusive property in their works after publication: the Lords were
then divided@ In particular, they were divided as to whether they ought to follow
the English decision of the Kings Bench in Millar v Taylor[*| Lord Kennet considered
that literary property was ‘not in the law of Scotland; it is not in the law of nature; it
is not in the law of nations’. Lord Hailes acknowledged differences between the laws
of Scotland and England on the matter: ‘English law, as to us, is foreign law’, but
noted, in much of the vein of the approach of this thesis: ‘Whether this common-law
right be considered as a property or as an interest, or as something distinguishable
from either, is of no moment. If we are once satisfied of-the existence of a legal

right, all inquiry into the made into the mode of its existence, is superﬁuous.ﬁ

Isabella Alexander, ‘Neither Bolt Nor Chain, Iron Safe, Nor Private Watchman, Can Prevent
the Theft of Words: The Birth of the Performing Right in Britain’ in Ronan Deazley; Martin
Kretschmer; Lionel Bently (ed), Privilege and Property: Essays on the History of Copyright (Open
Book Publishers 2010) 346.

Scots Magazine (Jan 1774) Vol. 26 (printed by A. Murray and J. Cochrane) (Edinburgh), 9.
Millar v Taylor (1769) 98 ER 201 (HC).
Scots Mag (Jan 1774) (n 9 (Lord Hailes).
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Lord Monboddo considered 27

Ideas, or bon mot, as my brother said, are not by their nature a subject
of property. For property, though it be an incorporeal right, it must have

for its subject some corporeal thing.

Here lies my first difficulty : were we to copy the judgement of the king’s-
bench in the case Millar rot-fur Taylor; were we to find, that the common-
law right of authors in England could be made effectual in Scotland;
were we even to find that literary property was established in; the law
of nature and nations it will we could not pronounce judgement for the
pursuer, unless we were to hold Stack ought to have been an original

author; this: I can never do.

The Lords of Session were not universally persuaded by the concept of copyright:
a view long since overtaken by statute. The way copyright has evolved ‘need not
have been so’, to use Alexander’s words. When contemplating copyright enforcement
and its nature, no matter how complicated its context and framework has become
or does become, it is helpful to bear that observation in mind.
In USP Plc v London General Holdmgs,ﬁ the Court of Appeal considered (em-
phasis added):
29 ... (W)hat is the basis upon which damages for breach of copyright
are awarded? The question cannot be answered without consideration of
the nature of the wrongdoing which breach of copyright represents. The
nature of the wrong is clear enough. In a case where the copyright work

1s a written document, it consists in the unauthorised use of the actual

text of the document. It does not consist in pirating the idea or ideas to

Scots Mag (Jan 1774) (n 11.

USP Plc v London General Holdings Ltd [2005] EWCA Civ 931, [2006] FSR 6 [29] (Laws LJ
with whom Waller and Jacob LJJ agreed). This was a pre-IPRED (implementation date), but
post-InfoSoc decision.
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be found in the text. ... the appeal must in my judgment be allowed on
the simple ground that the claimed loss is not attributable to any breach
of copyright: ... because in principle, and for the reasons I have given,

it lies beyond the scope of protection which the law of copyright affords.

Decisions contemplating the purpose of domestic copyright enforcement are few
on the ground. The principal position is that it is a property right that is enforced
as such. But, it has not been without exposition. In Work Model Enterprises v Eco-
Systemﬂ Jacob J (as he then was) was confronted with two sales catalogues for
office furniture. EcoSystem’s catalogue was admitted to have text which wholly in-
fringed the rights of Work Model. Work Model sought, in essence, damages including
lost sales that arose from competition from infringing text in the catalogue. This
was rejected and those aspects struck out as there had to be a nexus between the
infringement and the loss — that is, between the actual text and the competition
which was the cause of the alleged damage. Jacob J considered: ‘Copyright protects
the literary input of the author. What is complained of here does not relate to that
input. ... It was not the taking of the text which paid, it was the competition in
lawful articles which did not depend upon the text having been taken’.@ Going back
to basics, a tort is generally considered a species of wrong, and a wrong is a breach
of a duty owed to somebody elseﬁ As noted by Goldberg and Zipursky, remedies

are available against the ‘violator’ of the ‘victim’s right’ﬂ Individual torts, such

Work Model Enterprises v EcoSystem [1996] FSR 365 (HC).
Work Model (n 361.

Robert Stevens, Torts and rights (Oxford University Press 2007) 2; Peter Birks, ‘The Concept of
a Civil Wrong’ in D Owen (ed), Philosophical Foundations of Tort Law (Oxford University Press
1995) 29.

John Goldberg; Benjamin Zipursky, ‘Rights and Responsibility in the Law of Torts’ in Donal Nolan
and Andrew Robertson (eds), Rights and Private Law (Hart Publishing 2012) 251, 273.
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as copyright infringement, find their coherence from the right to which they relate.
Applying that definition, the wrong is the breach of a duty not to copy another’s
expression@ That is why, as noted by Stevens, there is a law of wrongs and a law
of torts — not a law of wrong or a law of tort[?]

What then is the civil wrong of copyright infringement? It is a tort of strict liab-
ility: knowledge of infringement is not required. Therefore, there is no requirement
to prove any form of fault, negligence or intention@ The point was further made by
Recorder Campbell in Delves- Broughton v House of Harlot@ although it had previ-
ously been madeﬁ In the US, this strict-liability orthodoxy has been challenged in
the context of the generalised defence of fair useﬂ although such logic would have
difficulty applying in the fair dealing world of the United Kingdom. Floyd J has
found that a defence to some relief — in that case, damages under the CDPA — did
not alter the status of the liability for such infringementﬂ Ultimately, that distinc-

tion comes down to legislative drafting and the conceptions of the wrong: whether

Stevens (n ) Ch. 13.
Stevens (n ) 2.

Put generally in the UK IP context, in Beechwood House Publishing v Guardian Products [2012]
EWPCC 22 [32] (in the specific IP context of database rights), Birss J noted that strict liability
rules apply if the state of mind of the (alleged) infringer is irrelevant to the question of liability.
Laddie J considered much the same in Kabushiki Kaisha Sony Computer Entertainment Inc v Ball
[2004] EWHC 1738 (Ch), [2005] FSR 9 [39] (in the specific IP context of effective technological
measures under the CDPA).

Delves-Broughton v House of Harlot Ltd [2012] EWPCC 29 [8].

Claydon Architectural Metalwork Ltd v DJ Higgins € Sons Ltd [1997] FSR 475 (HC) 480 (Mann
QC) citing the House of Lords in Cambridge Water Co v Eastern Counties Leather Co [1994] 2
AC 264 (HL).

Patrick R Goold, ‘Is Copyright Infringement a Strict Liability Tort’ (2015) 30 Berkeley Technology
Law Journal 305. That is, whether liability for copying cannot be established where there has been
fair use.

In that case, regarding ETMs: Nintendo v Playables [2010] EWHC 1932 (Ch), [2010] FSR 36
[19]-[21] (Floyd J).
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a cause of action is established and whether there is a defence which precludes a
remedy@ or if the defence/exception impacts the establishment of the cause of ac-
tion. The outcome is much the same: no remedy will be ordered, although it may
be limited to a single remedy in the former case, or the whole action in the latter.

But what this creates is a curious situation where, despite its nature as a strict
liability tort and a property right, not all property-right remedies are available for
invasion of that property right: if a lack of knowledge is proved, damages may not be
ordered against someone who is otherwise an infringer,@ although this is a peculiarly
limited exceptionﬂ Given the wording of the section, this points to a right and
liability being established, but a defence not to the liability, but a limitation on
the court’s power to order damages. This does not appear to limit other forms of
financial relief, such as an account of profits[’]]

Where does that leave us? Copyright infringement is an invasion of a statutory
privilege conceptualised as a tort of strict liability over the invasion of that property
right. There is are policy-driven exceptions on relieﬂ but not liability. The statutory

privilege grants rights over certain expressions (meeting sufficient tests) but only in

Eg there has been substantial copying established, but there is a full defence of fair dealing for the
purposes of, say, study, established.

CDPA, s 97(1).

Byrne v Statist Co [1914] 1 KB 622 (HC) 628 (Bailhache J) where the defendant knew copyright
subsisted, but was mistaken as to its owner. Similarly, a belief as to permission is insufficient:
Hoffman v Drug Abuse Resistance Education (UK) Ltd [2012] EWPCC 2 [29]-[32] (Birss QC).

In an accessorial liability context: ISPs are not subjected to injunctions under ss 97A, 191JA of
the CDPA unless ‘actual knowledge’ of a user’s infringing use is proved. This is a comparatively
low bar to meet, with a solicitor’s letter before action normally providing the requisite level of
knowledge to enliven the provision, or even the witness statements filed for an application under
the provisions meeting the ‘actual knowledge’ bar. See eg Cartier International AG v British Sky
Broadcasting Ltd [2014] EWHC 3354 (Ch) [157] (Arnold J).

See eg fair dealing.
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certain circumstances. In that way, it is a peculiarly limited form of property.

7.2.2 Criminal wrongs

In Rank Filmﬂ when that case was before the Court of Appeal, Lord Denning
opened his judgment as follows (at p. 245):
‘It is, it is a glorious thing, to be a Pirate King,” said W. S. Gilbert:
but he was speaking of ship pirates. Today we speak of film pirates. It
is not a glorious thing to be, but it is a good thing to be in for making
money. Film pirates plunder the best and most recent cinema films. They

transpose them on to magnetic tape: and then sell video cassettes on the
black market.

That which constitutes a criminal wrong in copyright and, in domestic concep-
tion, a crime or offence against the State, is invariably also a civil wrong. What,
then, changes in the nature of the infringement? As the Court of Appeal expressed
in Rov sz’thﬁ ‘The criminal law is concerned with keeping the Queen’s peace, not
vindicating individual property rights’ﬂ Its goal is therefore immediately different.
The EU does not yet regulate the criminal field for copyright infringement. TRIPs
and the CDPA indicate that the degree of egregiousness is the threshold compon-
ent to take matters from civil to criminal wrongs. In essence, once behaviour has
reached a threshold condition of being egregious, the only appropriate response is

one of criminal sanction.

Rank Film Distributors Ltd v Video Information Centre (a firm) [1980] FSR 242 (CA).
R v Smith [2011] EWCA Crim 66 [10] (Judge LCJ, Eady and Simon JJ).

From: John Cyril Smith, David C Ormerod, and David Huw Williams, Smith’s law of theft (Oxford
University Press 2007) 80.
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In relation to crime, the approach of the courts is set out in Chapter Five. A

review of those decisions identified a number of key points. These included:

1. Courts were identifying copyright infringement in a variety of inapposite terms:
whether describing it as ‘theft’, ‘cheating’, or ‘dishonesty’. The conception of
IP infringement as expressed in those decisions is predominantly one of theft
or fraud related to a rivalrous good and is not expressed as taking regard of

copyright’s intangible nature.

2. The function courts express they are performing in sentencing copyright /trade
mark offenders is said to include ‘protecting (against) unlawful exploitation . ..
(and protecting the) commercial reputation (of copyright owners)’;lﬂ punishing
wrongdoers who cheat others, where those others have an ‘entitlement’ to
proﬁtsﬂ or fulfilling a duty to protect ‘manufacturing and retailing employees’
and the commercial activities of their mastersﬂ This appears more consistent
with ‘vindicating individual rights’, which is not the function that criminal

courts are expected to be performing in this regard.

3. There is an arguable over-emphasis on public impact. As set out earlier, the
public are said to have suffered ‘damaging impactsﬁ from counterfeiting, have

‘been the losers’ from copyright infringementm sufferers of ‘fraud’ﬂ being ‘de-

R v Kemp [1995] 16 Cr App R (S) 941 (CA) 943 (Hooper J).
R v Gill [2010] EWCA Crim 324 [3] (Openshaw J) (counterfeit designer label clothing).

R v Lee [2010) EWCA Crim 268 [10] (Jones LJ). See further: R v Hatton [2007) EWCA Crim 1860
[21].

Hatton (n [21].

R v Gross [1996] 2 Cr App R (S) 189 (CA) 190.

R v Priestly [1996] 2 Cr App R (S) 144 (CA) 145 — though this was a recitation of how a case
had been put rather than a court’s conclusions.
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frauded’,@ being ‘clearly deceived’ﬁ suffering ‘commercial damage’ﬂ, payers
of ‘increase(d) ... prices’ because of infringement’ﬁ although it was some-
times said they were in on any infringement and knew they weren’t getting
genuine articles.@ However, the public interest is said to be furthered, in a

majority of cases, by private prosecutions of this kind of crimem

4. By way of caveat, much of what courts have said in relation to ostensibly
copyright crime actually applies to trade mark crime, and eliding the two sets
of considerations under a general ‘IP’ header is, or has been, common. This

also leads to a confusion of proper conceptions to apply.

What can be drawn from this? From examining the sentencing decisions, one
could reasonably assume that domestic criminalisation’s purpose is to: protect 1P
owners (and their employees) against ‘unlawful exploitation’; protect the owners’
reputations and their ‘entitlement to profits’; contemplate IP infringement as some
form of theft/fraud; and to protect the public; even when that public know they
aren’t getting genuine products. How then does this sit with the UK sentencing
factors? The purposes of UK adult sentencing are set out in the Criminal Justice
Act 2003 (CJA 2003) in ss 142-143. The purposes of sentencing are: punishment,
reduction in crime (including by deterrence), reform and rehabilitation of offenders,

protection of the public, and making reparation to persons affected. Such sentences

R v Holborough [2002] EWCA Crim 2631 [18].

R v Woolridge [2005] EWCA Crim 1086 [16] (counterfeit pottery).
Hatton (n [17].

R v Bennett [2007) EWCA Crim 2371 [5].

Kemp (n 943.

R (Virgin Media) v Zinga [2014] EWCA Crim 52 [59]-[60].
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are subject to a wide series of criteria and to express Sentencing Council guidelines (s
172). The sentencing remarks collated in Chapter Five were not limited to ‘righting’
the wrong for the copyright owner, nor simply keeping the Queen’s Peace. Instead,
they appear driven to a whole variety of public and private ends, some of which
include vindication of the owner’s right(s). Much of the judicial consideration focuses
upon one element of sentencing: the seriousness of the offence, based upon ‘harm’ to
the right-holder. Little comment is made of the other purposes of sentencing in the
appellate decisions reviewed. That then makes it debatable whether the approaches
identified are consistent with public policy purposes set out in s 142 of the CJA
2003. There appears to be scope for further research on whether right-holders obtain
greater consideration in a copyright context than other private right-holders who
have their private property rights interfered with. This points to the potential for
error in weighing factors based upon the narrative of rights being advanced and
seemingly accepted.

How does this narrative fit? It is a narrative that maps most directly to the
conception of copyright as a rivalrous property good. In that sense, it is coherent
with the view of copyright as a form of property which may be harmed in similar
ways to tangible property. It is an argument which has been expressed in a number
of forms. For example, this conception formed the basis of popularly known, if criti-
cised and parodied@ “You wouldn’t’” advertisement whereby in a series of sequences,
the following text appears: ‘You wouldn’t steal a car, you wouldn’t steal a hand-

bag, you wouldn’t steal a television, you wouldn’t steal a movie [disc]. Downloading

See, eg ‘You wouldn’t steal a handbag ... You wouldn’t steal a baby ... You wouldn’t shoot a
policeman ...’ Channel 4, The IT Crowd (TV Series): Moss and the German (Season 2, Episode
3) (London, 7 September 2007).
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pirated films is stealing, stealing is against the law, PIRACY IT’S A CRIME. ] It
was perhaps a small irony that the backing music to that particular advertisement
was possibly unlicensed, and thereby an infringement.m Yet, this property paradigm
itself does not neatly map to a single justification for its existence — whether util-
itarian, labor theory, or otherwise. Essentially, the narrative asserts copyright is
property, akin to any other form of property, such as a handbag or (physical) DVD,
and must be dealt with in the same property paradigm. It goes no further.

The trouble is, as a matter of domestic law, infringements are not ‘theft’ or
‘stealing’ per se which chafes with this conception. Theft is defined under s 1 of
the Theft Act 1968 as ‘dishonestly appropriates property belonging to another with
the intention of permanently depriving the other of it’. First, dishonesty is a higher
criterion than simple copying, which is the usual threshold for copyright offences.
Nonetheless dishonesty can be proven in a copyright case. Second, ‘appropriates’
includes ‘Any assumption by a person of the rights of an owner ... by keeping or
dealing with it as owner’. The right to copy and otherwise deal with the copyright
could potentially, context dependent, be seen as such an assumption or dealing
(though this is unlikely). Third, property is defined (in s 4) as including ‘ .. . all other
property, real or personal, including things in action and other intangible property’.
Pursuant to s 1 of the CDPA, copyright would seemingly be caught as having been
expressly defined, for the law’s purposes, as ‘property’. Fourth, ‘belonging to another’

can reasonably be met where that ‘person having possession or control ... or having

See generally: Finlo Rohler, ‘Getting inside a downloader’s head’ (BBC News Magazine, 18 June
2009) (http://news.bbc.co.uk/2/hi/uk_news/magazine/8106805.stm).

Olivia Solon, ‘Rights group fined for not paying artist royalties on anti-piracy ad’ ( Wired Magazine,
18 July 2012) (http://www.wired.co.uk/news/archive/2012-07 /18 /dutch-rights- group-fined-for-
not-paying-royalties).
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in it any proprietary right or interest’. That is seemingly met. Finally, an intention
to permanently deprive. This would be difficult, it seems difficult to conceive of
permanent deprivation of a non-rivalrous good.

The view of copyright as capable of being stolen is in contrast to the position
of both the Court of Appeal and House of Lords in Rank Film.ﬂ In that case,
the Court of Appeal considered (per Lord Denning, 250): ‘A similar point arises in
respect of the definition of “property” in the Theft Act 1968. It covers nearly all
kinds of property. But it does not cover the form of industrial property known as
copyright’. Meanwhile the House of Lords considered: ‘Infringement of copyright is
not theft, so this section cannot be invoked’m and, per Lord Diplock: ... that Act
applies to theft of “property” which is defined in a way that does not appear to
include copyright ... " The definition of property in the Theft Act 1968 has not been
altered, although the definition of copyright has to make it expressly ‘property’. It
is unclear if Rank ought to be followed today in this regard, though this has not yet
been considered.

Therefore, the House of Lords considered, quite expressly, that at least in the
early 1980s (and thereby prior to the CDPA), that copyright infringement could not
be prosecuted under the Theft Act 1968, but left open the prospect of a prosecution
on conspiracy to defraud grounds taking place.

In that context, the provisions being considered were those of the Copyright

Act 1956, which contemplated copyright as transmissible like ‘personal or movable

Rank Film (n; Rank Film Distributors Ltd v Video Information Centre (a firm) [1982] AC 380
(HL).

Rank Film (n [442]-[443] (Lord Wilberforce).
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property’m but did not go so far as to call copyright itself property in contrast to
s 1 CDPA. Neither Court descends to this detail, but seemingly takes it as read
that copyright is not property for the purposes of the Theft Act 1968 despite the
particularly wide definition of ‘property’ under that Act, and despite ‘the policy
underlying the (Theft) Act applies with just as much force to copyright as it does
to other kinds of property’m Similarly, as discussed earlier, the fiction whereby
infringing copies were seen as converted property of the claimant’s has been removed
from the law: mitigating back in favour of a Rank Film (HL) view.

The obligation is to treat copyright as property, yet it cannot be stolen under a
traditional conception of the Theft Act. Criminal infringements are dealt with by
reference to this property-type nature, which sits uncomfortably and inconsistently
with other forms of property and other conceptions of tangible property. The factors
used in sentencing seem can often overlook the purposes of sentencing in favour of
a formulaic consideration of seriousness, which, whilst important, does not address
all relevant factors. This approach may be explicable by having reference the level
to which private right-holder groups — rather than the Crown Prosecution Service
— have advanced criminal cases in this field.

None of that is to say that criminal prosecution of copyright infringement is

inappropriate. It is to say that the present approach requires reform:

1. It does not take into account its context as an Internationalised and European-

ised right;

2. It does not take into account that it is a limited form of property, and has

Copyright Act 1956, s 36(1).
Rank Film (n ) 409-410 (Lord Denning).
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substantial exceptions;
3. It has applied uneven conceptions of value and harm;

4. Tt permits the use of inapposite charging bases (whether by trade mark law,
or fraud), debasing the charge and muddying conceptions of what ought to be

done, contrary to Rimmingtonﬂ and leading to injustice;m

5. The decisions do not properly articulate their rationale consistently with the

purposes of sentencing, as under the CJA 2003;

6. Similarly to point two, the inconsistency of its declared property nature, to-
gether with its non-rivalrous intangible status leads to eliding of conceptions

and handling of its infringement.

That difficulties arising are not from a lack of principles to apply, but rather
a tension between approaches and a general lack of appreciation or application of
the proper principles. The overarching principle of the criminal law is to maintain
the Queen’s Peace. That is reflected in the sentencing criteria provided under the
CJA 2003@ Those sentencing criteria ought be being applied in a balanced way
against a consideration harm, considered and assessed by taking into account the
Europeanised nature of the rights under consideration. As set out in Chapter Five,

that is not being done.

R v Rimmington [2005] UKHL 63, (2006) 1 AC 459.

See eg R v Nimley [2010] EWCA Crim 2752 where a youth was jailed on a ‘fraud’ charge, rather
than given community service as a sentence.

Criminal Justice Act 2003, ss 142-143, 172.
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7.3 Why enforce copyright?

Blackstone considered that there were two separate forms of wrong: private wrongs
and public wrongs{"™|
The former are an infringement or privation of the private or civil rights
belonging to individuals, considered as individuals, and are thereupon
frequently termed civil injuries: the latter are a breach and violation of
public rights and duties, which affect the whole community, considered as

a community, and are distinguished by the harsher appellation of crimes

and misdemeanors.

Blackstone’s distinction is as apt today as it was in 1753. There is a limited
basis, when considering copyright, for the distinction between that which is criminal
and that which is civil — save egregiousness. In any criminal case, a commensurate
civil wrong is being committed; however, it is seen differently for the purposes of
enforcement.

This section will briefly deal with the rationales for civil versus criminal processes.

7.3.1 Civil enforcement

A right without a remedy is not properly a right. It is, as posited by Blackstone, a
contradiction in terms[™ If the machinery of state means that certain assertions of
right cannot be adjudicated upon, and that adjudication enforced, then either there
is no proper state or no proper adjudication. The civil enforcement of copyright

rests upon the sample principles as enforcing any other right: the rule of law. If

William Blackstone, Commentaries on the Laws of England (Oxford, 1765) 3 cited in Hardy Trot-
ter, ‘Criminal Copyright Infringement’ (2002) 11 William & Mary Bill of Rights Journal 305.

Richard A Posner, The economics of justice (Harvard University Press 1983) 17.
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laws are not upheld and enforced, the state is not subject to rule of law, and any
discussion becomes ultimately more abstract. In essence, copyright is enforceable
from a state perspective because it is legislated for as a right. The need for effective,
lawful, and equally applied remedies for copyright infringement are as fundamental
as they would be for any other private right.

So what, then, is the private-law purpose of enforcing copyright? That depends
on the level at which the question is asked. At the claimant level, there is no simple
answer. Individual claimants vary wildly, and so, as a private right, the reasons for
enforcing it come down to personal (or corporate) choice. It may be enforced for
simple financial or commercial reasons: Disney may not wish to tolerate someone
selling fake copies of the Aladdin Movie Soundtracks. It may be used to protect
against ‘leaks’ as it is easier to rely upon strict-liability copyright than, say, con-
fidential information/trade secret grounds to enforce, for example, early cuts from
an upcoming movie or an internal corporate report. There may be moral rights
reasons: an artist may not wish their work to be subject to derogatory treatment.
Seeing their art smashed, out of context, or altered to change its meaning may be
a personal affront. Trade groups have enforced copyright to engage in, essentially,
a wide-spread anti-piracy campaign, such as the Recording Industry Association of
America’s (RIAA) claims made against 30,000 file-sharers in the United States[¥|
These were said by the RIAA to have been used to ‘raise awareness’ as a knock-on
effect@ Such secondary purposing of copyright litigation is unsurprising. Copyright

has often been used out of its traditional contexts, as with the ‘leak’ example. It

EFF, ‘RTAA v The People: Five Years Later’ (EFF Online, 30 September 2008) (https://www.eff.
org/wp/riaa-v-people-five-years-later).

Recording Industry Association of America, ‘RIAA Frequently Asked Questions’ (http://www.
riaa.com/faq.php).
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has recently been used to ground and enforce privacy-related concerns over stolen
1aptopsg, and to try to take down ‘revenge porn’.ﬁ Ultimately, from a claimant’s
perspective, there is no single goal. Claimants own a right that, for whatever reason,
they wish to enforce. An individual using copyright law to take down revenge porn
has very different purposes to a media or trade group shutting down an infringing
music-sharing service. Yet, the same law based upon the same principles is invoked
and used to similar ends — often, an injunction and the payment of money as
damages.

At a more fundamental level, enforcing rights is an inherent part of the rule of
law. As Lord Justice Jackson noted in his Preliminary Report on legal costsﬁ the
role of the courts is to resolve disputes. Absent an appropriate, functioning, dispute
resolution system, parties are left to their own devices and the rule of law would

break down.

7.3.2 Criminal enforcement

The arguments for criminal enforcement are more developed, and circle around the
notion of enforcement of law as an end in itself. Its aim, as already set out, is to
maintain the Queen’s Peace, not vindicating individual rights, even although it is
invasions of those individual rights which form the potential ‘upset’ to the Queen’s

Peace. There is a vast literature on criminal enforcement and its motivations that

TUV v Persons Unknown [2010] EWHC 853 (QB).

Amanda M Levendowski, ‘Using copyright to combat revenge porn’ (2014) 3 NYU Journal of
Intellectual Property & Entertainment Law 422.

Rupert M Jackson, Review of civil litigation costs: Preliminary Report (2010) vol 1 (https://www.
judiciary.gov.uk /wp- content /uploads / JCO / Documents / Guidance / jackson- voll-low . pdf), 39
(Chapter 4).
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are beyond the scope of this thesis save to note the following.

The criminal law, in the context of copyright, is attracted to more egregious forms
of infringement. That egregiousness is generally tied three aspects: scale, intention,
and commercial benefit. It is egregious because of the scope and scale of its impact;
or it is egregious because an improper benefit is being earned by the undeserving;
or it is egregious because of their intentions in relation to the infringement. In any
case, the benefit of enforcing copyright is to serve law and order to maintain the
Queen’s Peace in and of itself. It further upholds general law and order norms and

thereby advances the rule of law.

7.4 Rationales

7.4.1 Civil remedies

Historically, a consideration of remedies was prior to a consideration of a cause of
action. One identified the remedy and ‘worked backward’. Provided a form of action
was made out, a remedy was obtainableﬁ As Diplock LJ notesﬁ ‘A cause of action
is simply a factual situation the existence of which entitles one person to obtain
from the court a remedy against another person.’

What then are the rationale(s) for remedies and enforcement?

First, we must consider its grouping. Is copyright to be considered akin to all
other torts? The answer from the courts has been no. Copyright and its remedies

must be are considered as self-contained and ‘kept in their box’. As Robert Goff LJ

See generally: Letang v Cooper [1965] 1 QB 232 (HC) [243] (Diplock LJ) mentioned in Katy
Barnett and Sirko Harder, Remedies in Australian private law (Cambridge University Press 2014)
1.

Letang v Cooper (n [242]-[243].
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said in the Paterson Zochonis case (emphasis added)f]

The law of copyright is a self-contained branch of the law, concerned with
the protection of a particular proprietary right. The provisions regulating
the protection of that right, including, for example, those which provide
for strict liability or liability based on fault, are framed with regard
to a particular interest, viz. the proprietary right in question. It would
be undesirable as a matter of policy to extend the statutory remedies
available for the protection of that interest to recovery of damages in

respect of the invasion of a different interest.

Copyright is, in large part, a world unto itself, despite the statutory identifica-
tion of it as a property right, and its infringement as a strict-liability tort.@ When
remedies are to be applied, although truly separate, they must be consistent with
tort law approaches. So the remedies must look to the right, and the right must be
considered for what it protects; for example, in Work Model, the right protected was
the literary input of the author. It didn’t ‘extend to anything and everything which
may happen thereafter’. So, when fashioning a remedy, or contemplating the scope
of potential remedies, we look to the purpose of the underlying right. But then, we
apply standard, common law considerations: causation and reasonable foreseeability.
One even does this for an account of profits, though, that is more by analogy.@

In South Australia Asset Management Corp v York Montague Ltdﬂ

Paterson Zochonis & Co Ltd v Merfarken Packaging Ltd [1986] 3 All ER 522 (CA) cited in Work
Model (n .

See eg James Edelman, Gain-Based Damages: Contract, Tort, Equity and Intellectual Property
(Bloomsbury Publishing 2002). Copyright and its remedies are and ought to be a separate class.

Peninsular Business Services v Citation Plc [2004] FSR 17 (PCC) 30 (HHJ Maddocks).

South Australia Asset Management Corp v York Montague Ltd [1997] AC 191 (HL) [211] (Lord
Hoffmann). See further Kuwait Airways Corp v Iraqi Airways [2002) UKHL 19 [128] (Lord Hoff-
mann)
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Before one can consider the principle on which one should calculate the
damages to which a plaintiff is entitled as compensation for loss, it is
necessary to decide for what kind of loss he is entitled to compensation
... Rules which make the wrongdoer liable for all the consequences of
his wrongful conduct are exceptional and need to be justified by some
special policy. Normally the law limits liability to those consequences

which are attributable to that which made the act wrongful.

This was adopted in the copyright context in USP Plc (emphasis added)ﬂ

. [this] demonstrates the intimacy between the nature of the wrong
alleged and the damage which by law may be attributed to it. It serves
also to dispel the notion (if anyone entertains it) that the law’s different
approaches to causation, according to the kind of case before the court,
is in any sense random; the question is always a constant one, namely
what is the loss for which the defendant should justly be held responsible.
The nature of the cause of action which the claimant pleads and proves
will often determine the question’s answer, and will always condition it.
In this case, with respect, the Master’s mistake was to forget the nature

of the cause of action in copyright.

7.4.2 Civil procedures

As discussed in Chapter Six, at an international level, the rationales for codify-
ing certain procedures is to ensure fairness. Much the same is said at an EU level,
wherein certain requirements — such that procedures be ‘effective, proportionate
and dissuasive’ — are identified and regulated | and are required to take into ac-

count the characteristics of a case, including the specific IP right and the features

USP Ple (u[36) [29].

Directive 2004/48/EC on the enforcement of intellectual property rights [2004] OJ L157/45
(IPRED) art 3.

325



93

94

95

96

97

98

99

7.4 Rationales

of the infringement[” Such procedures also fit within the context of fundamental
rights — such as the right to a fair trial and right to property — all of which have
a series of separate sub-components and justifications

Domestically, civil procedures are defined under the Civil Procedure Rules (CPR).
Despite the fact that the CPR is approaching 20 years old at the time of writing@
it remains common for authors to note the CPR’s position as a significant change
to the way proceedings had been conducted ‘before’. The CPR is a ‘new proced-
ural Code’,ﬁ which marked a ‘shift in judicial philosophy’ endorsed by the House of
Lords.@ Its implementation arose following the Woolf Interim and Final Reports on
Access to Justice[” and has seen substantial alteration to the domestic litigation
landscape. The Woolf Reforms have been complemented by the more recent Jack-
son Reforms on Costs arising from Preliminary and Final Reports by Lord Justice
Jackson into the subject[™|

The CPR’s rationale is self-contained: to deal with cases justly at proportion-

ate Cost.@ This is the ‘Mark II’ rationale. Previously, as ‘Mark I’; the CPR merely

IPRED| rec 17.

Having been introduced on 26 April 1999 as a ‘new procedural code’: John Sorabji, ‘The Road to
New Street Station: Fact, Fiction and the Overriding Objective’ (2012) 23(1) European Business
Law Review 77.

CPR 1.1(1).

Three Rivers DC v Bank of England (No 3) [2001] UKHL 16, [2003] 2 AC 1 [156] (Lord Hobhouse),
[106] (Lord Hope).

Lord Woolf MR, Access to Justice, Interim Report to the Lord Chancellor on the Civil Justice
System in England and Wales (1995); Lord Woolf MR, Access to justice: Final report (1996)
(http://webarchive.nationalarchives.gov.uk /+ /http: /www.dca.gov.uk /civil /final /contents.htm).
Ultimately implemented in The Civil Procedure Rules 1998, ST 1998/3132.

Jackson, Review of civil litigation costs: Preliminary Report (n ; Rupert M Jackson, Review of
civil litigation costs: final report (2010) (https://www.judiciary.gov.uk/wp-content /uploads/JCO/
Documents/Reports/jackson-final-report-140110.pdf).

CPR 1.1(1), 1.1(2)(a)(£).
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sought to simply deal with cases ‘justly’.@ The Mark II requirement of ‘proportion-
ate cost’ was implemented with the Jackson Reforms by Statutory Instrument having
effect from 1 April 2013.@ Its inclusion was unheralded in the Jackson Reports or
Implementation Lectures, and has been criticised for merely serving an educative
function. This is because the Woolf Reforms plainly considered proportionality of
cost to be a part of dealing with cases justly. The rules (CPR 1.1(2)(c)) had required
proportionality in any eventm and the overriding objective, as Woolf intended, ‘ar-
ticulated a commitment to equitable access to justice’.@ However, Lord Dyson MR
strongly disagreed that such re-statement in 2013 was superﬂuous@ It was said
to be necessary and served to underline that ‘Dealing with a case justly does not
simply mean ensuring that a decision is reached on the merits ... The court has to
consider three things: the claimant’s perspective, the defendant’s perspective and,
importantly, the perspective of other Court—users’.@ In essence, Dyson MR indic-
ated that a conception of proportionality which involved not only the parties, but
also other court users had somehow been lost. It therefore needed express mention

to underline the necessity for the court to actively manage cases and keep in the

Lord Dyson MR, The Application of the Amendments to the Civil Procedure Rules: 18th Lecture in
the Implementation Programme (District Judges’ Annual Seminar, Judiciary of England and Wales
22 March 2013). Further cited in A A S Zuckerman, Zuckerman on Civil Procedure: principles of
practice (Sweet & Maxwell 2013) 1.1. See further CPR 1.1.

The Civil Procedure (Amendment) Rules 2013, SI 2013/262, s 4.

John Sorabji, English Civil Justice After the Woolf and Jackson Reforms: A Critical Analysis
(Cambridge University Press 2014) 214-216. Prior to Woolf, the concepts of proportionality, com-
mon in Europe, had been previously considered in the UK, but less expressly: Jackson, Review of
civil litigation costs: final report (n 30-31.

Sorabji, English Civil Justice After the Woolf and Jackson Reforms (n ) 216.
Lord Dyson MR (n i [7]-[18].
Lord Dyson MR (n i [15].
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forefront of its mind the wider public interest [["7]

The CPR seeks to provide for a regime that allows parties to enforce rights, while
meeting fair trial obligationsm It provides a ‘just framework ... (which) is intended
to ensure all litigants have fair access to the courts . .. ’@ The CPR provides what
Zuckerman calls the ‘three central components of the overriding objective: truth,
proportionality and expedition’@ Functionally, the rules of the CPR are defined
by the Civil Procedure Rules Committee (CPRC) pursuant to their authority under
the Civil Procedure Act 1997. Such rules are supplemented by Practice Directions
and, although not binding, Court Guides. The powers provided are further to ‘any
powers (the court) may otherwise have’m That being said, the implementation of
such rules has not always provided smooth saﬂing.@

Beyond the provisions of the CPR lies a superior court’s inherent jurisdiction. As
noted in Tombstone v Raja@ the pre- and post-CPR position is the same: where a
rule provides a discretion or otherwise contemplates a particular circumstance, the

discretion or the rule must apply. There are, however, lacunae, which may be dealt

Lord Dyson MR (n i [18].

Whether grounded in Convention for the Protection of Human Rights and Fundamental Freedoms
(opened for signature 4 November 1950, entered into force 3 September 1953) 213 UNTS 221,
as amended by Protocol No 14bis to the Convention for the Protection of Human Rights and
Fundamental Freedoms (opened for signature 27 May 2009, entered into force 1 September 2009)
CETS No 204, art 6 or traditional and longstanding concepts of fair trial (eg reasonable opportunity
to be heard, and so forth

Lord Dyson R n 1
Zuckerman ( 00 1.32.
CPR 3.1(1

See eg Secretary of State for Communities and Local Government v Bovale Ltd [2009] EWCA Civ
171 where a judge ordered, in effect, a separate practice direction contrary to the CPR. This was
rejected by the Court of Appeal. See generally, Adrian Zuckerman, ‘Rule making and precedent
under the Civil Procedure Rules 1998 - still an unsettled field’ (2010) 29 Civil Justice Quarterly 1.

Tombstone v Raja [2008] EWCA Civ 1444 [74]-[76].
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with under a superior court’s inherent jurisdiction, such as, in that case, certain
circumstances ez debito justitiae. In any such case, it would be contingent upon
the court to exercise its discretion coherently and consistently with the CPR’s ra-
tionalem That is to say, whether under the CPR or in the inherent jurisdiction,
the rationale of the CPR must apply: to deal with cases justly and at proportionate
cost.

This thesis has considered certain ‘procedural” aspects. That has included special
evidentiary aspects, such as presumptions, standing, and the special processes of the
Digital Economy Act, each of which have their own reasons, which are set out earlier.

What this shows is a series of reasons and justifications, replicated at different
layers, identifying different functions. There will always be overarching goals: in this
case, doing justice at proportionate cost. Within those goals, such a requirement
becomes a construction maxim for sub-rules to a given scenario. For example, when
a judge is considering granting relief from sanctions, the judge may have reference
to such overarching maxims to ground their exercise of power. The ultimate goal of,
for example, requiring the service of particulars of claim is not immediately serving
‘justice’. It is to put the other party on notice of the case they have to meet. That
leads to the provision of a fair trial, which leads to rights being adjudicated justly.
What we see in the civil procedure regime is inherent in all areas of law, and, in the
context of copyright regulation more generally — there are different goals identified
at different levels by the different components of the enforcement regime. Those

need to be construed together and properly.

13 Tombstone (n D [85].

329



114

115

116

7.4 Rationales

7.4.3 Criminal sanctions

What then is the rationale for criminal sanctions? There are innumerable theories as
to why states punish at a more theoretical level. However, in the copyright-specific
context, three groups of criminal sanctions are expressly identified in the CDPA:
seizure /forfeiture/destruction, financial penalties, and imprisonment.

From an international perspective, although earlier instruments contained ref-
erences to protecting measures, the first to expressly require criminalisation was
TRIPs. Such an obligation for criminalisation was introduced by art 61, which called
for imprisonment and/or monetary fines for commercial-scale copyright piracy, to-
gether with appropriate seizure/forfeiture/destruction of infringing goods and/or
related producing implements.

Each sanction has two levels of justification: a justification found in general
sentencing guidance and relevant acts, and a justification around the specific pun-

ishment itself. These were set out earlier.

7.4.4 Criminal procedures

Like the CPR, the Criminal Procedure Rules (CrimPR) govern the vast majority of
criminal cases.@ The CrimPR has an expressly stated overriding objective: to deal
with cases justlyPEl That overriding objective applies to all matters of application
and construction of rules.@ Like the CPR, the objective has a number of sub-

components to identify what must be considered in the context of ‘justly’ dealing

CrimPR Ord 2.1.
CrimPR Ord 1.1(1).
CrimPR Ord 1.3.
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with matters: acquitting the innocent and convicting the guilty; dealing with parties
fairly; recognising a defendant’s (human) rights; respecting witnesses; victims and
jurors; expedition and efficiency; ensuring information is provided to the court; and,
although the word isn’t used, proportionality.m Criminal courts, like their civil
court compatriots, are tasked with active case managementm and parties must aid
them in that endeavour[™]

In the decision of R v Boardmanm such sub-components were at the forefront
of consideration by the Court of Appeal. The Court was dealing with an appeal by
a disappointed Crown Prosecution Service (CPS), whose stalking case against the
defendant had been ended by a lower court judge refusing to allow them to rely on
particular evidence["? The reason was that the evidence had not been served on the
defence in a timely way, and the trial would require a substantial adjournment if the
CPS were to be permitted to rely upon it@ Ultimately, the Court considered the
lower court judge had acted appropriately, and that the Court’s limited resources
had to be respected. Parties, even the CPS, could not expect to receive a ‘yellow card’

instead of a red card.@ Judges have an ‘essential’ duty to manage even criminal

cases under the CrimPR[™4

CrimPR Ord 1.1(2)(a)—(g).

CrimPR Ord 3.2(3), 3.5(2).

CrimPR Ord 3.3(1)(a).

R v Boardman [2015] 1 Cr App R 33 (CA).

A ‘Master CD’ of cell-phone tracking information.

Boardman (n|120) [4].

Boardman (n|120)) [38].

R v Jisl [2004] EWCA Crim 464 [116] (Judge LJ) cited in Boardman (n [37].
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7.5 What is going on?

Copyright, as understood in the United Kingdom, is a type of personal statutory
right enforceable against the world. It is intangible property which attracts human-
rights level protections. The infringement of copyright is a tort of strict liability.
Their classification as torts of strict liability is open to criticism, but that is the
present state of the law. Ultimately, these rights, whatever their nature before, have
had their nature Europeanised by the adoption of harmonising directives and the
impact of Marleasing-type obligations upon the United Kingdom.

As a form of right which subsists in over 176 countries,lzgl copyright has been
justified across hundreds of years by many legislators, scholars, and economically-
interested parties for many reasons. While those reasons have included economics,
moral rights, or protection of the genius auteur amongst others, the true answer is
that there is not a single, unifying logic — at least domestically. Rather a series of
decisions that have been taken by legislatures and which have adopted ex post facto
rationales for their actions[

Given the EU’s adoption of harmonising measures and its extensive use of recit-
als — a ‘third-type’ of law-making — certain justifications long argued over have
taken precedence, at least in the EU. These justifications are being provided in the
legislative instrument itself: leading to a self-reinforcing cycle. The EU legislature’s
expression of particular justifications has, should, and will mean that those jus-
tifications become the accepted basis for particular laws. It is then against those

justifications that responses to infringement of rights must be measured, and coher-

The current number of signatories of the Berne Convention at the time of writing.

Bently and Sherman (n .
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ency and consistency considered for practical purposes.

In the context of this thesis, this means that for each enforcement outcome or
each remedy, domestic conceptions must yield to harmonised EU justifications. Laws
and remedies for infringement of copyright must be made and measured against these
EU rationales, and not, for example, the Lockean Designer’s Guild basis set forth
by Bingham LJ, were it to be inconsistent. This is necessary in the interests of
coherence and achieving the harmonising goals.

As Arnold J said in HTC v Nokid™"]— it is unclear in IP cases if non-harmonised
criteria ought still be considered. There has been a shift. Copyright remedies and
procedures ought to be properly seen as justified by EU recitals where they apply,
and contemplated within the EU rights framework. As set out in Chapter Two,
this schema of copyright regulation is multi-layered and this layering complicates
the proper construction, interpretation, and application of copyright law. At the
point of remedies, a court must take into account a not insubstantial number of
interpretive obligations and justifications to ascertain the appropriate application of
law to the outcome of disputes. In simple, or straightforward cases, this may be easy.
But in edges cases, when a judge must layer ten, twenty or thirty steps to award
damages: it is an area that requires reform.

This chapter has considered copyright’s rationales, the nature of the wrong of
copyright, the rationales for enforcement, remedies, and procedures. It has done so in
narrow compass, given the constraints available. In essence, theories abound. What
remains important is when those theories become law. They become law by being

integrated into the regulatory framework through judicial comment, by adoption

HTC Corporation v Nokia Corporation [2013] EWHC 3778 (Pat).
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in some form in a transnational or legislative instrument (as expressed recitals or
active provisions), or in exhortations ancillary to such instruments. While domestic
law hasn’t tended to have express recitals setting out rationales, it is increasingly
subject to transnational instruments which do. Those instruments have broadly
supported a utilitarian view, but not to the exclusion of others. They have further
supported and embedded the conception of copyright as an express property right.
This situating of copyright — a non-rivalrous intangible — into a property-
rights framework has been challenging. The considerations that flow from this, both
in terms of proper placement within the law of tort, and the criminal law, has not
been without difficulty. For example, copyright may be harmed in a property sense
attracting strict-liability for the wrongdoer. However, the relief from and for that
harm has been statutorily circumscribed, making it a more limited form of property.
Similarly, copyright is property, and property may be stolen, but copyright may not
be stolen either because it isn’t relevant property or because its infringement isn’t
theft. Yet, it is described in criminal sentencing as theft. These are not straight-
forward problems, but they are ones that ought to be resolved if a functioning and
fair regime is to be achieved, something sought as a goal of the civil and criminal
systems, and consistent with transnational obligations, particularly of fairness.
The theme identified in earlier chapters is echoed: multi-layering leads to a degree
of complexity. This complexity leads to obfuscation and error. Rationales have an
even greater difficulty in this regard because they are often more abstract, when
expressed at all. Properly applied, rationales and justifications must be Europeanised
and Internationalised as much as any other aspect of copyright regulation to ensure

that the rights are being properly and coherently handled.
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8.1 General

Enforcement of copyright in the United Kingdom is at a crossroads. Civil remed-
ies have begun to chafe against their equitable and common law origins. Criminal
outcomes are disconnected from their harmonised underlying rights and related sen-
tencing obligations. This chafing and disconnection represents, in large part, the
drag of Europeanisation and Internationalisation being applied against a resilient
and longstanding domestic regime. However, the longstanding regime must bend to
accommodate the transnationally harmonised framework of copyright regulation in
which it now subsists. Failing to do so undermines the harmonisation process and
leads to inconsistency and injustice. As Neuberger PSC identified in the context
of the common law system of precedent: without decisions following a proper hier-
archy and pattern, the law becomes anarchic as it loses its coherence, clarity, and
predictability]]

Chapter One identified the complex position of modern copyright by considering
its regulatory framework. It had regard to the international and EU instruments,
and identified their interactions with each other and domestic law. It did this by

considering the obligations of construction and interpretive interactions. The chapter

Willers v Joyce (No 2) [2016] UKSC 44, (2016) 3 WLR 534 [4] (Neuberger PSC). Willers considered
the a proper judicial hierarchy while this thesis considers the copyright regulation framework.
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showed that in a copyright infringement action, there were at least thirteen separate
interpretive steps required to properly apply the laWE| Such an application of law
was made even more challenging by a false or misleading synchronisation of language
between particular instruments. Even when different instruments used the same
word — such as ‘effective’ — interpretive obligations for each instrument would
mean that a word must be construed and weighted differently, depending on where
and how a given word is used. The chapter discussed the circumstance of instruments
which had been ‘scheduled’ to the European Communities Act 1972 (ECA 1972),
the instrument must take on a different meaning, or at least, a different interpretive
weighting. This framework has the effect of complicating an already technically
complex field.

Chapter Two built upon the framework set out in Chapter One. It had refer-
ence to the importance and growing use of expressed rationales in the recitals to
transnational instruments. It then considered how these rationales have been taken
even further by the use of generic, operative, obligations such as to apply a law
or remedy that is ‘effective, proportionate and dissuasive’. The chapter then iden-
tified the force of autonomous concepts of EU law, and the underappreciation of
this obligation. The chapter concluded by identifying four themes. First, that the
use of encompassing rationales is a selection of specific, exclusionary purpose(s) for
an instrument and therefore the basis for interpretation of that instrument. Second,
that there is a broad consistency to these rationales at EU and international level.
That consistency exists around economic justifications and incentives for copyright.

That consistency is not alone, as other, secondary rationales are mentioned. How-

See eg SAS Institute Inc v World Programming Ltd [2010) EWHC 1829 (Ch), [2011] RPC 1 (SAS
(HC)) [149]-[195] (Arnold J).
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ever, wherever secondary rationales are mentioned, they have tended to be in an
economic context — whether by cultural goals (welfare, dissemination of works, in-
ternational understanding), development goals (by trade), or law and order goals.
Each tended to be recognised alongside with, or be expressly contingent upon, the
fulfilment of economic goals. The third theme was that this provision of rationales
and generic operative terms is lessening the autonomous space for state parties to
legislate and innovate, although there has been limited appreciation of this effect.
This is occurring at all levels at an increasing pace. Fourth, the chapter concluded
that the provision of such rationales and obligations has been done in an inherently
complicated, if not incoherent, way that undermines legal certainty, despite having
some level of consistency overall.

The thesis then moved on to specific remedies and procedures over the next four
chapters to consider whether transnational law applied, and if so, whether domestic
enforcement processes accounted for and/or properly applied the transnational law,
including rationales. This focused on whether domestic courts were expressly appre-
ciating the context of the right, remedy, or procedure in light of any transnational
context. In conducting this review, a scale was developed for the expressed do-
mestic appreciation of transnational law. Chapter Three began by indicating this
scale and identifying the taxonomy that was to be undertaken of these remedies
and procedures. Evidence from judgments showed a scale ran from zero expres-
sion of appreciation of transnational context, through to full Europeanisation or
Internationalisation by even the direct adoption of EU legislative language as the
relevant test. The first group of outcomes considered were money remedies. The
chapter looked to damages, accounts of profits, other compensatory payments, pen-

alties and costs/legal expenses. In using these money remedies as a series of test
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cases, three key conclusions were reached. First, the vast majority of money out-
comes specifically connect to, and must be interpreted in line with, transnational
instruments. Nearly every remedy found its express corollary in an EU or interna-
tional instrument. Second, this interpretive interplay is strengthening, leading to a
more separate, Internationalised or Europeanised conception of these remedies. This
is having a ‘drag’ effect: drawing domestic law and remedies away from traditional
domestic conceptions to a more harmonised approach. Third, this has mostly been
done by courts expressing a ‘box-checking’ or ‘retrofit’ approach to meeting these
transnational obligations, although such application of transnational obligations by
domestic courts was ultimately uneven.

Chapter Four then turned to look at injunctions and orders over tangibles. As
to injunctions: final, interim and special forms of injunction (Mareva, intermediary,
Norwich-Pharmacal) were considered. On the tangibles front: orders impacting a
specific of physical good were considered — whether by way of seizure, delivery-up,
destruction, or otherwise. First, in relation to injunctive relief, a similar story is
playing out as it is with money remedies — there has been an uneven application
of considerations, Internationalisation, and Europeanisation. Injunctions saw the
‘high-water mark’ being reached in HTC' v Nokia, where Arnold J considered that
European factors were the only ones that were of principal concern, in contrast to
established domestic criteria. But it was also in the field of injunctions that a num-
ber of cases didn’t even mention European obligations: the contrasts between, for
example, blocking injunction cases and asset-freezing cases were stark. Injunctions
gave further support to the idea that remedies are being applied unevenly — if not

inappropriately or per incuriam — in contrast to fundamental obligations of coher-
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ence, and that ‘like cases be treated alike’ ] An outlier in these circumstances has
been intermediary blocking injunctions, which have had a deeply blended approach
of applying domestic and transnational criteria. This has occurred for at least four
reasons: first, their domestic use and existence came after the key directives dealing
with these issues, and so, there was no different domestic baseline to conflate or
elide considerations with; second, at an EU level, there has been extensive judicial
comment and guidance on how the provisions are to be applied; third, a single do-
mestic judge, and often a small cluster of the same counsel had dealt with the cases
leading to a coherent approach; fourth, the Supreme Court had validated parts of
the approach very early in its existence, and has extended that approach into the
field of trade marks[]

Second, the position on orders over tangibles was different. For tangibles, there
was little guidance in the delivered judicial reasons in contrast to the comparat-
ively frequent guidance found in some types of injunction decisions. Although there
are similarly express obligations in, and correlations between, transnational and do-
mestic instruments — there have been few cases which have commented upon those
provisions. Making a meaningful assessment on the level of Europeanisation and
Internationalisation is more difficult, if not simply impracticable and unreliable.

Chapter Five then looked at declarations, criminal sanctions, and customs meas-
ures. Judgments dealing with declaratory relief have expressed nearly no contextual
consideration of European or international law in relation to the remedy, although

the remedy is often sought in cases dealing with transnational rights and so context

See eg Andrei Marmor, ‘Should Like Cases Be Treated Alike?’ (2005) 11(01) Legal Theory 27.
Cartier International AG v British Sky Broadcasting Ltd [2018] UKSC 28.
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is apparent.ﬂ Criminal sentencing judgments, at least at the reported appellate level,
have expressed limited recognition of transnational obligations, despite them dealing
with harmonised rights. The sentencing case law is instead replete with examples of
courts using: i) inapposite measures/charges for the prosecution of copyright crime;
ii) using loose terminology (eg ‘theft’); iii) applying varying approaches to calculat-
ing loss and damage between cases; and iv) expressing deeply differing justifications
as to purpose of copyright and therefore expressing differing understandings of the
consequential harm of copyright infringement. The wholesale lack of appreciation
for transnational context (and/or Europeanisation) is leading to unjust outcomes.
This was seen in the Nimley C&SGE where a youth was imprisoned when an ap-
propriate sentence was a fine. This is all in contrast to the single and consistent
approach provided for under the Customs Regulation. That consistency arises from
the nature of the instrument itself: a transnational, directly effective, regulation.
Indeed, it gains further support from core EU goals of a single customs zone.
Chapter Six considered process and procedure. It looked at two specific matters:
the first, procedural requirements in transnational instruments; and the second, spe-
cialised processes for intellectual property cases. As to the first, this research has
identified a present, partial, but significant, creeping transnational codification of
procedure. This codification is occurring at nearly all stages of an enforcement ac-
tion: from standing, through to evidence, to summary processes, and even describing
‘fairness’. Yet, it appears nearly unacknowledged in the instruments, whether CPR
or otherwise. This codification is also generally not reflected in the decisions rendered

by tribunals having regard to those instruments. As previously suggested, that which

Eg Unwired Planet & Ors v Huawei & Ors [2015] EWHC 1029 (Pat).
R v Nimley [2010] EWCA Crim 2752.
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may be considered domestically appropriate, ‘fair and equitable’ in relation to pro-
cedure particularly post—Mitchellﬂ and post—Dentowﬁ may fail to meet CJEU views
on TRIPs, and/or IPRED, and/or WTO Dispute Panel views on TRIPs. This is of
particular relevance given domestic obligations to autonomous concepts of EU law,
which these obligations often form part.

The second aspect — specialised processes for IP — observed that, like remed-
ies, procedural processes are moving away from traditional private law procedures.
Rather than applying limited variations to something traditional, wider steps are be-
ing taken leading to an ever-more specialised set of processes. That is not to criticise
such an outcome — that there be sufficient funding for every field of endeavour to
have such specialist care. However, a separate schema, applying different processes
and rules, ought to be open and transparent in its movement away from traditional
standards and norms; for example, what has occurred with the creation of IPEC.

Finally, in Chapter Seven, these remedies were collated and compared against
theoretical rationalisations that have been advanced for copyright enforcement. The
chapter begins by setting out the various rationalisations of copyright that have
been made at a number of levels, but concludes that the only ones which matter,
for present purposes, are those that bind. Those binding rationalisations bear on
how copyright law is and ought to be conceived of, legally protected/classified, and
applied: namely, being set out in recitals to EU instruments, together with the pre-
ambles to international instruments. It is around those rationales, which have the
benefit of compulsory interpretive force, that debate lies. It is there that arguments

for or against a specific change must be raised and assessed. Does what we aim to

Mitchell v News Group Newspapers Limited [2013] EWCA Civ 1537.
Denton v T H White Ltd [2014] EWCA Civ 906.
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protect with copyright law, as interpreted against those obligations, work with the
remedies we provide? Do the remedies reflect the philosophy and legal classification
we wish to advance for copyright harms? In the end, there are theoretical inconsist-
encies, which has been repeatedly seen in the evolution of copyright itself. But, as
a practical matter, these justifications must become more settled and adapted to a
single basis: even if that single basis is a constellation of rationales, they provide a
measure of certainty. Through that certainty comes harmonisation, fair(er) trials,

and the proper outcome of like cases being treated alike.

8.2 Themes

By reviewing the transnational and domestic instruments and examining their in-
terplay, particularly from first principles and through case law, a number of themes

and observations have emerged. Those include:

e the number and scope of transnationally harmonising/codifying measures and

instruments has increased;
e the number of harmonising judgments has increased;
e as a consequence, harmonisation is occurring at an increasing pace;

e the use of rationales and mandatory interpretive provisions in those instru-
ments has narrowed the autonomous space for national approaches to applic-

ation and interpretation;

e the use of such transnational measures has increased complexity of application

of the regulatory framework domestically;
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e the domestic application of these themes has seen:

— uneven implementation by domestic tribunals that is measurable on a

scale of appreciation;
— inconsistency and injustice as a result of uneven implementation;

— the evolution of wholly separate regimes, such that the enforcement of
these property rights are living a world apart from the enforcement of

other property rights.

This thesis will now deal with each of these themes in turn.

8.2.1 Harmonisation and codification

From the first Berne Convention[’] through to the Paris Act of 1979]"% TRIPs[]
ACTAB and most recently Marrakeshﬂ copyright has seen international harmon-
ising reforms at an increasing pace. As this research shows, this transnational codific-
ation is moving beyond mere coordination of rights or providing national treatment.
It now seeks to ensure that the rights protected are accorded increasingly specific
remedies, with increasingly specific processes available to obtain such remedies. This
international approach is also reflected inside the EU, where across decisions, direct-

ives, and regulations, transnational harmonisation has continued and is increasing.

Berne Convention for the Protection of Literary and Artistic Works 1886 (Original) (Berne (Ori-
ginal Text)).

Berne Convention for the Protection of Literary and Artistic Works 1886 (Paris Act 1979) (Berne).
Agreement on Trade-Related Aspects of Intellectual Property Rights .
Anti-Counterfeiting Trade Agreement (ACTA).

WIPO Marrakesh Treaty to Facilitate Access to Published Works for Persons Who Are Blind,
Visually Impaired or Otherwise Print Disabled [2013] (Marrakesh VIP Treaty).
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The European Parliament has recently adopted further harmonisation measures in
the shape of a directive on copyright in the Digital Single Market@

That is not, of itself, a problem.

Intellectual property rights are playing an increasing role in economic trade, and
so their regulation has become more important to substantial economic players,
markets, and countries. Further, the Internet has, since TRIPs was signed in 1994,
revolutionised the ease and speed with which copyright protected materials may
be infringed. Far from the days of bootleg tapes in the back of a car leading to
‘Metallica’ ordersﬂ mass-infringement across multiple jurisdictions is a substantial
reality capable of wreaking significant harm.m No longer can behaviour be mostly
limited to one jurisdiction, one legal system, or — from a right-holder perspective
— one subsidiary. The problems of infringement have become global, and so it is
unsurprising that the responses to that infringement are becoming similarly global.

Consistent with The Jade and Marleasing, together with its voluntary adoption
of membership to transnational organisations and treaties, the UK has obligations
to keep pace with this globalising implementation of copyright law. Doing so main-
tains the UK’s position as an appropriate place to create and disseminate works
and to enforce rights. What started as a trickle, has led to, in the majority of cases

reviewedﬂ an increase in direct reference(s) in judgments to appropriate EU and in-

Arising from the European Commission, ‘Proposal for a Directive on copyright in the Digital Single
Market’ COM(2016) 593 final. The process is currently in trilogue.

Tony Blain Pty Ltd v Splain [1994] FSR 497 (HCNZ).

See eg: A & M Records, Inc v Napster, Inc 239 F.3d 1004 (2001); Universal Music Australia Pty
Ltd v Sharman License Holdings Ltd [2005] FCA 1242; 20th Century Fox & Ors v Harris [2013]
EWHC 159 (Ch); European Commission, ‘Tackling Illegal Content Online: Towards an enhanced
responsibility of online platforms’ (Communication) COM (2017) 555 final.

Particularly those from 2014 onward.
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ternational instruments. Such increasing Europeanisation and Internationalisation
is to be commended, insofar as it meets the UK’s commitments. However, diver-
gences from this increasingly transnational system remain ever-present, and these
divergences, insofar as they are occurring per incuriam of relevant legislation or law,

require remedial action.

8.2.2 Narrowing of the autonomous space

This increased harmonisation has not necessarily come in the form of open-ended or
openly-worded agreements. Both international and EU instruments have developed
extensive and strong rationales, expressed in the instrument itself, that explain con-
text. Interpretive maxims (by Vienna or CJEU case—laWED require that the provi-
sions of a given instrument are read in the context and sense intended. Again, this is
not wrong. Having greater certainty when applying law is generally beneficial. How-
ever, particularly in EU instruments, active articles of directives and not merely
interpretive obligations in relation to rationales, now provide more compulsory ob-
ligations on courts to ensure that what is done is wholly consistent with EU law. In
IP, this includes ensuring that a remedy is, for example, ‘effective, proportionate,
and dissuasive’. That active obligation becomes a further interpretive obligation or
gateway through which any remedy, outcome, or response must travel. In practice,
it also provides an ambit of discretion.

Principally, the consequence of this greater expression of rationales and hamon-
isation is a narrowing of the autonomous space for national action. What may have

originally been an obligation to provide protection, or an outcome, has become a

See eg Case C-306/05 (EU:C:2006:764) Sociedad General de Autores y Editores de Espana v Rafael
Hoteles SA [2006] ECR I-11519.
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legally binding obligation to provide particular processes, lest those obligations be
breached. Such a breach could lead to WTO trade action, or Francovich damages

against a Member State inside the EU if a measure is not properly available.

8.2.3 Increased complexity

This layering, particularly in relation to rationales, has added substantial complexity
even at a transnational level. While attempting to marry-up provisions, and coordin-
ate between EU and international law, there are immediate binding obligations to
read different provisions and contexts for EU law as close as possible to wording and
meanings for international law. That leads to areas of grey, increased complexity,
less certainty, and a greater prospect for judicial or other legal error.

This was particularly evident in Chapters One and Two, where rationales for dif-
ferent instruments which have wholly different contexts, and even objectives, were
identified as applying to the same rights, procedures, and/or remedies. That layering
complexity then carried through to considerations in later chapters, which makes
the proper application of law difficult. This is evidenced at both a CJEU and do-
mestic level, when the layering that has occurred must be set out and considerations

balanced when exercising judicial power to grant a remedy.

8.2.4 Domestic application

The domestic application of this framework has not been a particularly easy. This
review has shown that there have been difficulties of complexity, uneven implement-

ation, inconsistency, and injustice arising.
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8.2.4.1 Complexity

The transnational layering is not made easier by adding a third level of interpret-
ive obligation: domestic obligations. That requires — in theory, if not practice —
domestic tribunals to apply the 13-plus steps of interpretation set out at the end of
Chapter One when considering a given set of facts. These steps, their inherent com-
plexity, and different weighting and balancing, then leads to uneven implementation,
which is a core component of what has been evidenced in Part II. That is not to say
a conscious expression of examining each step is required in each case. However, an
acknowledgment of the origin of a given right, remedy, or discretionary factor ought

to be seen as a baseline requirement for judicial reasoning in this regard.

8.2.4.2 Uneven implementation and scale of appreciation

In many cases, domestic courts have not recognised or expressed a recognition of
transnational obligations that apply in this field. This is particular so in relation to
EU obligations. This thesis has taken a comprehensive approach to setting out the
legal framework and interpretive principles that operate in respect of that frame-
work, before identifying the remedies and obligations required. There have been a
number of reasons for this approach. Mainly, it has been to set out what ought to be
properly be considered and happen as a matter of law: ie what are courts properly
obliged to consider when interpreting the law and exercising judicial power?

This research suggests that domestic courts are not always meeting those obliga-
tions, or at least are not expressing this in their published reasons. In considering the
full framework, at a minimum, courts should be articulating at least a retrofit ap-
proach when considering copyright cases. They should be at least acknowledging the

key instruments or factors impacting the rights and remedies which they are being
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called upon to consider and/or grant/refuse. All too often, that is not happening.
What then is the outcome? As Lord Neuberger identified in a separate context,
a refusal to accept and apply the proper hierarchy of lawﬂ leads to an anarchic
legal system and incoherence.@ This undermines the rule of law. If parties cannot
achieve justice, and if parties are not treated alike due to error, then case law becomes
subject to per incuriam decisions or those otherwise vexed with legal error. Those per
incuriam decisions then have the potential to cascade through the system. They may
be relied upon by other tribunals, which gives them undue or inappropriate weight.
This may even occur to the exclusion of proper European considerations relating to
harmonised rights. Domestic judicial officers of the same level are generally required
to apply the law of their sibling judges unless there are powerful reasons for not doing
so@ This ensures that like cases are treated alike. Such an approach contributes
to, inter alia, fundamental predictability, coherence, justice, and the rule of law.
Whether a law is hated, loved, or rarely considered, its even application is necessary.
What a review of the remedies in copyright cases has shown is that this even
application is not happening. Depending on where a case is heard, and before whom,
different outcomes over the same rights are occurring through the uneven expression
of context and thereby application of rights and enforcement processes. Harmonised
rights aren’t, at least, expressed as such. ‘True’ copyright considerations are not
applied, although the superior courts require them to be. Some civil cases are see-

ing no reference to IPRED or InfoSoc factors in determining appropriate relief.

Lord Neuberger PSC was speaking of courts properly applying the doctrine of precedent, though
the point applies here.

Willers (No 2) (n D [4] (Neuberger PSC).
Willers (No 2) (n D [9] (Neuberger PSC).
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Other cases are directly applying European law to the exclusion or displacement of
domestic factors. These dichotomous approaches contribute to fragmentation, com-
plexity, and ultimately unfairness.

All of this points to the fact that Europeanisation and Internationalisation is
happening, but it is uneven in its domestic application. Certainty, predictability
and the rule of law require that there be a far greater degree of ‘evenness’ in such
outcomes. The outcomes need to be less haphazard. There needs to be a greater
degree of consistency.

In one area, there has been extensive consideration and level application of in-
ternational, EU and domestic considerations: the field of intermediary injunctions.
Whilst it has been done consistently, that was, in many senses, easier. As mentioned
above, almost all blocking orders have been heard before a single judge@ It was
a new form of relief.ﬁ The UK Supreme Court approved of a balancing approach
comparatively early in its life.@ The CJEU has given extensive guidance@ Ulti-
mately, the situation, despite some variation, is much the same: a foreign website, a
single group of ISPs, a standard few forms of copyright (film, software, etc). Coun-
sel are often the samef%| A perfect set of factors have come to light and made the
application easy.

Understandably, other cases are different. Different judges are less extensive in

their reasoning. Different counsel pitch arguments in different ways. Different copy-

Cartier International AG v British Sky Broadcasting Ltd [2014] EWHC 3354 (Ch) [3] (Arnold J).
Section 97A CDPA, arising as a result of art 8(3) of the InfoSoc Directive.
The Rugby Football Union v Consolidated Information Services Ltd [2012] UKSC 55 [44]-[45].

See eg Case C-314/12 (EU:C:2014:192) UPC Telekabel Wien GmbH v Constantin Film Verleih
GmbH (CJEU, 2014).

Eg, Tomlinson QC.
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right cases raise different considerations, protecting different aspects of different
rights. Cases often settle after a fairly standard, split trial regime, where liability is
considered wholly separately to remedy or quantum.

All of that is to say the fragmentation is understandable. But, it is possible,
through judicial action, for that fragmentation to be far more limited. For factors
to be more expressly set out. For judgments to be more express in their application
of the factors. For the laws to be more extensively considered.

In Chapter Three, a scale of assessing and characterising Europeanisation was
proposed. Across the following four chapters, levels of Europeanisation and Inter-
nationalisation were assessed against this measure, and each found to fit within it.
This tends to support the concept that Europeanisation and Internationalisation,
at least insofar as it is judicially expressed in case law, is capable of measurement.
This thesis argues that such measurement is an important way of comprehending
if laws are being expressed, understood, and applied properly. If the laws are not

being properly applied, more is required to be done.

8.2.4.3 Inconsistency and Injustice

The primary reason that these divergences must be removed has been set out: justice
is not being served by such divergence. Justice and fundamental harmonisation goals
are served when the law is applied properly and evenly to the facts. When the
relevant test is in issue, or when fundamental Charteﬂ rights are not considered, or
when the nature of the right being protected is miscalculated@ errors occur. These

errors, from an academic perspective, will hopefully be corrected somewhere in the

Charter of Fundamental Rights of the European Union [2012] OJ C326/391.
Nimley (n EI)
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long arc of copyright’s development.

However, they need not, and ought not, be occurring. A solution at some point
is of limited assistance to the litigants of today to vindicate their rights or the
defendants to vindicate their positions. Ultimately, if rights are not contextually
expressed, or if legislation is not properly construed, or if remedies are not appropri-
ately weighed, then injustice and inconsistency can follow. The rule of law becomes

called into question.

8.2.5 Living a world apart (separate systems)

A further theme identified in this thesis is that properly considered copyright is, and
has been, living in a somewhat separate world. It has separate contexts that have
become codified, unlike other private property rights. Those IP rights have specific,
contextually-defined remedies. IP has separate procedures, whether by presumptions
and evidence. IP rights have separate border measures. I[P claims are adjudicated in
separate courts with separate rules.

In a realistic sense, copyright, and particularly its enforcement, exists in a sep-
arate space to that of other private rights. That being so, the increasing drag of
Europeanisation and Internationalisation ought not to be ignored. It is acceptable
for one set of private rights to exist in a separate schema and regulatory framework
to another, or to a general norm. The ‘chafing’, as it was described earlier, tends
to occur when such a system comes into conflict with more traditional systems for
private rights enforcement. This can, and has, taken different forms. It may be in

the course of a dispute abound about whether IPRED@ considerations ought to be

Directive 2004/48/EC on the enforcement of intellectual property rights [2004] OJ L157/45
(IPRED).
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favoured over American Cyanamid’] ones, or if a new regulation permissibly carves
out exceptionsﬂ As complexities and examples of uneven application mount, it is

appropriate to look to models of reform.

8.3 Reform

What then ought to be done? How can the themes and issues raised in this thesis
be met? There are answers at each level, all of which have differing complexities,

likelihoods, and realities attached to them.

8.3.1 A global answer

What would a global response look like? To much of the above, the complexity
could be dealt with by extensive international treaty reform. A single, codifying

international treaty which set out:

1. universally agreed justifications and rationales;

2. the express rights protected, together with its rationale or justification (for
example, rationales in respect of a copy right will be different to those for

moral rights);

3. the remedies to be afforded for invasion of each right, if they differ;

American Cyanamid v Ethicon [1975] AC 396 (HL).

Private copying: R (on the application of British Academy of Songwriters, Composers and Authors)
v Secretary of State for Business, Innovation and Skills [2015] EWHC 1723 (Admin); the meaning
of cable: ITV Broadcasting Ltd € Ors v TVCatchup Ltd (in admininistration) [2015] EWCA Civ
204, Case C-275/15 (EU:C:2017:144) ITV Broadcasting Ltd v TVCatchup Ltd [2017] FSR.
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4. the factors which domestic courts need consider and in considering granting

those remedies would, no doubt, assist.

This would also involve the rest of the world’s nations shedding earlier treaties
and obligations — whether the UCC@ or Marrakeshﬁ

This would mean that the world would be operating its copyright system essen-
tially on the basis of a single agreement, a single document. Other treaties could
be repealed, memberships formally denounced and/or otherwise rescinded, and their
existence consigned to history. The likelihood of that ever occurring is, however, van-
ishingly small. There have been no substantive ICJ decisions regarding Berne, only
ancillary WTO Dispute Decisions which have tended, unsurprisingly, to see Berne
through a trade-oriented lense”| This is a view which has been criticised f°| There
have been no amendments to Berne for over 35 years.ﬁ TRIPs has remained essen-
tially stagnant for over 20 yearsﬂ and new rounds of WTO treaty negotiations keep
failing to find substantive agreement. Indeed, in those WTO discussions in the field
of intellectual property, it is principally matters regarding geographical indicators
that are under substantive discussion.@ WIPO is generating new treaties, but giving

each new one somewhat consistent but subtly different justifications and rationales,

Universal Copyright Convention as revised on 24 July 1971 943 UNTS 178 (UCC).
Marrakesh VIP Treatyl

See eg WTO, China - Measures affecting the protection and enforcement of intellectual property
rights (US v China) (WTO Dispute Resolution Panel Decision) WT/DS362/R (2009) (China
Enforcement Panel Decision).

See eg Susan Strba, International copyright law and access to education in developing countries:
Exploring multilateral legal and quasi-legal solutions (Martinus Nijhoff Publishers 2012) 178.

Since 1979.
Since it came into effect on 1 January 1995.

WTO Committee on Trade and Development, Development Aspects of the Doha Round of Nego-
tiations: Note by the Secretariat (Rev. 5) (WT/COMTD/W/148/Rev.5) (2010).
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and thereby each set of clauses different meanings when they are interpreted under
traditional Vienna ConventionP? rules.

IP rules are changing through obligations under free trade agreements or eco-
nomic partnership agreements.@ Such new trade agreements, which include IP com-
ponents, are increasingly bilateral (eg EU-US FTA, Australia-Korea, Australia-US
FTA) as multilateral treaties are being hotly opposed, such as the Trans-Pacific Part-
nership (TPP), Transatlantic Trade and Investment Partnership (TTIP) or ACTA,
even when they bring and brought limited change, at least to the UK. Rather than
bringing consistency, such bilateral obligations make it harder to reach a broader
consensus: the baseline agreed between two major IP exporters — say, the EU and
the US — becomes the ‘new baseline’ for rights and enforcement. It is easier to
(re-) implement changes when all, or a large number of parties, have signed up to
a single document. The substantive challenge is in agreeing that change. A promul-
gated change to a single transnational document means a single set of changes with
consistent effect.

Instead, in an increasingly bilateral environment, slightly different obligations
proliferate. Australia and the US have obligations to each other under AUSFTA

that they do not have under Berne or TRIPs. Once established, the ratchet effect

Vienna Convention on the Law of Treaties 1969 (1969) 1155 UNTS 331 (Vienna Convention).

European Commission, ‘Strategy for the enforcement of intellectual property rights in third coun-
tries” (Communication) OJ 2005 C 129/3, 3; European Commission, ‘Communication from the
Commission to the European Parliament, The Council and the European Economic and Social
Committee — Towards a renewed consensus on the enforcement of Intellectual Property Rights
- An EU Action Plan’ (Communication) COM/2014/0392. See further: Tuomas Mylly, ‘Consti-
tutional functions of the EU’s intellectual property treaties’ in FU Bilateral Trade Agreements
and Intellectual Property: For Better or Worse? (Springer 2014); Yole Tanghe, ‘The Borders of
EU Competences with Regard to the International Regulation of Intellectual Property Rights:
Constrtucting a Dam to Resist a River Bursting Its Banks’ (2016) 32(82) Utrecht Jounral of
International and European Law 27.
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tends to apply. Neither is likely to be able to ‘down-ratchet’, so both can instead
seek to compel their consensus to be the ‘new normal’ transnationally. These treaties
have, at least on first principles, a knock-on effect to interpretation of IP rights and
remedies in member countries of these newer agreements. Domestic law must be read,
insofar as is possible, consistently with international treaties. Where a treaty has
overlaps with other instruments — for example, WTO obligations — conflicts can
arise. This adds to the interpretive burden upon the judiciary, on lawyers advising,
and on the public knowing what they may or may not do.

If the goal were simply to provide uniform global interpretation, a single, directly
effective instrument would be the most apt choice. Such an instrument could apply
globally. It could be interpreted by a single binding authority or court, much in
the style of the CJEU. This universal application would be well placed to provide
certainty, coherence, and consistency. But such root-and-branch global reform is the
deeply unrealistic and of questionable ultimate desirability.

A further option for reform is to update the existing agreements, whether the
Berne Convention or TRIPs. However, updating Berne is a task not successfully
undertaken for nearly 40 years. Berne has limited real-world bite, in the sense that
its breach is not met with an express state-actor cost. Disputes are adjudicated by the
ICJ, but in its extensive history no case has ever been decided. As such, the best and
most likely candidate for international reform would be TRIPs — yet attempts for

the Doha round, where TRIPs issues have been debatedﬂ have repeatedly stalled@

See eg Development Aspects of the Doha Round of Negotiations (n; Rochelle Cooper Dreyfuss,
‘Fostering Dynamic Innovation, Development and Trade: Intellectual Property as a Case Study in
Global Administrative Law’ [2008] (No. 08-66) NYU School of Law, Public Law Research Paper.

Clara Brandi, ‘The Doha Round is Dead - Long Live the WTO?’ [2015] German Development
Institute; Tania Voon, ‘Consolidating International Investment Law: The Mega-Regionals as a
Pathway towards Multilateral Rules’ (2018) 17(1) World Trade Review 33.
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What reform could work? In essence, greater proscription of a greater number of
outcomes, dealing with issues such as intermediary liability, third-party injunctive
relief, factors to be considered in costs arrangements, and so forth. Yet, this is not

on a present agenda.

8.3.2 EU reform: regulation

Following earlier failures in respect of IPR@ — and specifically, TRIP@ — the
EU’s competence regarding I[P was extended under the terms of the Lisbon Treaty,
at least in respect of the ‘commercial aspects’ of intellectual propertyﬁ What this
has meant is that EU Member States must closely consider their own competence
to agree on multilateral copyright obligations in, for example, the style of TRIPs or
Berne. These are now, generally, matters of EU trade competence. This much has
been expressed by the CJEU in the Daiichi™®, Luksan| and Nordisk{™| decisions.
However, such findings leave open the scope of the EU’s powers with respect to
non-‘commercial aspects’, such as (arguably), moral rights, which were expressly

not dealt with under TRIPS@ That is not to say that domestic legislatures may not

Opinion C-1/94 (EU:C:1994:384) Competence of the Community to conclude international agree-
ments concerning services and the protection of intellectual property - Article 228 (6) of the EC
Treaty [1994] ECR I-05267.

Meinhard Hilf, ‘ECJ’s Opinion 1/94 on the WTO-No Surprise, but Wise?’ (1995) 6 European
Journal of International Law 245.

Consolidated version of the Treaty on the Functioning of the European Union [2008] OJ C326/1
(TFEU) art 207(1).

Case C-414/11 (EU:C:2013:520) Daiichi Sankyo Co Ltd & Sanofi-Aventis Deutschland GmbH v
Demos Anonimos Viomikhaniki kai Emporiki Etairia Farmakon (CJEU, 2011) [50].

Case C-277/10 (EU:C:2012:65) Luksan v van der Let (CJEU, 2013) [64].

Case C-510/10 (EU:C:2012:244) DR and TV2 Danmark A/S v NCB - Nordisk Copyright Bureau
(CJEU, 2012) para 31.

By expressly not requiring compliance with those aspects of Berne: TRIPs (n 9(1).
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make separate legislation — only that such legislation may be in conflict with EU
legislation if they were to do so[")

In any event, reform at the EU level presents the greatest chance of real change
to address the challenges this research has identified. To that end, this thesis pro-
poses that a single European directive — but preferably a regulation — is the most
appropriate, and likely course. It would principally address the concerns raised in

this thesis, but would also need to address EU concepts of procedural autonomy.

8.3.2.1 Interpretive burden

A single harmonising regulation in the field of copyright would become the vast ma-
jority of Member State copyright law in the EU. This means that any obligation to
construe domestic law, or to construe domestic law in light of EU or international in-
struments would principally dissolve, lowering interpretive obligations. What would
occur is the necessity to construe the EU instrument, self-evidently, in the context of
EU law, including fundamental rights. This would continue to require interpretation
in line with foreign treaties which it implements, per S GAE@ The only difficulty
then is to assess whether the such a proposed regulation dealt with every aspect of
the foreign obligation it is purporting to implement.

Given the EU’s post-Lisbon competence, a single regulation should provide the
benefit of removing interpretive distortions and enforcement outcomes across the
single market. Drafts and discussion have been underway about a single copyright

code, or at least, an updating of IPRED for some years? The Digital Single Market

British American Tobacco v The Secretary of State for Health [2016] EWCA Civ 1182 [150].
SGAE (n ) [35].
See eg The Wittem Project.
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Directive has been proposedﬂ along with further requirements of intermediaries
being foreshadowedﬂ Ultimately, what is required is a coherent, single regulation
in the copyright field which also deals with remedial outcomes and the factors that
must be considered for their grant as set out above.

Further, whether identified in such a regulation — and subject to the EU’s
constraints in this field — there appears real merit in an EU-wide identification of
the matters which must be criminalised by all EU states, and an adoption of the
rationales of protection so that what is being protected is wholly clear, as is why

that thing is being protected.

8.3.2.2 Europeanisation and Internationalisation

Such a regulation, if implemented would have the effect of wholly, or almost wholly,
harmonising and Europeanising domestic copyright law. A single regulation would
bring the United Kingdom immediately onto an intellectually coherent more level
playing field with every other EU nation.

In adopting any such regulation, the EU travauz or such a regulation’s recitals,
could wholly set out the appropriate mappings to/from TRIPs, and all of the other
relevant international instruments. Wording could be, for example: ‘Regulation 7
is directed to wholly implementing the EU’s obligations under art 10 of TRIPs.’
This would provide an express aid in relation to construction. There may be some
difficulty in relation to moral-rights provisions, the technical competence for which

may continue to lie with Member States given the ‘commercial’ nature of the EU’s

European Commission, ‘Proposal for a Directive on copyright in the Digital Single Market’
COM(2016) 593 final.

European Commission, ‘Communication from the Commission: Tackling Illegal Content Online,
Towards an enhanced responsibility of online platforms’ COM(2017) 555.
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power in the field; however, the practical reality is that it is unlikely to matter.@

Furthermore, recitals and rationales could be used to carefully and clearly ex-
press a single, considered conception of justifications and rationalisations for each
aspect of the harmonised law. This would provide certainty, or at least substantial
assistance, for judicial interpretation of the regulation’s provisions. For example, if
moral rights are to be regulated, and specific remedies provided for, their justifica-
tions may more readily conceived of, or be found in, eg personhood theory than in
labour theory. That justification could be expressed. In contrast, a purely economic
right, such as a right over distribution of works, may more readily find its justific-
ation expressed in terms of utilitarian terms/economic theory. The point remains
the same: specification of context assists, whereas generalised statements do not. As
a bundle of rights, it would remain conceptually coherent for different aspects of
copyright to have different underlying rationales. The point is to ensure that each
rights function and justification is clear in the drafting so as to allow for consistent
understanding and interpretation.

Such consistency assists harmonisation. Harmonisation furthers the rule of law by
putting in place the components to deliver consistent and coherent outcomes based
upon common understandings of the law’s goals and purposes. In doing so, a single,

coherent body of judicial case law could emerge EU-wide which would provide for

Mylly (n . Should the EU not have the power to make external treaties with respect of that
subject matter, it does have the power to legislate across the EU for matters related to intellectual
property pursuant to TFEU art 118 or otherwise under the internal market powers. The EU could,
therefore, pass a regulation including moral rights provisions to similar effect as required under art
6bis of the Berne Convention. Though, that could lead to the possibly peculiar position that the
EU had exercised its intellectual property competence (thereby removing from Member States the
power to legislate in that field) to implement an obligation it could not independently take on in
the exercise of its trade policy powers: it could only do so as a matter of shared competence with
Member States. But those Member States would thereby be arguably precluded from legislating
in the field: a somewhat odd outcome.
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certainty across the single market. Taking a wider perspective, this would have the
effect of agenda-setting for EU foreign trade policy, and for bilateral or multilateral
trade deals with between the EU and third states. Just as the United States has done
in its free trade arrangements, such an approach could find the EU driving copyright
regulation for much of the world for a period of time to come. Insofar as European
conceptions differ from, say, US conceptions, it would be through such a process
that this could be more substantively evidenced. This would clarify transnational
EU-law, remembering that unless specific matters are reserved unto Member States,
concepts in regulations are directives generally have an autonomous EU meaning.
The law is what we say it is, for the reasons that we say it is: it would be a matter

of saying those two things.

8.3.3 Crime

In looking at the issue of criminalisation and criminal sanction, this thesis has found
vast disparities in how copyright crime is considered by the courts. There appears
to be urgent need for domestic action on this issue.

The issues identified in the application of penalties in Chapter Five were:

e the preference for using trade mark rights to prosecute offences that were

properly copyright crime;

e the adoption of loose terminology (such as ‘theft’) to characterise criminal
infringement of copyright and the issues arising (such as the wrongful adoption

of fraud considerations in copyright sentencing);

e wild variations in calculating ‘loss” with consequent impact on sentencing;
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e such approaches and difficulties ultimately leading to unintended consequences
whereby outcomes do not properly map to European or International consider-

ations as to the protection of and against the harms of copyright infringement.

This dilutes and modifies the conceptions of wrongdoing and works an injustice
on defendants.

As initial steps, these can be dealt with in narrow compass. First, the Sentencing
Council could provide appropriate guidance in relation to copyright infringement ac-
tions having reference to the nature of the right and the infringement, and identifying
that it is not to be considered akin to, for example, fraud. Second, such Sentencing
Council guidance could also deal with how best to approximate or calculate harm
and/or loss to (attempt to) ensure a consistent approach. It may be that a ‘head-
line’ figure is a reasonable approach, but it must be considered, and put against an
appropriate schedule; that is, one which highlights that a substantial headline figure
may not be equivalent to actual harm, and may not be calculated that way. Third,
CPS Guidance could be provided to attempt to ensure that trade mark crime is
prosecuted as such, whilst copyright crime is prosecuted as such.

Alternatively, post-Lisbon, the EU has power under the TFEU@ to create so-
called ‘Euro-Crimes’ where such crimes constitute ‘particularly serious crime with
a cross-border dimension resulting from the nature or impact of such offences or
from a special need to combat them on a common basis’. This criminal aspect could
work in one of two ways. First, like civil copyright infringement has been done, it
could work by being implemented through a directive or series of directives over

time, allowing Member States to apply relevant and coherent legislation to match

Art 83 |[TFEUL
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the directive. This would allow, as has happened in civil law, incremental change.
Second, the alternative method would be a ‘big bang’ implementation. In any
regulation (or regulation paired with directive) put forward, to seek to wholly le-
gislate the field. This would have a series of advantages: not least of all, drawing
criminal law’s attention swiftly and wholly to the nature of IP, as it would be regu-
lated as a coherent, consistent, Euro-crime. Yet, the creation of a new, encompassing
regulation would likely spur a greater number of references to the CJEU. The direct
law would be a matter for Member State courts to construe. Those courts would
then have the difficulty of judicial delay when dealing with matters that are not

acte-claire, particularly in the early stages of any implementation.

8.3.4 Alternative domestic reform

Even without other reforms, there are changes available at the domestic level.

The first is judicial guidance and training on IP’s differentiation from other
private rights and private law. Whilst, by and large, those judicial officers who are
assigned TP cases have a specialist background (eg Lord Kitchin JSC, Floyd LJ,
Arnold, Birss, and Carr JJ, HHJ Hacon and those counsel with IP training who
are assigned cases from IPEC or the IP list), that is not uniformly so. Specialist
training, particularly on the effects of Europeanisation and its obligations upon the
courts ought to be provided to judicial officers generally.

The second is greater judicial and practitioner training on the obligations of
European IP law in the criminal field. As set out in Chapter Five, this was the
area of most startling variation and discrepancy leading to serious disparities in
sentencing. In prosecuting and sentencing on infringements of highly harmonised,

highly Europeanised rights, there was next to no expressed appreciation of that fact
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reflected in appellate-level decision-making.

Third, as mentioned and in the same vein as the first two, is the necessity for
sentencing guidance in copyright cases. It is expected that, like training, the inclu-
sion of specific copyright sentencing guidance in, at a minimum, the Magistrates’
Court Sentencing Guidance will assist in resolving many of the issues identified in
Chapter Five. As it stands, the only mention of the word ‘copyright’ in the Sen-
tencing Council’s present guidance is in the publication details of the document
claiming copyright protection for the guideline document itself. Without such guid-
ance, it is of little surprise that reference is had to fraud and trade mark disputes
comparables.

Fourth, in the civil field, whether through practice directions, provision of greater
CPD, or Court Guides, there appears scope to deepen and widen the appreciation

as to the special, Europeanised position of copyright law, and copyright remedies.

8.4 Next steps

A single European regulation appears to be the most rational reform approach. This
would provide a more consistent and coherent application of rights and relief across
the EU, thus serving justice and the rule of law, and increasing user confidence while
meeting the EU’s wider international obligations.

By articulating agreed bases for rights which expressly accord with the EU’s
international obligations, multiple levels of interpretation are removed. This lowers
the judicial interpretive burden. It further lowers the specialist burden upon non-
IP practitioners who advise or appear in a matter under such regulation. It serves

the internal market by providing a single set of copy rights across the EU, serving
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to create a single bundle of rights owned by studios, producers, companies and
individuals. It would be open to such a regulation to wholly regulate the field — or
to regulate the present field — but to allow member state creativity and adaptation
in relation to other areas. In either case, the application of remedies becomes more
consistent and coherent as they will apply to, and arise from, the same rights that
are justified on a common and consistent basis.

Ultimately, it is a goal of a legal system to do justice, be fair, consistent, and
coherent. It is for such a system to provide copyright remedies which achieve justice
within the common core concepts of efficacy, adequacy and/or sufficiency, and pro-
priety. The divergence of considerations and approaches for theoretically harmonised
rights in the context of a single, domestic, legal system has shown that even in one
member state, this is not occurring, let alone across Member States. This difficulty
ought to be managed, and a regulation is the most achievable and appropriate solu-

tion in the short to medium term which can address this problem.
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